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[ “Wlﬁz[ i Borium” 14 [jr the Best ’Wz[[ Do )]
. Salient features of the Book,

#**##ﬁ'#ﬁ*###fr*fr*#*#*‘k**ﬁ#ﬁ"k*fﬂfr##**#**fr*#***#*****

1) T hzs Book is based on the Umvei sny ;ecommended Books

2) Full cover age is gzven to the syl[abus pr escribed by ﬂze Umvet sxty T her efor e, thzs
Book is complete and exhaustive from the examination point of view.

3) This Book is ar ranged Chapter—wzse wu‘h the Impor tam‘ Quesfzons - Answers-

| appear edin the past Umverszty Examznatzons

4) Leading Case Law is czted whei ever necessary, in or der 1‘0 make the concept clear.

5) Important points have been highlighted and clarify of expression is maintained all
through this Book by using lucid sintple language.

6) Important "Ouestlons for Shert Answers", including "Situation based

Problems” have been ewen w1th solutlons at the end of th1s Book
ST

7) ’Unwersztv ﬂE’xammatwn Questzon G?apers upc{ate (1 e. from 2004 to Nov.
2017) Witﬁ .S’o[utwns have been glven with solutlons at the end of this Book.
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- “INTELLECTUAL PROPERTY LAW”

| Brlef mtroductlon to the revised syllabus

The syllabus, of ‘the Umvermty gwen below is pr1mar11y based on, the three .

_ enactrnents

P

. They are — -

[I] “The Copyrlght Act, 1957”
[1] “The Trade Marks“Act 1999”
[I1I] “The Patents Act; 19707, - =

 The svllabus given below con51sts mamlv of Four Chapters. They are as under —'

(1) Introduction to the Intellectual Property Law —
B - This Chapter consists of the following topics : '

e -M_eanmg of intellectual property;
o Protection of intellectual property;

¢ The main forms of 1ntellectua1 property : i) copyrights, ii) trade marks, 111) patents,
“and designs;
¢ Protection of mtellectual property rights in — i) copyrights, ii) trade marks, iif)
- patents and designs, etc.; o
° 'Leadmg international instruments concemmg intellectual property rights : 1) Berne
Converition, if) Rome Conventlon iif) Universal Copyrlght Convention, iv) TRIPs
Paris Convention;

o International Organization relating to IPRS - WIPO, WTO.

(2) Selected Aspects of the Law of Copyright in India —
(The Copyright Act, 1957).

(3) Intellectual Property in Trade Marks —
(The Trade Marks Act, 1999). .

(4) Patents —
(The Patents Act, 1970).

poooooooooooo'ooOooo'oooooo-oooooo-ooo«o
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- - Revised Svllabus ad verb_gﬁm' Is as ;mder o

" CHAPTER —1: Introductory— S

§)  The meaning of intellectual property; T : | |

if)  Competing rationales of the legal regimes for the protection of intellectual

- property. I | |

iii) The main forms of -intellectual property : copyright, trademarks, patents,
designs; - - '

iv)  The competing rationales for protection ofrightsin: N o

a) Copyrights; b) Trademarks; c) Patents; d) Designs; €) Trade secrets; f) Other

- new forms, such as, plant varieties and geographical indications. -

v)  Introduction to the leading international instruments concerning intellectual
property, rights : The Beme Convention, Rome Convention, Universal
Copyright Convention, TRIP’s Paris Convention.

vi) International Organisation relating to IPRS - WIPO, WTO.

CHAPTERII —: Select aspects of the law of Copyright in India —~

i)  Historical evolution of the Copyright Act, 1957; -
ii) Meaning of copyright; -

iiiy Copyright in literary, dramatic and musical works;

iv)  Copyright in sound records and cinematographic films;

v)  Copyright in computer programmes;

vi)  Ownership of copyright;

vii) Assignment of copyright;

viii) Author’s special rights;

ix) Notion of infringement;

x)  Criteria of infringement;

xi) Infringement of copyright by films of literary and dramatic works;
xii) Importation and infringement; - |
xiii) - Fair use provisions;

xiv) Piracy of internet;

xv) Aspects of copyright justice;

xvi) Remedies, especially, the possibility of Anton pillar injunctive relief in India.

CHAPTER-III : Intellectual Property in Trade Marks (Trade Marks Act, 1999) —
i)  The rationale of protection of Trade marks as — a) an aspect of commercial,
and, b) of consumer rights;
if)  Definition and concept of Trade Marks;
jii) Registration of Trade Marks;

Ic



Vi)

IPR 6. --: Authors = Prof. Prakish K. Mokal &Adv Ishwarlal Aga; wal
iv) Dlstmctmn between Trade Mark and Property. Mark, et Yo b 1
v)  The doctrine of Honést Curfent User; - = T5s T iii i
The doctrine of Deceptive Similarity; : |
vii) Protection of Well-known Marks; N F A PRI
vili) Passing off and infringement; SR
ix) »-'Crltena ofinfringement; =+ 0 v o b e
x)  Standards of proof in passing off actlon ' ‘
xi) - Remed1es :

CHAPTER IV : Patents—

i)

i)

i)
iv)

xi)

xif)
xiii)
xiv)
XV)
xvi)

Patent Act, 1970;
Concept of Patent;

‘Historical view of patents law in India;

Patentable inventions with special reference to b10-teehnology products
entailing creation of new forms of life;

Patent protection for computer programimes; :
Process of obtaining a patent : application, examination, opposition and seahng
of patents ; general introduction; :
Procedure for filing patents : Patent Co- opera’aon Treaty;

Some grounds of opposition;

The problem of limited locus standi to oppose specially in relatmn to
inventions having potential of ecological and mass dlsasters

Wrongfully obtaining the invention;

Prior publication or anticipation;

Obviousness and the lack of inventive step;

Insufficient description;

Rights and obligations of a patentee;

Patents as chose in action;

Duration of patents — Law and policy considerations;

. xvii) Use and exercise rights;
xviii) Right to secrecy;

xix)
XX)
xxi)

The notion of ‘abuse’ of patent rights;
Compulsory license;
Remedies;

, xxii) Infringement"

XXIV) Onus of PlOOf

XXV)

Modes of infringement; The doctrine of [ Colourable variation;

xxvi) Defences in suifs of infringement;
‘xxvii) Injunctions and related remedies.
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‘ RECOMMENDED READINGS

1) Comish W R — Intelleetual Property Patents Trade marks Copynghts and Allied
Rights; . . o L

2) P.Narayanan— Intellectual Property law;

3) Wadhera — Intellectual Property Law. -
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| “Intl oductlon to the Intellectual Pr0perty LaW”

This Chapter con81sts of the followmg topics :

e Meaning of intellectual property;

e Protection of intellectual property; -

e The main forms of intellecuial property : i) copyrights,ii).trade marks;.iii) patents,
and designs;

e Protection of 1nte11ectua1 property rlghts in — 1) copyrlghts 11) trade marks 111)
patents and designs, efc.; LB i

o Leading international instruments concermng intellectual property rlghts i) Berne
~ Convention, ii) Rome Convention, iii) Universal Copyright Convention, lv) TRIPs
Paris Convention;

e International Organization relating to JIPRS — WIPO, WTO.

Meaning of Intellectual Property :

Intellectual property is a category of intangible rights protecting commercially
valuable products of the human intellect. The category comprises primarily
trademark, copyright, and patent rights, but also include trade-secret r1ghts
publicity rights, and rights against unfair competition.

There is a close relationship between intangible property and the tangible objects
in which they are embodied, intellectual property rights are distinct and separate
from property rights in tangible goods. For example, when a person posts a letter
to someone, the personal property in the ink and parchment is transferred to the
recipient. But the sender (as author) retains intellectual property rights in the letter
— Lionel Bently & Brad Sherman on “Intellectual Property Law” — 1-2 (2001).
Creative genius of human being creates intellectual property; which in turn when
properly exploited, can earn wealth. Since it is essentially a creation of mind,
therefore, it is called intellectual property : inventions, industrial designs, literary *
and artistic works, symbols used to promote commerce are some commonly
known forms of intellectual property.

Incorporeal Propertv' or Intangible Property:

“Property” and “Proprietary rights”, and Intangible Property:

Meaning of Property : The term “property” is of wide import. In the widest sense of
the term, property includes all legal rights of a person. Thus, incorporeal right, such as,

OO0 00000 C00CO000000000000.00000.
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‘right to life’, ‘right to- personal liberty’, right to marriage, etc. is the incorporeal -
property of the person.i @ -, . N TR AW ErOPRP s :

The term “property” for the purposes of the Transfer of Property Act, can be used
to include proprietary rights concerning corporeal orincorporeal property, for instance, -

.. corporeal property,, such -as, rllélgd;;buildings, ‘machinery; itp@ls,«; shares, goodwill. In

other words, corporeal right is the right,of ownership, of’ a.tangible (material) object
only. _ SRR -3?“.{?'2‘.;:!;.(?1-*3"? e R

Meaning of corporeal property : Corporeal property or tangible propeity has a body
or material existence. It includes'all inaterial objects or things, suchas; land, buildings,
car, machinery, tools, money, coins, gold, ornaments, etc. Thus, anything that can-be
seén, touched, felt, or perceived is'a material or corporeal object. Corporeal-property is
divided into : i) movable property;and if) Immovable-ptopetty. R

Meaning of Intellectual Property : -

Incorporeal (intangible) property includes i) the ownership of intangible:objects,
such as, intellectual property — copy-rights, patents, good will, designs and trade-
marks, etc. and ii) the ownership of a right in someone else’s property (Jura in re
aliena), such as, Lease, Servitudes, Securities, Trusts, etc.

Basic concepts of Intellectual Property Law-: ) . - ,
The law relating to intellectual property is based on certain basic concepts. -

Copyright: _ _
Copyright is based on concepts of originally and reproduction of the work in any
material form. D ' ' -
Section 14 of the Copyright Act, 1957 defines copyright as, "an exclusive right to
make a copy, and an adaptation and exercise of other rights, with referencé to tangible
works, examples, literary, dramatic, musical, artistic, cinematogr_aph,ﬁhns and §ound

recording". | W

The term 'copyright' simply means, 'right to copy'. It comprises the exclusive right.
of the owner of the works to make copies thereof, and to exclusively exercise various
other rights granted to him by law. '

The copyright protects rights over certain objects such as, literary, musical,
drametic works, pantomime, choreographic works, pictorial, graphic, architectural and
sculptural works, motion pictures and other audio-visual works and sound recordings,

computer soft-wares, email, efc.
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Patents R S ST B "-'*if,-‘,'.‘.f A tor* ferorisng o inobe ol
. The Patent law centres round the concepts of novelty and inventive step Patent is
~ an exclusive right* granted to’ an invéntor to” €xploit and market the fruit of his

innovative technical or scientific talent for 4 petiod of twenty years computed from the -
date of the filing of the apphcatlon I this: perlod of twenty years he has also gotright .,

to prevent othiers’ from: ¢opying ‘his- irivention.- Aftér theexpiry of twenty years of
monopoly, thé rlght passes into the public domain.

Trade. Mark S P T TR U

The Trademarks Law is based on the conoepts of dlstlnctlveness and similarity of
marks and similarity of goods. "Trademark”. means, a mark capable of being
represented graphically and.which is capable of drstmgurshmg the goods or services of
one person from those of others and may include shape of goods, their paokaglng and
combination of colours; :

Mark:

"Mark includes a- device, brand heading; label, ticket, name, signature, word,

letter, numeral, shape of - goods paokagmg or: comblnatlon of colours or any‘

combmatlon thereof™.

Demgn

The Design Law is based on orlgmahty, Whlch not prev1ous1y pubhshed in any other‘

country as well as in Iridia. .

Graphical representation:

"Graphical representation means, a representation of a trademark in a paper
form". In a paper form does not mean that it must be on a piece of paper or must be
written or printed on a piece of paper; it simply means that, the trademark should be
capable of being put on the Register in the physical form and also capable of being
published in the journal. Thus, the graphic representation facilitates the registration of
all trademarks. In other words, all trademarks can be registered by their graphical
representations. , “

Protection of Intellectual Property : :

Salmond says that — “the unnatural products of man’s brains may be as valuable
as 1s hands or his goods. The law, therefore gives him a propfietary right in it” —

- Salmond on jurisprudence.

Every human endeavour which promote economic, social, sc1ent1ﬁo and cultural

development of society must be encouraged and the creator musi be suitably

rewarded by affording legal protection fo his infellectual creation. The intellectual

property rights are the legal rights governing the use of creations of human minds.

Hh O 0000000000000 0C000O0000CC00000O000D0O0O0
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- The intellectual-prpper’gy' ;_léw re.gullegj[q- the _cr;eati_qh;uég ‘a}nd_vpxploitatiop of mental _

or creative labour! It prevents.third. parties from "bécoming unjustly énriched by

~ reaping what they have not sown. This is the branch of law which protects some

of the'ﬁner‘man’ifestations‘of,_hum_an_aqhieveménts.‘f'f._‘,_A:fj- Cotaloese ol
Lord Atkins in Macimillan & Co.. Lid.. i»"_/s'."'.'K.]_i_'c'S"c';J.,'..q-thés',LOi‘d Halsbury as

 Tollows — I shall very much regret if 1 were comipelled to come to the conclusion

that the state of law permitted one man to make the profit and to appropriate to

imselE whiaf has beeri prodifeéd by:1aBoir, skill and capital of another”. AIR 1924
Privy Council 75, at page 81. ' ' ; '

|
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C@PYREGHT ACT 1957 v

The CODVl‘Ight Act 1957 Whnch is prescn 1bed for the )
o SVllabus is given as under— R

R

coyel

The Copvrlght Act 1957 whlch is prescrlbed for the svllébus, 15 Iilscussed

under Elght Chapters : | AT

CHAPTER— I |
«“WORKS IN WHICH COPYRIGHTS SUBSISTS”

[1] General Nature of copy Rights :

1. Introduction :

Meaning of ‘copyright’ —

The word ‘copyright’ means — “sole legal right, held for certain nurnber of years,
by the author or composer of a work, or by someone delegated by him, tq print,
publish, sell, broadcast, perform, film, or record his work or any part of it” —
“Idiomatic and Syntactic English Dictionary” — Published in the year 1942,
Tokyo.

The word ‘copyright’ is der 1ved from the expression ‘copier of words’ first used
in the context, according to Oxford Dictionary, in 1586.

The word ‘copyright’ means — “a property right in an original work of authorship”
(including literary, musical, dramatic, choreographic, pictorial, graphic, sculptural
~ and architectural work; motion pictures and other audiovisual works; and sound
" recordings) fixed in any tangible medium of expression, giving the holder the
exclusive right to reproduce, adapt, distribute, perform and display the work” —
“Black’s Law Dictionary” Eighth Edition, 2004.

Object of the copyright lJaw —

" The object of the copyright law is to protect the author of the copyright work from
an unlawful reproduction or exploitation of his work by others.
Copyright protection is essential to encourage exploitation of copyright for the
benefit of the public. '

HD0O0ODOO0OOOCO0ODOUDOOCO0O0O0C0D0000O0DO0O0O00 000
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‘The exploitation of the -copyright is done by :entrepreneurs.like publishers, film - .
producers or :sound’recording producers to whom the"owner of .the ‘copyright -~ - .
assigns or licences the particular rights. o v
Inventions in ancient times, creative writers, musicians and artists, wrote,
composed or fade their works mainly for fame and recognition and not to earn a.:
' living or make profits. L
The importance of copyright protection Was recognised only after the invention of -
the prinfing press in the 15™ Century which epabled the reproduction of books in
large pumbers. . . S

The main obiects of the copyright law are :

1. Protection of individual commercial interest in an intellectual work ~No" -

~ other than the owner of the copyright can do anything with tespect.to the work in
which the copyright subsists. However, the Copyright Law permits the owner of
the copyright to assign the copyright either wholly or partially to any othér person
or to grant a licence in the favour of any other person in consideration of
monetary gain. Thus, copyright law not only protects the créative genius of

. human mind, but also entitles a person (i.e. author) to earn monetary gain from a
-work produced by his intellectual labour. : ,
Hon’ble Justice V. R. Krishna Iyer in Indian Performing Rights Society Lid. v/s.
Eastern India Motion Pictyres Association, observed — “The creative intelligence
of man is displayed in multifarious ways of aesthetic expression but it often
happens that economic system so operates that the priceless divinity which we
call artistic or literary creativity in man is exploited and, masters whose works are
valuable, are victims of pitfalling payment. World opinion in defence of human
rights to intellectual property led to international conventions and municipal laws,
commission codes, and organizations calculated to, protect works of art. India
responded to this unjversal need by enacting the Copyright Act, 1957

3. Protection of social interest — By protecting the copyright of the authors and
artists in their literary or artistic work, the copyright law protects the culture of the
society. The Delhi High Court has observed that — “Copyright is a-property right
and throughout the world, it has been regarded as a form of property working for
special protection in the ultimate public interest” — Penguin Books Itd., England
v/s. Indian Book Distributors [Del. H.C.AIR 1985, Del. 68].

Again the Delhi High Court observed that the social interest is served by the
Copyright Law, in the following words — “The hallmark of any culiure is
excellence of arts and literature. Quality of creative genius of artists and authors
determine the maturity and vitality of any culture. Art needs healthy environment
and adequate protection. The protection which law offers, is thus, not the

K
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protection of the-artist or author alone. Enrrchment of culture 18. of vital mterest fo oo
each society::Copyright Law protects thlS social mterest”- Delth C. AIR 1987 .

\Del ]3 _ R TSI IV

2 Scope of Copyrrght
- Copyright is a creation of the statute

-Its ob_]ect is to protect the Writer or the creator of the Orlgmal Work (Irterature ot -

arts) from thauthotised teproduction or exploitation of his materials, = ' -

- The rlght also extends to prevent others from exercising without authority, any
other form of right attached to the copynght

Example In the case of Literary Works -
- The rtght of maklng a dramatic version; -
- Cmematographlc version;

- Translatlon "
- Adaptatlon

Copyrlght is a multrple rlght — consisting of bundle of different rights in the same ,

work. These rights can be ass1gned or censed, either as a whole or separately.

3. Ideas :
- Thére is no Copyright in jdeas.

Copyrrght siibsists only in material form the materlal form in which the ideas
are expressed

-Itisnotan mfrmgement of Copyrlght to adopt the ideas of another.

4, Orlglnal

- Copytight subsists only in original work, i.e. 1t should originate from the
. author.

S. Formalities :
- No formalities like registration, etc. are required to acquire copyright.

- Copy right in a work automatically subsists, as soon as, ‘the work comes into:

existence provided. it is ofiginal.

- Although, there is a provision for registratior of the oopyrrght work; it does not
confer any spécial right or prrvrlege o owner of the copyright.

6. Nature of rights : |
- Right to ‘Reproduction’ and ‘Publication’
- There is no Copyright in live events.

HhoO0ODO0OD00O0O0O00COO0000O0O0O0O00000000O0CO 000 OO0
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[11]  Subject Matter of Copyri __
Works in which Copyright siibsists (Section 131« -7 s,

Copy right subsists only in certain classes of works : B

 a) Original Literary, Dramatic, Musicel and Artistic Works. * "
b) Cinématographic Films, ™ = " © 7 " U U
_¢) Sound Recordings. * N
' S S ST U ATt ST SPATEO PR | £ d
(A) Original Literary, Dramatic, Musical and
Artistic works : _ | i 3 4”« o (e
1) Literary Works — o n e s ]

- Written or printed matter, so long as, there is .sufficient skill gnd.labour.in-»+
creating the work, and includes computer programmes, tables,: compilations, »
including computer database, etc. B PRt S R A LT

2) Dramatic Works— .. o L e s
_ Tncludes any piece for Tecitation, choreographic work or entertainment ina
dumb show, the scenic arrangement or acting form of which is fixed in writing,
or otherwise. But it does not include cinematograph film. e

- 3) Musical work — : |
- Means, a work consisting of music and includes any graphic:notation of such: .=
work. But it does not include any word or any action intended to be sung,
spoken or performed with the music. _
Example: An actors movements while performing on the song in movies,

~ cannot be copyrighted.
4) Artistic Work -

. - Means, a Painting, a sculpture, a drawing (including a diagram, map, chart or
plan), an engraving or a photograph, whether or not any such work possesses
artistic quality : a work of architecture. A work of architecture means, -any
building or structure having an artistic character or design or any model for

such building or structure.

~(B) Cinematograph Films : - |
- Means, any work of visual recording on.any medium, produced through a
" process from which a moving image may be produced by any means, and
includes a sound recording accompanying such visual recording, and




IPRr <16, Authors =Pr of Pmkash K\Mokal &Adv Ishwmlal Agarival:

cmematograph shall be construed as mcludmg any work produced by a;process 1% -

uq;m-.. e M.

analogous to cinematography including videq films.™

[Examples: films, video compact drsc wideo tape! ﬁlms i g*' PRl e

(C) Sound Recordmg A
Means, a recording of sounds from which such sounds'rfla‘}\r be‘ re—produced
regardless of the medium on which such recordmg is, or the rnethod by Wthl’l
the sounds are produced. '

Examples Audio cassettes, Compact Disc, Records “

(D) Engravings :

Engravings includes, - etchings, lithographs, wood-cuts, prints and other similar
works, not being photographs ‘Photogtaph’ includes. photo-lithograph and:any
work produced by any process. analogous to photography, but does not mclude'- ;
any part of cinematographic film. . TIPS
A work of sculpture includes casts and models.

From the above list, it may be seen that, copyright subsists Tn a widé Varlety of -
articles created by man — provided, they are original in the: Copyright Sense: -

In fact, one can have a copyright in almost every thmg created by man whlch is -
original.

G RL '” 'f\ 'l‘- it i :
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e S ”CHAPTER Kl
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“CONCEPT OF ORIGINALITY”

‘‘‘‘‘

+ LT PR
4--. zfél‘:'.'. R I

[I] Concem of Orlgmaht O

P S M

S R ST BRI ST PR SR V0 LN ¢ STTRD® R 1 HECIT o gt eein
13 95 . . )
Orlgmal 3 : S r"flrmm 0 "J'l')n» L"sv‘ﬂ'x gt ;.! AP

Copyright sub31sts only in orlgmal work . i :

[ 2?2 Pt ‘ ( .
The word ‘ongrnal .does ot mean that the work must be' the expressmn of
original or inventive thought _.
The orlgmahty which is required, relates, to the expression of the thought but the
expression need not be in an orrgrnal or novel form, but that the work must not be
copied from another work —that i is, 1t should or1g1nate from the author
No formalities like reglstratlon are’ requrred to acquire copyrrght
- Copyright in a work comes into existence, provided it is original. . .
Although, there are plOVlSlOl’lS for the regrstratlon of copyrlght Work 1t does not
confer any special right or privilege on the owner of the copyrrght '

[II] Works in which Copyright subsists :

COPleght subsists only in certain classes of works o

They are —

a) Original Literary, Dramatic, Musmal and Arfistic Work

b) Cinematographic Films; and

¢) Sound Recordings. :

In order to qualify for copyright of works, the first condition.is that, it should be
original.

Copyright subsists in a wide variety of articles created by a man, provrded they
are original in the copyright sense. In fact, one can have a copyright in almost
everything created by him which is original. :

i

1. Literary Works :

Copyright subsists in original literary work.

Originality for the purpose of copyright law relates to expressron of thought, but
the expression need not be original or novel. What is important is that, the work
must not be copied from another work, but must originate from the author.

Thus, two authors independently producing identical works, though improbable,
will get copyright for their respective works.
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The degree of originality required for, -gppy:‘igh_tz‘_;p'r‘qtection‘ is minimal; the
emphasis is more on the labour, skifl, judgfient and capital expended in producing
the work. e b airran T T s e

a) So also, Copyright - subsists -in thé- original - adaptation of a literary work.
Adaptation means, the conversion of the work into
performance in public or otherwise. - o = . - '
b) Any abridgement of the work or -any version of the work in which the

Tw 5o mrg s
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story or action is conveyed wholly or mainly by means of pictures in a form -

- . . Lo { KRR SO R ) SRt PP .
sujtable for reproduction in a book or 1 8 NEWSpaper, magazitie Or periodical.

A genuine abridgement of a Titerary work is an Original ‘work and can be the
subject of copyright. I

Example : A comic book of pictures is 1made, based on a story published in
another Copyrighted ook or film, etc. — the comiic book is an origindl work and

* can be copyrighted, e.g 2 Comic book based on' the film Lagan" was recently

published.

¢) Collective works — are compilations which include’encYCIépedf’a’s;"dictidﬁeiries,' |

newspapers, etc. In collective works there are two Copyrighits ~

i) Copyright in the separate parts which are vested in the respective authors of the
patts; I

ii) The Copyright in the collective work as a whole — which is vested in‘a person
who collects the various articles from different authors, arranges and edits them.

The preparation of a collective work requires considerable amount of labour, skill,
judgment and investment of capital, and is therefote, original:literary work,

entitled to copyright protection.

2) Dramatic Works : | |
Copyright subsists in original dramatic work and its adaptation. A dramatic work
includes — (1) piece of recitation, (2) choreographic work, or(3) entertainment in
dumb show, (4) or acting form — which is fixed in writing or othierwise, but does
not include a cinematograph film. - '

Although, cinematograph film is not a dramatic work; (5) the script of scenario fjor .

cinematograph film, is a dramatic work.
In order that dramatic work qualifies for a copyright protection, it must be
reduced to writing, usually in the form of some notation and notes.

3) Musical Work: .

Copyright subsists in original Musical Work.

“Musica) work” means, a work consisting of music and includes graphical
notations of such work, but does not include any word or any action, intended to
be seen or spoken or performed with music.

a dramatic work by, way of -

pPOOOCODCOOCODOOCOO0000CO00D 0OUOOODO oﬂoo_n
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© Artistic work means, =
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-

An original adaptation of a mu51ca1 Work_also entitled to copyrlght

Original — e s

A musical work must be orlgmal in,order to quahfy for copyrlght;protectmn

In relation to musical wotk] as in hterary and dramatic work, ‘the answer to the
questlon “Is this an original work ?” - -

¥ .-..s'-e.,.,, -
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4) Artlstlc Work
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i)a pamtmg, a sculpture, a drawmg, an engravmg or a photograph
ii) a work of architecture;
iif) any other-work of artistic craftsmansh1p Work of sculpture includes casts and
models.
Orlgmal -
As in the case of other works to,qualify for. copynght protection, an artistic work
must be Joriginal, i.e., it must originate, from the author. :
In respect of pamtmg, sculpture, drawmg, engraving or photograph — the work
need not posses .any. artistic quality — but the author must have bestowed skill,
judgment and:effort upon the work. .
The skill, Judgrnent and effort required may be mlmmal but there must be some
skill, judgment,.effort put into the work. ‘
For example :a) A simple drawing of a human hand showmg voters where to
mark their cross on a voting paper, was held entitled to- protectlon b) A poster
used in advertlsement is an artistic work.

e s moNoMe I o)

i




IPR. v "‘-"-"-20_.""--- Mu'z‘ho'rs"—'— Prdf ‘Pm'kas"h K. "Mokal '&'-Hdv. Ishi'?}zrlal Agarwal, -
o CHAPTER S '
o “RIGHTS OF AN AUTHOR OF THE WORK” o

[I] Who can clalm ownershlp of Copvrlght 9

.......

Sectlon 2 (d) states =

......

of natronahty, glven under Sect1on 18 (2) of the Act.

[II] Who is the author ?

-----

the person whio creates the work. :

a) In case of therary, Dramatrc Work — the author of the Work is the person who
Creatés the work. :

b) In case of Musical Work, - the author of the musical work is the Composer.

¢) In case of Artlstrc Work (except photograph) — the author of the artistic work
is the ‘Artist. E A
d) In case of a Photograph — the author of the photograph is the person who -
takes the-photograph. ‘ '
e) In case of Cinematograph’ Filtn, - the author is the Producer of film at the
time of completion.

f) In case of Sound Recording, — the author is the Producer.

g) No copyright in ideas.

Case Law :

Dondghue v/s. Allied Newspapérs —

In this case, it was held that, if a person has a brilliant idea for a story, play, or
picture and he communicates that idea to another person, this another person who
clothes the idea in the form of a book, or play, or picture, — he becomes the author
of the work, and can claim ownership of the copyright.

The person who has given the idea, has no right to the product.

For, Copyright exists not in ideas, but in tangible form in which it is expressed.
Where a person provides the material to another for writing a book and the later
(Ghost writer) writes the book on the basis of the owner of the copyright in the
book.

[JII] Author and Ownership of Copyright :

An author may create a work —

N 0O OCDODOO0ODO0O0000000000CCO0C0000CC0D0 OO
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a) onhis ownbehalf, " ot T e e e
- b) at the instance of- another person for valuable cons1derat10n
<. c)in the course of employment of another person.
~ 1) On his own behalf : ~ SERRES :
2t In this case, = - the author is the owner of the Copyrtght in the work
- 2) At the instance of anothér person for valuable con51derat10n
- ~In this case, — in an absence of an agreement to the contrary, — Lo
© - The person at whose instance the work is made - 1s the owner of the. copyrrght ‘
: work : : '
3)In the course of employment of another person
_ In this cage; the ownerslnp depends on the nature of thie employment

[LV] Sectlon -17:

1) Author 4h employee of 2 Newspaper ¢

- Where a work is made by the author in the course of his employment by the '
proprietor of a newspaper, periodical, or magazme under a contract of service or -
'apprentlceshlp for the purpose of publication in the newspaper magazine, or
periodical.

- In the absence of a contract to the contrary, — the proprietor of the Newspaper,
etc., will be the first owner of the Copyright in the work, in so far as, it relates to
the publication of the work in the newspaper, magazine or periodical or the
reproduction for the said purpose.

- Ini all other respects, — the author will be the first owner of the Copyright.

2) Photograph Pamtlng, Portralt by Newspaper employee :
- The same ‘tule applies to photographs taken, painting or portrait drawn by a
Newspaper employee in the course of employment.

3) Work ‘made in the course of the Employment -

- Where a work in made in the course of the author’s employment under a
contract of service, in the absence of a contract to the contrary, — the employer
(not being the proprletor of a newspaper) wiil be the first owner of the copyright
under the work. -

4) Lectures delivered in public.: . .
- Where any person has dehvered a speech in pu‘oho, - that person shall be the

first owner of the copyrrghtp -

ERTEE
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- If the speech is dehvered on behalf of any other person - the other person W1II
bethe owner of the’ CoPynght S el EEEN TR E S B

S) Where employer is Government department : A
- Where the employer is-the Government department, the Governrnent is the ﬁrst
owner of the Copynght in a work made by its. employee in the absence: of a.. :" g
‘ contract to the contrary : S S

IS SRR

6) Work made on behalf of a Pubhc Undertakmg -

- Where the work is made under the direction or control of any publlc o
undertaking, by its employee, — in the absence of a contract to the contrary the .
public undertaking shall be the first owner of the Copyrlght therein.

7) Works of mternatlonal orgamsatlons SR AT
- In the case of works of international organisations, the organrsa‘non is the first .
owner of the Copyright.

- The general pr1n01ple is that, if a person is employed to do a job of Work and
paid for his services, the product of his services, —

- subject to any contract to the contrary, — belongs to the employer.
Now let us’ dlfferentrate between —

Contract of service — Employer — Employee relation ;

Contract of service — Independent — Person relation ;

Contractor who engages a person.

8) Contract for consideration (Commissioned work) :

- When a person has done some work under a contract for consideration — then the
provider of the consideration will be the owner of the Copyright, in the absence of
a contract to the contrary.

Example Person engaged by a company to write on a subject, the company 1s ;
the owner; of the copynght

9) Composer composmg 4 song for a film company
- A composer of a song for a film company, in the absence of a confract to the
contrary — the film company is the owner of the Copyright.

10) Photographer — taking a pheto at the instance of another
- A photographer taking a photo at the instance of another pelson in thie absence
of a contract to the contrary — the another person is the owner of the Copyright.

11) Short-hand Writer :

000000 000 0 000000000020 0a0eDuOmeOa
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- If a shorthand writer takes down some’ matter, 'ﬁ;&f'ord by Word;-dictéted by‘a i
person, —the person who dictated the matter, is the author and: the”Copyright ~
‘owner of the work. o ' : S

'12) Employee Teacher : '~ o ui o i T e e

- If an employee teacher writes a text-book on the subject he te’ag!;eg_'? he is the
author of the work and the owner of the Copyright; since he is employed to teack’ ~
and not to write text- books. LT

LRI T
R

13) Collective works :

- Collective works include Encyclopedias, Dictionary, Veir Book, efc., — the
person who collected, edited and organised the work is the first owner of the
Copyright. '

14) Examination papers : ,
- Copyright for exam papers — is with the paper setter, as he is the author, and not .
the Board of Exams, for whom the papers are set. -

15) Musical Works : _ _
a) The first owner of the Copyright in musical work — is the composer of the .

Music;

b) However, where the work is composed in the course of employment under &

contract of service, — |
- The employer will be the first owner of the Copyright.

" ¢) Person who Commissions a Musical work :
- Thé person who commissions a Musical Work, is not the owner of the
Copyright, — but he gets a licence to use the work for the purpose for which it is

commissioned. |
- Thus, when 2 film producer commissions a Musical Work for remuneration — he

‘gets a right to incorporate the music in all other respects.

16) Artistic Work : ,
2) The artist who created the work — is the first owner of the Copyright in the
work. ‘ .

b) Where the work is created in the course of employment;— the employer will be
the owner of the Copyright.

¢) In the case of commissioned work for valuable consideration —
the person who commissioned the work, will be the owner of the Copyright.

E
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~d) If the employer is the owner of Newspaper Magazme or,Periodical s his nght
is restricted fo the use of the work for publication in, the newspaper or- Inagazme O, s
'per1od1cal = '

ST VLR

- All the above rules are apphcable )il the absence of a contract to the con’n‘ary

, Lo R T T T A SRy
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e) Plan by Archltect L s i L
P I N N A B EE R TR EE LR
- Inthe absence of a contract to the contrary, - ‘ - :

. (n.,l NG TIR SN ¥

The Copyright in a plan of a building — remains with the Architect,. .and the chentﬁ .

for whom the plan is madg, cannot make coples of the. plan except for prlvate
study. - L

LIRS 9 R i

- He cannot use the plan or design of the ex1stmg building, even for the purpose of
making extensions to that building without the permission of the archltect

f)Engravmgs - S T T
Engraving is an artistic work, and includes etchmgs l1thograph Wood-cuts or
prints — the rights of ownership of Copyright is the same as those for artistic work. .

T .v(l
i -

g) Photograph :

i) The person who takes the Photograph — is the author of the work and is the’
- owner of the Copyright in it. :

2|
b
X
A

1

ii) Where the Photograph is taken in the course of employment or at the itistance o
of any person for valuable consideration, — the ownership is determined in the
same manner; as in the case of artistic work, discussed above.

Pyl e

O 0. 0. 0.

17) Cinematograph Film : .
The author and owner of a Copyright in a cinematography film, is the producer:

18) Sound Recording :
The author and owner of a sound recording — is the producer.

- The producer of Cinematograph Film and a Sound Recording, is the! person Who
takes the mitiative and respons1b1l1ty for making the work '

©C 0 0C OO0
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CHAPTER =TV i i 2 75
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“RIGHTS CONFERRED ar coi)YntGHT”

I R Cear o rai g A TA]

- Copyught is not a posrtwe nght but a negatwe nght lt means, th1s rlght stops o
* others from exploiting the work w1thout the copyright owner’s consent or licence. .

. . ' R .
B S et el e L S e
o - i - A i . . BRI P L

2)Itisa Multlple Right —

- It is not a single rrght but a bundle of rights wh1eh can ex1st and be explorted‘ i

1ndependent1y

- The nature of these multiple rights, depends upon the categones of work

- The literary, dramatic and miusical works are grouped together for the purpose of -

defining these exclusive rlghts

- The rights relating to Artistic works are d1st1net frorn those relatlng to

Cinematograph ﬁhns and Sound recordmgs

3) Econonuc Right —

- The author may exploit the work himself-or licence others to explorc any one of
more of the rights for consideration — which may be in the form of Royalty a.

Jump sum payment. This is the economic benefit to the author. ‘

[II] Moral Rights :

1) Right of Publication -
- The author hds a 11ght to pubhsh it, or not to pubhsh 1t

2) Right to claim Authorship —

work.

3) Right of Integrity —

- The right to prevent alterations and other aetxons that may darnage the author’s

honour or reputation.

- The author has the nght to.claim authorship of a pubhshed work or exh1h1ted

. S Ut P TREIN SIES :‘;:;-: TIRREOTE LA BF : .
Rlohts Conferred bv Copvrlght‘ S R S L S TU ARt i W B
[I] ______General ey s wegnnties s6 iy maro s e
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[III] Author’s Special Right £ { 1% 7.3: 73

a) To claim authorshxp of the WOlk

'b) To restrain - or’ olalm damages in respect of any dlstortlon mutrlatlon
modification or other acts — in relation to the work which is done before the

exprratron of the term of copyrrght - If such drstortron ete; -would damage his . -

honour or reputatron

- These rights remain with the author even after the transfer of copyrlght and
these rights remain operative till the term of the copyright.

- The author of computer programme is treated’ dlfferently, and he does not have

the right to restram or olalm damages When the rnakmg of copres or adaptatron 15

done,
i) in order t¢ utilise the computer programme for the PUIpOse for whrch it. was

supplied, |

ii) to make baok—up copres purely as’ temporary protectlon agamst 1oss .

destruction or damage.

Statutory Limitations—
Section 52 enables other persons o exercise the rights comprised in a copyright

for specified purposes under specrﬁed circumstances — and their acts would not

. amount to infringement.

[IV] Main Rights :
The Copyright in a work is a Creation of Statute

Copy Right — Definition (Section — 14) :
Copyright ‘means, the exclusive right to do or to authorlse the domg any of the
following acts in respect of the work or substantial part thereof, namely, —

1) In case of Literary, Dramatic or Musical Work, not being a

Computer Programme,

i) To reproduce the work in any materral form 1ncludmg the stormg of it in any

medium by electronic means.

ii) To issue copies of the works fo the pubhc not bemg coples already m. |

circulation. ,

iif) To-perform the work in public or communicate to the public.

iv) To make any cinematograph film or sound recording in respect of such work.
v) To make any translation of the work.

vi) To make an adaptation of the work.

vii) To do, in relation to a translation or an adaptation of the work, any of the acts

specified invention (i) to (vi), in relation to the work.

5 000000000000 00000000C00000DO0O0CO0.0O0O0
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~ 2) In case of Computer Programme, i -~ '
-* §) Todo any of the acts specified in clause (i) above.

~ i) To sell or give on hir_e,ﬁr'qr'__.é.ﬁféjvfc')j‘-salqor hire — any.copy of the Computer
. Programme, regardless of Whethe:};such;copy ‘has been sold or given on earlier
. occasions. ' o |

T - .e - .
Popattews 30 o V T N pa
it Al

- 3) In case of Artistic Works, . |
) To ‘reptoduce: thei work vin'ary; inatetial form — including depiction:in” two

* difnetisions of & three difiensional'work, ior depiction in three dimensions of a two -
. dimensionalwotk, . - - 07 dnmadil a0 o
ii) To Cominunicate the work to the public. = T _
iii) ‘To issue copies of ‘the work to the public, ‘not being copies already in
cireulation. . L -

iv) To inchide the Work it any cifiematograph film: e

V) To-make adaptation of the work. S

vi) To do in relation to the-adaptation of the work; - any-of the acts specified in (1)
to (v) inrelation tothework. . . - ¢ . |

4) In case of Cinematograph Films, :

i) To makea copy of.the film, including the photograph of any image forming a
part thereof. ' o . _—

ii) To sell or give on hire, or offer for sale or hire, — any copy of the film,
regardless of whether such copy has been sold or given on hire on earlier
occasion. | : B

5) In case of Sound Recording,

i) To make any other sound recording embodying it.

ii) To sell or give on hire, or offer for sale or hire, any copy of the sound
recording, regardless of whether such copy has been sold or given on hire on
earlier occasions. | |

iii) To communicate the sound recording to the public.

Explanation : For the purpose of this Section, a copy wh1chhas been sold pncé;
shall be deemed to be a copy already in circulation. '

= Rights —

" 1)Right of assignment.

2) Right of Transmission.
3) Right of Relinguishment.-
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o CHAPTER V* m'-.i ERSIENE IR I T SR
“TERM OF cormonr” K |
SRR A -(Sectlons 221029) - o
Term of copvrlght in- nubhshed llterarv, dramanc musmal and artlstlc works
~ (Section22)— : NET A .

. Copyrightshall sub51st in any- hterary, drama’no rnusmal or. artlstxe work (other than a

photograph)- pubhshed w1th1n the lifetime of the author until sixty.years from the -

beginning of the calendar year, next following the year, in which the author dies.
In the case of a work of joint. authorshlp, the term author shall be construed as a
reference to the author- who dies: last

Term of copvrlght in_ anonymous and pseudonvmous Works (Sectlon 23) -

(1) In the case of a literary, drarnat1c musical or artistic work (other than a

photograph), ‘which is published .anonymously or. pseudonymously,: copyright- shall

subsist until sixty years, from the beginning of the calendar year; next following the
year in which the work is first published : -

Provided that, where the identity of the author is disclosed before the- expiry of the said
period, copynght shall’ subsist:until sixty- years, from the beginning of the calendar
year, next followmg the year in whrch the author dies.

(2) In, sub sect1on (1) references to the author shall, in the case of an anonymous work
of joint authorshlp, be construed, —
(a) where the identity of one of the authors is dlsclosed as references to that author;

(b) where the identity of more authors than one is disclosed, as references to the author -

who dies last from amongst such authors.

" (3) In sib- section (1) references to the author shall in the case of a pseudonymous
work of joint authorship, be construed,-

(a) where the names of one or more (but not all) of the authors are pseudonyrnous and
his or their 1dent1ty is not d1selosed as references fo thé author whose name is not a
pseuddtiyin, or, if thie names of two or more of the authors are not pseudonyms, as
references to such of those authors who died last;” =

(b) where the names of one or rhore (but not all) of the authors are pseudonyms and the
.identity of one or more of them is disclosed, as references to the author who dies last
from amongst the authors whose names are not pseudonyms,.and the authors “whose
names are pseudonyms and are disclosed; and ;

(¢) where the names of all the authors are psendonyms and the 1dent1ty of one of them
is dlscloseqr as references to the author whose r@en_trt;_r is disclosed or if the identity of
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two or more of such author§ is disclosed, ‘as references to such of those authorsiwho

‘digs Tasts =t e e i b et wside e i L an s N 8 T NN
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Explanation: For the purposes of this section, the. identity of an .author shall be
deémed to have been disclosed, if either identity of the author is disclosed publicly, by

" both, the-author,:and the publisher, or is"o_therwis'ef'est"abli,she_dfto {he'satisfaction of the

ICopyright Board by that author: F+ "7 F el BATRE e

Term of i:(l)p'{frig'ht‘ in:fiié posthumous work \':\,.(Sé,c_tiron 24) _—_  o o L |

(1).In the case of a literary, dramatic or musical work or an engraving, in which-

" copyright subsists at the date of the death of the author or, in the case of any such work
" of joint authorship, at or immediately before the date of the death of the author who

dies Jast, but which, or any adaptation of which, has not been published before that
date, copyright shall subsist until sixty years, from the beginning of the calendar year,
next following the year in which the work is first published or, where an adaptation of
the work is published in any earlier year, from the beginning of the calendar year, next.
following that year. -

(2) For the purposes of this Section, a literary, dramatic or musical work or an
adaptation of any such work, shall be deemed to have been published, if it has been
performed in public or if any records-made in respect of the work have been sold to the
public or have been offered for sale to the public.”

Term of copyright in photographs : (Section 25) —

In the case of a photograph, copyright shall subsist until sixty years, from the
beginning of the calendar year, next following the year in which the photograph is
published. )

Term of copyright in cinematograph films : (Section 26) -
In the case of a cinematograph film, copyright shall subsist until sixty years, from the
beginning of the calendar year, next following the year in which the film is published.

Term of copyright in records : (Section 27) —

In the case of a sound recording, copyright shall subsist until sixty years from the
beginning of the calendar year, next following the year in which the sound recording is
published.

Term of copyright in Government work : (Section 28) -

In the case of Government work, where Government is the first owner of the copyright
therein, copyright shall subsist until Siaty years, from the beginning of the calendar
year, next following the year in which the work is first published.
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Term of copyright in works of public undertakings : (Sectmn 284)

In the case of a work, where a public undertaking is the first owner of the copyright;
therein, copyright shall until sixty years, from the beginning of the calendar year next-

'_followmcr the year in which the work is ﬁrst pubhshed

Term of copvrlght in works of mternatlonal orgamzatwns (Sectwn 29) -. _i-

In the case of a work of an international orgamsatlon to which the provisions of sectlon
41 apply, copyright shall subsist until sixty years from the begmnmg of the calendar
- year next following the year in which the work is first published..” D
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 CHAPTER=VLiox i it
“ASSIGNMENT TRANSMISSION AND
~ RELINQUISHMENT” '~ """ |

(Sections 18 to 21) :

@)

O

O

O

O

O

O

O

O . .

O [1] Assionment : ‘ S e
10O - It is seldom that the author of a copyright work himself to exp101t ithe work for -
o .
O

O

O

O

O

Q

O

@)

O

O

~ monetary benefit.

a) Ordinarily, he either assigns the whole or part of his right to exploit -
economically for a lump sum consideration

b) In the altematwe he may licence some or all of his rlghts to others usually on
- the basis of a royalty payment.

¢) An assignment may be general i.e. without Ilmltatlons or it may be subject to o

limitations.
d) It may ‘be for the whole term of the copyright or for any part thereof. e
% : An assignment is, in essence, a transfer of ownership even if it is partial.
E Section 18 :
K Under this Section, —
@ The owner of the Copyright in an existing work or the prospective owner of the
E:

copyright in future work, —

May assign to any person the copyright :

20 i) Either wholly or partiaily the copyright;

ii) Either generally or subject to limitation; and
iii) Either for the whole term of the Copyright.

Provided that, in the case of assignment of in any future work, the assignment
shall take effect only when the work comes into existence. If the owner of the
copyright dies before the work comes into existence, then the legal representatives

€.

e

_'rf-.at.'-'qi .:"f ;.;!:!Mﬂ?i—;‘&*l".&:ﬁ_’__ A

would take the place of the owner of the copyright. . , .
q - o

fEO *#* Copyright is a movable property and can be assigned by unregistered deed.

j "

3 #% Instrument of assignment must be in writing.
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Requlrements of A531gnment e RN
‘1) It must be in wrltlng, and 51gned, i ; R r, ERT "‘ e

*oame R 1 B

2) It must identify the work and speczfy the rlghts 1ts duratton and terr1t0r1al
' extent LA AN 4 § '

' ' T ”:'i"‘n'-’-at}“ CR
3) It must state the amount of royalty; SRR T

AP,

five years from the date of the assignment; ... -, .. - .

5) If the territorial extent is not spec1ﬁed — it shall be presumed to extend within
India; ‘ o :

' <. . . o I S R T
6) Transmission of rights can be operative by a Will or Intestate Succession.

Where the assignee does not exercise the rlghts a351gned to h1m w1th1n a perlod of .

one year from the date of assignment, — the assignment in réspect of the rights,
will be deemed to have lapsed after the expiry of the said period; ‘unless_,o,therwme _
specified in the agreement.

[2] Transmission — bv operation of law :

- Copyrlght is a kind of personal movable property.

- It can, therefore, be transferred by a testamentary dlsposmon or by the operat10n |
of law. o

- When the owner of the copyrlght dies, — the copyrtght will pass to hlS personal ‘

representatives, if he dies intestate.

- If the manuscript of a Literary Dramatic or Musical Work, or Artlstlc Work has

been bequeathed to a beneficiary without specifically bequeathing COpynght the :

bequest will carry with it, the Copyright also — unless a contrary intention appears
from the will. '

[3] Relinquishment of Copyright :

" - The author of a work may relinquish all or any of the rights comprieed in the
copyright in the work by giving notice to the Registrar of Copyright in the
prescribed form.

bOOOOOOOO-OOO0.0000000000.00'OOOOOO'O'OOO
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Ce e —

- The Reglstrar will cause the not1ce to be pubhshed in; the Ofﬁc1al Gazette and in
Othel' waYS . e .,' = ‘  RS

coo .": vy :.. . .,‘_.. ¥ ‘: , i é o ' o .A'. . -, - N : ;‘, "‘_.’b-. " .
- The relinquishment of the rights wﬂl not affect any rights subsisting:in favour of
any person on the date of the notice. For example the 11ghts of an a351gnee or -
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CHAPTER VI
“INFRINGEMENT OF COPYRIGHT”

[I] Geneml

~ The owner of a Copyright has the excluswe nght to do certain acts in respect of
_the work -

- If any person does any of these acts without the authority of the owner, he will
be committing an infringement of the Copyright in the work. |

- The nature of right depends upon the nature of the work —

1) Reproduction of the work in any material form,

2) Performance of the work in public,

3) Communication of the work to the public-in certain forms,

are the usual methods by which the copyright in any work is commercially
exploited for profit.

If any person without authority, — commercially exploits the work for profit, - he
will be infringing the Copyright.

There are 3 types of Remedies available against the infringement of
copyright, namely, ‘

1) Civil;

2) Criminal;

3) Administrative.

[1I] “Infringement” — Definition :

Copynght in any work is deemed to be infringed — '

a) When any person without Licence from the Owner of the Copyright, or the
. Registrar of Copyrights or in contravention of the conditions of the Licence
granted or any condition imposed by the Competent Authority under the Act,

i) does anything — the exclusive right to do which is conferred upon the owner of
the copyright; or

i) permits for profit — any place to be used for the communication of the work to
the public, where such communication constitutes an infringement of the
copyright in the work, unless he was not aware and had no reasonable grounds for
believing that such communication to the public would be an infringement of
copyright; or

QO-OOOOOOOOOOOOOOOOOOOOOOOOOO'OOOOOOO
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b) Where a Person, — 5 .« 51, 5 oac o o i o
i) . makes for sale or h1re or sell or lets for h1re or. by way of tlade dISplaYS or
offers for salé or hire, ary’ 1nﬁ1ngmo copies of the' work;ior =+~ + © v

ii) distributes, either for the purpose of trade or to such an extent as ‘to affect
prejudicially, the owner of the copyrlcrht any 1nfrmg1ng cop1es of the work A
iii) exhibits to publié by way of frade, any infringing topies of the workior
iv) imports into India any 1nfr1ng1ng copies of the work except one copy of the
work for the private and domest1c Juse ofithe importer,

The reproduction of a Literary, Dramatic, Musical or Artistic Work in the form of
a Cinematograph Film, wil_llbe deemed to be,an infiinging copy.

- In general, it is the commercial exploitation of the work in any form, by a person
without authority, that constitutes mfrlngement

Acts of Infringing- ;Copyright (Section:51).2

1) In relation to Literary, Dramatic, Musical or Artistic Works — a reproduction

thereof, otherwise than in the form of a c1nematograph film.

2) In relation to a Cmemafograph Filthi—a copy of thé:film or a record embodying
the recording of any part of the sourd track associated with the film.

3) In relation to a Sound Recording - any such record embodying the same
recording,

4) In relation to a Programme in which a broadeast reproduetlon subsists — a
record, recording the programme. :

[ITI] Acts which do not constitute infringement (Section 52) :

1) Fair Dealing/Fair Use —

a) Fair dealing with a Literary, Dramatic, Musical or:Artistic work; not being a
computer programme — for the purpose of private use, including research,
criticism or review. |

b) Making copies of computer programme for certain-purposes: ¢ -

¢) Reporting current events in newspaper and magazines or by broadeasting or in
a cinematograph film or by means of photographs.

2) Reproduction for Judicial Proceedings and Reports —

a) Reproduction for judicial proceedings and reports thereof.

b) Reproduction exclusively for the use of members of the leglslature

¢) Reproduction in a certified copy supplied in accordance with law (artistic
woiks excluded). ‘

3) Reading or recitation'in public of extracts — -
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- Readmg or rec1tat1on in pubhc of extracts of 11terary or dramatlc work

atE o r

4) Pubhcatlon in a collectmn for the use of educatlonal 1nst1tut10ns in certam
- circumstances. ' o :

) Reproductlon by a teacher or pupll 111 the course of mstruchons or questlon ;

papers S

‘J N A Lt
Pt i

- 6) Performance in the course of act1v1t1es of educatlonal institutions in certain

' circumstances.
7) The making of sound rec'ording under certain circumstances.

8) The causmg of a sound recording to be heard in public by ut11151ng it in an
enclosed room or clubs in certain circumstances.

9 Performance in an amateur club given to a non-paying audience or for
religious institutions. : | :

10) Reproductlon in newspaper and magazme, of an article on current

© economic, pohtlcal social or religious topics in certain circumstances.
11) Makmg a maximum of 3 copies for thé use of a public library.

12) Reprod'uctioh of unpublished work kept in a museum or library for the
purpose of study or research.' .

13) Publication in newspaper of magazme, a report of a lecture delivered in
public.

14) Reproduction or publication of any matter publlshed in Official Gazette
or reports of Government.

15) Reproduction of any Judgmel,it or order of Court, Tribunal or other judicial
authority, not prohibited from publication.

16) Reproduction or Publication of a translation of Acts of legislature or
Rules. .

17) Making or pubhshmg of a painting, drawing or photographs of works of
architecture.

18) Making or publishing of a painting, draWing or photograph or engraving
of sculpture or other artistic work permanently situate in a public place.

po_o_,o_,_oooooooooooooooooooo-ooooooooTooo
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L19) Inclusmn in a cmematograph film of any artistic work permanently 51tuate
S dina pubhc place, and other artistic work by way of background or incidental to
B the prmmpal matter represented in the ﬁlm = \

.}20) In case of Computel‘ Prggrammes - acts whlch do not constltute

fmﬁ:mgement | | _
AN ‘j", HE i
1) Broadcastmg Reproductlon Rlchts No acts of 1nfr1ngement —
-Makmg of any sound recordmg or visual recording :
] forspnvate use; or
" Zforbonafi de teaching; or
- for research purpose;
if) Fair dealing on current events, -
L Bona fide review, teaching or research. :
B 1) ‘Such: other acts with necessary adaptations and modification which do not

| constltute 1nﬁ1ngement under Section 52.

BES B

Mite

22) Performers Right — acts which do not constitute infringement —

i) Making of sound recording or visual recordings, —
. ~forprivate use; or

= for teaching or research; or

ii) Fair dealing, — for review, teaching, research. :

iiij) Reproduction for, — judicial proceedings, members of the Ieglslature
‘ cert1ﬁed copy for judicial proceedings, educational institution.

Gt
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oo CHAPTER VI

\

“REMEDIES AGAINST INFRINGEMENT”

Remedles agamst mfrmgement

The Copyright Owner has got 3 kmds of remed1es avallable agamst the mfrmger

of Copyright. They-aré —
1) Civil Remedy;
2) Criminal Remedy;
3) Administrative Remedy.

1] Civil Remedy :
- The owner of the Copyright is the plaintiff.

- An exclusive licencee, can also file a suit in which case the’ ownet of the- :

Copyright has to be made the co- plaintiff.
- The civil suit may be filed for —
' 1) Injunction — stopping such an infringement;
2) Damages — in the form of money;

3) Account of profit — i.e. the profit Whlch the defendant made by the -

wrong done by selling of the.infringing copies.
4) _Damages for tort of conversion.

1) Injunction (Temporary) :
- A temporary injunction can be granted by the Court to secure the immediate
- protection of the copyright.

- The Court directs the defendant to refrain from infringing the right of the

plaintiff.

In this case :

a) The plaintiff will have to make out a prima facie case.

b) The Balance of convenience in his favour.

¢) Refusal to grant temporary injunction, would cause irreparable loss to the
plaintiff.

Anton Pillar Order :

a) This is an ex-parte order.

b) This order is passed by the Court where urgent and immediate action is
required in the interest of justice.

¢) This order states that, — the defendant should allow the plamtlff
accompanied by the Attorncy, to enter his premises and take inspection of

{

aooooooooooooooooooooonoo.oooooooooéo
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relevant documents and artrcles and take copre thereof or remove them for
“safe custody. e e T
d) Such an order is. made, Where there is a great dariger that, the relevant
documents and infringing artrcles bemg removed or: destroyed — and thereby
the ends of justice would be defeated 5 i el : |
e) Such an order is called, an Anton Plllar Order - named after 2 Plamtlff in a R

~ case where such an order was first passed.

vt A b Saragn o e
v

2) Damages or Account of Profit : CoLe

- The Plaintiff is entitled to 2 types of damages. They are —
a) Damages for the infringement of his Copyright; = RN P
b) Damages for the infringement of his Copyright 1nto another form

[II] Criminal Remedy :

- In addition to civil remedy, — the owner of the Copyrrght can take criminal
proceedings agamst an 1nﬁmger
- Knowledge or ‘mens rea’, is an essential ingredient of the offence.
- These two remedies (C1v11 and criminal), are distinct and independent, and can
be taken simultaneously.

- The offence of infringement — punishment — imprisonment from 6 months to 3
~ years and with fine from Rs. 50,000/- to Rs. 2 lakhs. '
- A police officer of the rank of sub-inspector and above, 1s given the power to
seize without warrant. All infringing copies, wherever found and to be produced

before Magistrate. ' '

- A Metropolitan Magistrate or a Judicial Magistrate First Class, can try an
offence under the Act.

- Any person can make a complaint, however, ordinarily it is the Owner of the
Copyright or the Licencee who makes the criminal complaint, and then the
Magistrate takes cognizance of the offence.

e R S S A S e e

o A B

5 E 6000000000000 00O0

I ST

[1I1] Administrative Remedy :
- The Copyright Act provides for the establishment of offices and institutions, like

: 1. The Registrar of Copyrights.

2. The Copyright Board.

: 3. Copyright Societies. o :

- They also have certain powers to give certain remedles for violation of
Copyright.
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e UCHAPTEREIX

RIGHTS OF BROADCASTING ORGANISATIONS *~

T R AT M S P eSS
Section 37 of the Copyright Act, 1957, deals with broadcasting reproduction .
rights. | | S s AR
Section 38 deals with performer’s rights. - She o g tmpnnt ey o

[I] Broadcasting reproduction rights -and. infringement :
Every _broadcasting. organizétion, will ilavé a 's'p'ec':ial '_ Efight knox;vn as,
~ “Broadcasting Reproduction Right” in respect of its broadeasts. . - .. .

- This right will subsist for 25 years from the vear of the bid'adcas't.

: During this period, if anybody does the following acts without the .license.ftomsr-. :
the owner of the right, he will be deemed to have infringed the broadcast. -
reproduction right — ' DN L

[A] Acts constituting Infringement, — - | : o
1) Re-broadcasting the broadcast; S

2) Causing the broadcast to be heard or seen by the public, on payment of any
charge. (e.g: cable operator); P

3) Makihg any sound recording or visual recording of the broadcast; -

4) Making any reproduction of such sound recording or visual recording, where
such initial recording was done without the license, or where it was recorded for
any purpose not envisaged by such license; '

5) Selling or hiring to the public, or offers for sale or hire, any such sound
recording or visual recording referred to in (3) and (4) above. B

[B] Acts not constituting infringement of broadcast reproduction
Right -~ T |
1) Making of any sound recording or visual recording :

- For the private use, of the_gq:sog__m?kipg the recording.
~"Recording for purpose of bona fide t€achitig ortesearch. ~

g PP w-r - Pyl
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2) The use consrstent with faif dealing of excerpts of a broadcast in "

" -the reporting of éurrent events, or S E
- for bona fide review, or
- teaching or research.

L Sola .

3) Such other acts w1th necessary adaptatmns and modlﬁca’uons, whlch do
‘not constitute 1nfr1ngement of Copyrrght under Section 52: L :
Clause (3) above is difficult “to" mterpret fand- apply.” Section' 52"dedls with
exceptions to infringement in respect of all wworks in various situations, according
to this, there is no infringement if the- prohlblted acts ‘dre' done for the following
PUrposes — ' - , : '

i) Private use, use by a soc1ety for bona ﬁde teachmg, or 1esearch

ii) Fair dealing of excerpts in the reporting of current events, bona fide review, -
teaching or research. . . - :

iii) Reproduction for use in Jud101al proceedmgs

iv) Reproductlon for use of the members of a leg1s1ature

v) The use in a certified copy, in accordance with any law in force.

vi) Use of sound recording or visual recording of the broadcast, in the course of
the activities of an educational institution, if the audience are limited to students,

and parents and guardians of the students, and persons dlrectly connected withthe

activities of the institutions.

560 Q*_’Lo 0500000

Ly e A e
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- The above said acts can be done only with the help of a sound recordi_ng'er'_a
visual recording of the performance. Accordingly, the making of such recording
for the purpose, cannot be an infringement. .

[C] Copyright subsisting in the contents.of the Broadcast : |
- A programme broadcast usually includes literary, dramatic or musical works or

records in which independent copyright may subsist.
- In such cases, the broadcasting organisation should obtam the consent or license

of the Copyright owners in the work in question, because, copyright in such works
includes the right to communicate the work to the public.

[II] Performers ]nghts (Sectlon 38) : -
Performer’s right for the benefit of various kinds of performers like actors,
dancers, musicians, jugglers, acrobats, and so on, are contained in Section 38,
- These rights are somewhat analogous to broadcast reproduction rights,

“Performers” include an acrobat, musician, singer, actor, juggler, snake
charmer, a person delivering lecture, or any other person who. makes a
performance.
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“Pelfmmance” in relation to performer’s right meanS

or. acoustrc s
al
presentation made by one or more performers. _ > any vrsll :

The Performer has the exclusive right to do the fol[o
a) To make sound recording or visual recording of the . 8 =
b) To reproduce a sound recording or visual recording g0 ormance 4
¢) To broadeast the performance. . the perfor”
d) To commumcate the performance to the pubhc otherwlse o e broadcast |
| an

[A] Infringement of Performer’s Right :

If, any person during the continuance of a performep. without the
consent of the performer, does any of the f0110w1 gs rrgh’r aﬂe ect -of the
performarice or a substantial part thereof, acts 11
he will be deemed to have infringed the performer>g righ

' ts —
1) Makes a sound recording or visual recording of the Derf

2) Reproduces a sound recording or visual recording e OFIA0CE: orance, which
Was.: the perfo

i), Made without the performer s consent,

ii) Made for purposes different from those, for Which, /mer BaVe his
consent. the perfo

iii) Made for purposes different from those, referred tg ; 3 from sound
recording or visual recording which was made in Aceq Section 27 gection 39
(Section 39 deals with acts which do not constitute infy; *dance Wi

3) Broadcasts the performance, except where the broadcg rnent) om a sound
recording or visual recording, other than one made in ¢ Ceq St is mad® sectlon 39,
or is re-broadcast which did-not irifringe the performey? S Ordance ¥ |
4) Communicates the performance to the public, Othe ight. b broadcast,
except where such communication to the public is mag ise tha? d recording or

© a visual recording or broadcast. ' ® from so

- Where a performer has consented to the incorporatigy yrmance in a
cinematograph film, the performer looses the right to ¢q Of his p° ingement of
that performance which means, he assigned his entire ,, rig Plain of 7 ; performance
to the producer of the cinematograph film. 8hts on th?

[B] Acts not constltutLg mfrlngement of er’s right
- (Section 39) : \pe_ﬂ"/_fmng_

- The followiny, acts do not constitute 1nﬁ1ngcment of s 1ights in his
performance — | Performe! |

1) — for private use or for bona fide teaching or researcy,

hwarlal Agarwal.- |
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" 2) = Fair dedling of excerpts in the reporting of current events, bona fide review,
" ’teaching or research. A

Crmealaad ke o ey

O
O
O
O 3)  Other acts under Section -52',-'>s-'uch‘ as, — -
O . a)Reproduction for the use in judicial proceedings. |
O- * - b) Reproduction for the use of the members of a legislature. .
¢) The use in a certified copy, in accc‘)ydar;cc with any law in force.

O ~d) Use of sound recordifig,-visual recording -of the performance, in the course of -
'O - the activities of an eductional ‘institution, if the audience -are limited to the
®;

O

O

O

@)

O

O

T

‘students, and - parents “and guardians ‘of -the “students, and persons directly
' ‘tbnrisited with the activities of the institution. - -

et AP L L A e e L s b e s

PPt B et e L

- The aforesaid acts, can only be done with sound recording or visual recording
of performadrce. Accordingly, the making of sotind recording or visual recording
for the aforesaid purpose; catinot also be an ifringement.

- Where copyright or performer’s right ‘subsi'sts in respect of any work or
performance that has been broadeast, a license to reproduce such broadcast, will
require the consent of the owner of the right, or performer, as the case may be.

HowtyeiFom v
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“COPYRIGHT SOCIETIES”

Sty

TR

‘Registration of Copyright Society': (Séction’33)— "~ "L

: PN BT T TS I B I PHONES LU D R o
(1)-No person ormssociation:of persons; shall;after coming into force of the Copyright
(Amendment) ‘Act, 1994, cofnmence or, catry: on, the, business of issuing or granting
licences in respect of any. work in which: copyright subsists on respect ot in respect of
any other rights conferred by this Act;. except under, or in accordance with the
registration granted under sub-section (3): ' '

Pl‘OVidiedrtlil_,a_.,t, .owner of a‘popfyrigh:t shall, in his 1nd1v1dua1 capacity, continue 10 have -

the right to grant licences in respect of his own works consistent with his obligations as
a.member of the registered copyright society: ' |

Provided further that, the performing rights society functioning in accordance with the
provisions of Section 33, on the date immediately before the coming into force of the
Copyright (Amendment) Act, 1994, shall be deemed to be a copyright society for the
purposes of this Chapter; and every such society shall get itself registered within a
period of one year, from the date of commencement of the Copyright (Amendment)

Act, 1994.

(2) Any association of persons, who fulfils such conditions, as may be presci'ibed, may
apply fot permission to do the business specified in sub-section (1), to the Registrar of
Copyrights, who shall submit the application to the Central Government.

(3) The Central Government may, having regard to the interésts of the authors and

other owners of rights under this Act, the interest and convenience of the public, and in

“particular of the groups of persons who are most likely to seek licences in respect of
the relevant rights and the ability and professional competence of the applicants,
register such association of persons as a copyright society, subject to such conditions
as may be prescribed: ' '

Provided that, the Ceniral Government shall not, ordinarily, register more than one
copyright society to do business in respect of the same class of works.

(4) The Central Government may, if it is satisfied that, a copyright society is being
managed in a manner detrimental to the interests of the owners of rights concerned,

canwel the registration of such society after such inquiry, a< may be prescribed.

(5)_If the Central Governmen. is of the opinfon that, in the interest of the owners ot
rights concerned, it is necessary so to do, it may, by order, suspend the registration of

5 CCO0O0000D00O00O000C0O0.00000000.0.0.0.0.0.0.0.00.0
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such. somety pending: 1nqu1ry for- such pertod not. e}tceedmg ‘one -year, as may . be

'specrﬁed in such order under sub-section (4) and that,

Govemment shall appomt an admlmstrator o dtscharge the ﬁmcttons of the COpyrlcrht
soc1ety A - RE

iy ,‘_; IR "-"_,__’ . ! ':p SRRTITIY _-_ — .
Admmlstratxon of rlggts of owner bv copvrlght soc1etv (Sectlon 34) —

(1)'"St1‘bjcct to such cond1t1ons ‘as may be prescrlbed - o

(a),2 copyrtght somety may accept 1 from an owner of rights,. exclusivé authortsatlon to
Admiinister any nght in any. work by issue of hcences or collectton of hcence fees or
both and e

(b) an owner of rlghts shall have the r1crht 0 w1thdraw suoh authorlsatlon thhout

.....

prejudice to the rights of the copyrtght society under any contract.

(2) It shall be: competent for a copyrtght society, to enter into agreement with any
foreign society or organisation admlmstenng rights corresponding to nghts under this
Act, to entrust to such foreign society, or organization, the administration in any foreign
counfry of rlghts administered,. by. the said copyright society in India, or for
admmtstermg in Ind1a the rights administered in a foreign country by such foreign
5001ety or orgamsatton

Provided that; 1o stich society. or ‘organization, shall permit any discrimination in
regard to the terms of- hcenoe or: the distribution -of fees collected between rights in
India and-other: works K -

(3) Sub]ect to such condltlons as may be prescribed, a copyright society may, —

(i) issue licences under Section 30, in respect of any rights under thlS Act

(ii) collect fees in pursuance of sich licences;

(iii) distribute such fees among owners of rlghts after making deductions for its own
expenses; T

(iv) perform any other ﬁmctlons con31stent with the provisions of Section 35.

Payment of remuneratlon bv copvr }Lht society : (Section 34A) -

(1) If the Central Government is of the opinion that, a copyright society for a class of
work, is generally administering the rights of the owners of rights in such work
throughout India, it shall appomt that society for the purpose of this Section.

(2) The copyright society shall, subJect to such rules, as may be made in this behalf,
frame a scheme —

for determining the quantum of remuneration payable to individual copyright owners,
having regard to the number of copies of the work in circulation:

Provided that, such scheme shall restrict payment to the owners of rights, whose works
have attained a level of circulation, which the copyright society considers reasonable.
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Control over the copyright society by the owner of rights: (Section 35) —~

(1) Every copyright society shall be subject to the ,éollédtix}e: ,c'onir.oli of the OWHefs of

~ rights under this Act, whose rights it administers [not being owners of rights under this
~ Act administered by 2 foreign society or organisation referred to in sub-section (2) of
section (34)] and shall, in'such rhanner as thay be prescribed, = G- Lok
(a) obtain the approval of such owners of rights for its procedures of collection and
distribution of fees; [ AR o
(b) obtain their approval for fhe utilisation of any amounts collected as fees for any
purpose, other than Qistribution to the owner of rights; and | T
(¢) provide to such owners, regular, full and detailed information concerning all 1ts

activities, in relation to the administration of their rights.

mo%gomm: s . i1y s D

) All _fees‘,.distributed among the owners of rights shall, as far as may be, be
distributed in proportion {0 the actual use of their works. | .

KTy

Submission of "retums and reports : (Section 36) -
(1) Every copyright society shall submit to the Registrar of Copyrights, such refurns as

may be prescribed.

(2) Any officer duly authorised by the Central Government in this behalf, may call for

any report, and also call for any records of any copyright society, for the purpose of
 satisfying himself that, the fees collected by the society in respect of rights

administered by it, are being atilised or distributed in accordance with the provisions

of this Act.

Rights and liabilities of performing rights societies :

(Section 36A) —
Nothing in this Chapter shall affect any rights, or liabilities in any work, in conmection

~ witha performing rights society, which had accrued or were accrued on or before the
day prior to the commencement of the Copyright (Amendment) Act, 1994, or any legal
proceedings in respect of any such rights or liabilities pending on that day".

oy

- alas!
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Rl D.usstmns ani Shur't Notes on

"Copyrlght Act 1957" .

Full Ouestzons — | e - -

1) “There is no copynght in 1deas — Eluc:1date (Aprxl 2004 Nov 2007)

2) State the works in which copyrlght subs1sts Who 1s an Author 1n the Works 111
: wh1ch copynght exists ? (Aprll 2004 May, 2014) “

3) Explam the meaning of the expressmn “mfrmgement of copynoht”‘ State the

defences available in an act1on for infringement of copyright, (April, 2004)

4) Discuss the remedies in cases of infringement of copyright. (Aprll 2004).

5 Explam and dlscuss the meanmg of the term copynght’ under the Copynghts Act

1957, (Nov 2005) .

6) “What is copyright ? Who is the Author in the various works in Wthh copyrlght
subsists (Nov. 2005).

7) State the term of copyright in various works (Nov. 2005 Apl‘ll 2007)

8) Compulsory Licence in work withheld from public. (Nov. 2007). '

9) State the rights of Broadcasting Organization and of Performers under the
Copyright Act, 1957/Define the terms “Broadcast” and “Performer” Discuss the
rights of the Broadcasting Organization and of Performers (Nov. 2005; May, .
2016).

10) State acts which do not constitute infringement of copyright/What does not |
amount to an infringement of a copyright ?/Critically analyze Section 52 of the
Copyright Act, 1957. (Nov. 2005; Nov. 2008; Nov. 2009; Nov. 2010; April, 2011;
Nov. 2014; Nov. 2015; Nov. 2017).

- 11)  State and discuss the works in which copyright may subsist under the Copyright |

Act,.1957. (April, 2005; Nov. 2005; May, 2006; Nov. 2008)

12) “Under Section 13 of the Copyright Act, 1957, copyright shall subsist in or1g1na1
literary, dramatic, musical and artistic works”. Explain the concept of ‘original’ as
given under Section 13. Give exarples. (Nov., 2006)

13) State the term of copyright in various works. (April, 2007)

14) Compulsory licence in work withheld from public. (Nov., 2007)

15) “There is no copyright in ideas” - — Elucidate. (Nov., 2007)

16) What are the rights conferred by the Copyrights Act, 1957 7 (April, 2008).

17) What is infringement of a copyright ? /Discuss the law relating to infringement
of copyrxghts (April, 2009; December, 2012; May, 2013).

18) When is copyright infringed ? State and discuss the exceptions thereto. (Nov.
2011).

19) Explain the concept of ownership under the Copyright Act, 1957 (April, 2009;
Nov. 2016).
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 literary and dramatic work in any language. (Nov. 2009).-" . |

21) * Define Broadcasting Reproduction Rights and its;scope of infringement. (Nov.
2009). S A -

22) Discuss the rights of broadcasting Organisation and Performers. (Nov. 2011)., -

©23) . Explain copyright and assignment, fransmission and telinquishment of copyright

) PR T,

20) Explain the proceduré for grant of Licence to produce.and publish translations of

i

under the Copyright Act, 1957. (Nov. 2009). © -~

24) Discuss feafures of copyright, What are therlghgsof‘anauthor)ofawork 9'What -

" are the Economic Rights available to an owner,of acopynght?(A’pﬁtiOlO) -

1

25)  Discuss the various rights which Copyright Actp1otecterxp1am the concept of

copyright. (April, 2011). e
26) Explain the concept of copyright and state the ‘.’@f.iéu,s rights which " are

comprised in copyrights. (May, 2012; Decembet, 2012; May, 2013). . ..
27) Discuss the provisions of the Copyright Act, 1957 in, ';féféiﬁég‘ to ‘copyzight

societies. (May, 2012). | S N
28) Discuss the doctrine of Deceptive Similarity. (December, 2013; May, 2016)..
29) What is passing off ? State the modes of passing off. (Décember, 2013; Nov.
- 2014; May, 2015; Nov. 2015; May, 2017). ' I
30) “Copyright is a bundle of rights” — Explain. (December, 2013; May, 2015;

May, 2016; May, 2017). ST

Short Notes —
1) Musical Work. (April, 2004).

2) Artistic Work. (Nov. 2004).

3) Deceptive Similarity. (Nov. 2004). -

4) Copyright Societies/Rights and Liabilities of Copyright Societies. (April, 2005;
Nov., 2005; Nov., 2007; April, 2009; April, 2010; April, 2011; Nov. 2011;
December, 2012; December, 2013; May, 2014; Nov. 2014; May, 2015; Nov.
2015; May, 2017) . :

5) Adaptatiori under Copyright Act, 1957. (April, 2005; Nov., 2005)

6)' Fair Use. (Nov. 2005; May, 2006; April, 2007; April, 2008; April, 2011).

7) Performer’s Rights. (Nov. 2005; April, 2008; December, 2012; December, 2013).

8) Passing Off. (Nov. 2005; May, 2006; Nov. 2006; Nov. 2007; April, 2010).

9) Anton Pillar Injunction/Anton Pillar Order. (May, 2006; Nov. 2010; Nov. 2011;
May, 2012) . B

10) Meaning of Copyright. Nov., 2006) .,

11) Geographical Indications. (Nov., 2006)" -

12) Injunction. (April, 2007)

13) Mareva Injunction.(April, 2008; April, 2011; Nov. 2014; Nov. 2015)

14)  Concept of Author and Owner of a copyright protected work. (Nov., 2007).

boooooooooooooeoooooooooOooo‘o’o‘oo_oo’o'
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'15)  Author’s special rights, (Nov. 2008 Nov. 2009; Nov 2010)
16) . Protection of Computer Softivare: (Apnl 2009) £
17) Broadcast reproduction right. (Aprxl 2009) .
18) Transmission of copyright by operatlon of law (Nov 2009)
19) Universal Copyright Convention. (April, 2010).
- 20) Copyright Board. (Nov 2010 May, 2012 Noxr 2017)
21)- 'Copyright in ‘case of therary, Dramahc Muswal Work:* (Aprll ‘2011)
22)  Assignment of Copyright. (May, 2013). - | ,,i;.fﬁmﬁg‘ﬁuﬁ - ; ‘-.;‘;_g
23)  Producer. (December, 2013). } -
24) Commercial rental. (May, 2015).
25) Joint Authorship. (May, 2016). ...,
26) Infringing Copy. (Nov. 2016).. .~ % G -
27) Communication to the public. (Dec 2013@ May, 2014 Nov. 2015).
28) Doctrine of Honest Concurrent Use:. (May;2015) _
29) Fair Dealing. (May, 20014; May, 2015).7 0 @ 23S0 = 5
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“TMDE MARKS”
“THE TRADE MARKS ACT,.1999”

?uu?l(,J?fi"I FIRBERE

PUOT s o

‘The Trade Marks Act 1999 whlch IS prescrlbed for the syllabus, 1s dlscussed -

under Ten Ch&ﬁ)t@l’[‘S N '\?7";"2 e "‘vt Aaduirina o

[ S DR

CHAPTER I

“TRADEMARK. .. L
MEANING AND. FUNCTIONS”

[I] Trade Mark :
A Trade Mark is a visual symbol in the form of Wotd, Device or Label applied to
articles of commerce; to tell the purchasing public —

- That they are goods manufactured or dealt with, by a partlcular person — as

distinguished from similar goods manufactured and dealt with, by other person.
- A person who sells his goods under a particular Trade Mark, acquires limited
exclusive right to use the trademark in relation to those goods.

- Such an exclusive right acquired by use, is recognised as a form of property in

Trade Mark, and is protected in common law.

- The law as to Trademark is based on 2 concepts, namely, —

i) Distinctiveness; and

ii) Deceptive Similarity. :

- In India, two enactments for protecting Trade Marks are in operation. They are —
1) The Trade and Merchandise Mark Act, 1958;

2) The Trade Marks Act, 1999.

Period : |
In Trade Mark, — No period is prescribed for using the Trade Mark,
- Once it has been granted,

- The only responsibility of the User of Trade Mark, is to protect it, and if it is
registered Trade Mark, then to get it renewed periodically.

Tvypes of Trade Marks .
There are two types of Trade Marks. They are —

500000000000 0D00000O00000000O0.
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* 'Registered Trade Marks S e S LS -::‘A:-:;-,::-:-.--'-:'a it e
. '.Unregtstered Trade Marks o o Pooswranmae vies Jn iR

, [1] Registered Trade Marks | ._ N
- Registered Trade Marks can be protected agamst unauthonsed use by_ an -
‘action of infringement; and this’is' statitory remedy s

by e

Packaging, Combination of Colours = or any eomblnatroh thereof;

2. Marks must be capable of being represented; Graphlcally, Wl .

3. It must be capable of drstmgmshmg goods or services of onie person from those
of others; 1 ] T ST I

4. It may include — shape ofGoods, their Packagmg and: Combination of Colours;

5. It must be used or proposed to be used in relation to goods or services;

6. The use must be for the purpose of indicating the 'eOnnee’uon befween the
goods or services, and some' persons havmg thie fight as propuetor to use the
mark in the course of trade;

7. The right to proprietorship of Trade Mark, may be acqulred by -

Registration under the Act; or.- o e \
By use. R T

[XAI] Functrons of Trade Mark

Indication as to the manufacture or quahty of goods —
- The function of the trade mark, is to give an indication to the parehaser or
possible purchaser, as to the manufacture or quality of goods.

; - - Registered Trade Mark has to be renewed’ perlodlcially e

: ' o wBRgd Bt s AR

1 [2] Unregistered Trade Mark : | et T |
: An Urregistered Trade Mark can be protected agamst unauthorlsed use by the - .
1:  other, by an action of Passing off which is a common law remedv o .

- Unregrstered Trade Mark can be protected by_r,.contm.uous nse.. B Lo
¢ Vol H T . i

}3 ] Y S LS S NP . . .

[1] Trade Mark Act (New Act of 1999) S

‘t As per the new Act, the definition of Trade Mark 1neh‘1‘des Goods and Serv1ces

1. Trade Mark must be a mark, which mchlded —a Devrce Brand Headmg,i

: Label, Ticket, Name, Signature, Word Letter Numerlcal Shape of Goods,

PR L I G

F

Trade Sources or Trade Hands - : : A
- To give an indication to his eye of the trade source from Whlch the goods come“ ¥
or the Trade — Hands, when they pass on their way to the market i

P R

Tells the buyer — something known to him — o
- It tells the buyer, what ‘e has beert. presented is sornethmg ‘kno\tma—to-fhrrn urlder B
similar name or coming froit a sourcewhreh he'is aoquamtedl with.” o
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Assurance of the make and quality —

- It gives the purchaser, a satisfactory assurance of the make and quality of the
article he is buying. - | ' . | :
MainFunctions— NIRRT A S LT TR NPN R S U
_ Under modern business conditions, trade mark functionsare :;
i) .. Itidentifies the Product and its Origin.. . |
i) It guarantees its unchanged Quality. -

iii) It Advertises the product. |

iv) It creates an Image for-the product.

[IV] Object of Trade Mark Law :
i) Deals with precise nature of the rights which a person can acquire in respect
of Trade Marks. Lo : -
if) The mode of acquisition of these rights.
iii) The method of transfer of, these rights. °
iv) The nature of infringement of these rights.
v) The remedies available in respect of these rights.

[Vl Whatis a Good Trade Mark :

1. Easy to ﬁronounee and remember — Word :
- It should be easy to pronounce and remember, if the mark is a “Word’.

2. Device Mark — Single Word : |
- In case of device mark, — device should be capable of being described by a
single word. |

3. Easy to spell and write :

- Trade mark must be easy to spell correctly, and write legibly.

4. Not Descriptive, but Suggestive :

- It should not be descriptive of the goods, but suggestive of the goods.

5. Short :
- It should be shoxt.

6. Appeal to the Eyes and Ears :
- It should appeal to the eyes, as well as, the ears.

7. Satisfy requirements of Registration :
- It should not belong to the class of Marks prohibited for registration.

[V1] Different Forms of Protecting Trade Marks :
- Trade Marks which are registered, are called Statutory Trade Marks.

0000000000000 0000
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" .- Other Trade Marks — are-those which are used.-; -

- .“In a Patent, registration is compulsory Here pubhc interest is important in
Patent Act as ‘well-as the interests of the individual — Patents are for a time perrod

- Registered Trade Marks car be protected acamst unauthorlsed use —

- -by anaction of mfrmgement . fRAT L

. - this is a statutory remedy. | | B
- Unreglstered Trademarks can be protected dgainst unauthorised use, by an action

of passing off — this i is a common law remedy

'[VH] Time Perrod

Trade Matk has 1i lifit or time period. |

1 Trade Mark was registered in 1856 and still it continues. If is in respect of
alchoholic brevarages.

-Trade Mark need not be registered, the only condition is that, it must be used.

- Unregistered Trade Mark comes under common law.

- Registered Trade Marks — protection can be availed by statutory provisions, viz.

- Suit for action against infringement in court of law;

- Specific performance

- Damages;

- Restraints.

- In case of unregistered Trade Mark, it can be protected by one action — Action of
Passing Off. .

- One common action application to both_ of them, whether registered of
unregistered, is :-

- Criminal proceedings for unauthorised use of Trade Mark. This is based on two
concepts —

- Distinctiveness;

- Deceptive Similarity.

Because, it is a criminal offence, as you are causing fraud due to deceptive
similarity, there is cheating.
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o CHAPTERAL - on "
“RIGHTS OF REGISTERED PROPRIETOR OE
TRADEMARK” e

Jhabd D

‘,[I] RI_EZS of 2 Registered Trade Mark Proprletorj :.”; e,

A registered proprietor of Trade Mark gets ‘the followmg rr,qhts PASE e e

1. Exclusive Right to use :

- The exclusive right to use the Trade Mark in relation. to the goods_ orservrces :

for whrch 1t is reglstered

LTl _reid

2. nght to take action :

- The right'to-take action, in case 'of the Trade Mark’s 1nfr1ngement agamst

those who might be infringing it — -

(a) by using it, or (b) & deceptrvely similar Trade Mark in relatlon to thelr goods‘

Or Services.
- If the Trade Mark is not registered, —
no action for infringement can be taken on the basis of Trade Mark.

[11] :Effect of Registration :
Registration of Trade Mark bas the Following effects —
1. Proprietor gets certain rights to use exclusively for benefit :
- Tt confers certain rights to the registered proprretor to use it exclusively for hlS

own benefit.

2. Evidence of Validity :
- Ttis Prima facie evidence of Validity of the Trade Mark

3, Protécted — Distinctiveness :
_ Ttis Protected on the ground of Distinctiveness.

4. Acquiescence :
- Acquiescérice, effect 6f acquiescence is recognized.

5. Not to interfere with vested rights :
However, proprietor is not supposed to interfere with vested rights.

6. Not to interfere with bona fide use
- Proprietor not to interfere with bona fide use of name, address or description of

goods or services.

7. Validitylof registration, not affected :

e

53 OC0Q0O00CO0O00O00D0DOO0O0O0DO00.0.0,
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O '.‘ - Vahdlty of regrstratlon not affected by w01ds used as name or descrlp‘non of >
; O substance or serv1ce T T LT D e et el
i o .

o [HI] Rights conferred bv Reglstratlon of Trade Marks :
.:. 'Q - The registration of trade Marks confers many rights on. the proprletor of the o
¥ Trade Mark. 2
£ 0O . .Theseright are not absolute.
g 0O ¢ .They are subject to. the other prov1s1ons of the Act, -and to any. conditions and
8 11m1tat1ons to which reg1strat10n is subject.
,;O Section 28 of the Act, deals with rlghts conferred by reg1strat10n They are as -
QO - follows:- ‘ L
ﬁ O A Exclusive Right to Use — -
20 - The exclusive right to use the Trade Mark, in relation to the goods or serv1ces m
aé O respect of which the trade mark is registered. S
40  B) Right to Take Action and Use — _
§‘ -~ The right to take act1on and obtain relief in case of 1nﬁ*1ngement of the Trade
ao Mark. ,
20 - Incase, if there are more proprietors than one, each of them has the same rights

agamst other persons, not being registered users, using by way of permitted use,
as he would have, if he was the sole registered propnetor

C) Other Rights —

1. To Assign and to Licence :

O Registered Proprietor of Trade Mark is entitled to assign the Trade Mark, and give
receipt for any consideration for such assignment.

2. To Apply for Correction :

a) He has right to apply for correction of the register, — to correct name, address
or description of registered proprietor.

b) To enter any change in the name, etc. of the reglstered proprietor;

¢) To cancel the entry of trademark on the Register; and

d) To strike out any goods or classes of goods or services, from the Register.

i e ar L e i SIS i TS SRAL S

3. To make Alterations of the Trade Mark —
Registered proprietor of Trade Mark, may apply to Registrar for leave to make
alterations in the Trade mark without changing identity.

4. Registered User — Infringement Proceedings —
- A registered user of Trade Mark, may take up infringement proceedmgs, as if, he

were the registered proprietor.
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- After 1nst1tutlon of infringement proceedmgs the reglstered propriétor:of Tlade
‘Mark; may have the following reliefs :- |

a. Injunctions — Temporary or Permanent; b: Damages r P,,l S T TS R
C. Accounts of Ploﬁt ; '

et .f..::._.u' SURT o ngitioie s

Case Law B - | P TR

(A) ' - . ‘ 2 ".I it de} J6 30 I l ’;»--

Jindal ~Industries v/s. Nirmal Steel" * Tubes ™ (P)j " Ltd
In this case, both the parttes published Map of India, and the plamtlff contended that
he had exclusive right to publish the Map of India. =~

- The Delhi High Court rejected his contention, and ruled that no pcrson can
have an exclusive right to use the device of Map of India. —It;was:further:laid:
down that, the owner of a Registered Trade Mark cannot.be restramed by ansorder "
of injunction, from using the Registered Trade Mark. - . ot

(B)

1]

00000000 QOO0 QOO0

P.M. Diesel Pvt. Ltd. v/s. Thukral Mechanlcal Works ,

In this case~Where the Plaintiff and defendant, both, are the proprletors of Registered
Trade Mark “Field Marshall”,~None of them can be deemed to have acquired
exclusive right to use the Trade Mark. Both of them, otherwlse have the same rights as
against other persons, Section 28 (3)would protect the prOpnetory r1ght of both the
persons.

6. Transfer of Right by way if Licencing : :
Licencing is generzally available, like in Patent Law — but in the Patent Law there

is compulsory licencing, because of pubhc interest. .

- Compulsory licencing is not present in Trade Mark. Because, there is no pubhc

interest involved. This right has an individual aspect i.e. to differentiate his goods

from other goods.

- Therefore, licencing of Trade Mark is not a general practice; but now-a-days,

licencing is done, because trade and commerce has increased.

- But, if licence has to be given, then it is necessary that, it be registered.

Registered Trade Mark can only be given on licence and the transaction should be

registered also. If the transaction is not registered, the licencee cannot take action in

case of infringement. :

LDOOOOO0.0000000D'OOOOOOO
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| CHAPTER m

“INFRINGEMENT AND PASSING OFF” RN

[ infringement of Trade Mark -
Infringement of Trade Mark takes place when a person other than the Reglstered |
Proprietor or the Registered user,=+ .~ ' L S TNt WS DA ;_ Py
1) Uses the same Trade Mark; or . : S
2) Uses a deceptively similar mark, L B

in relation to some goods or services, for whtch the tlademark is reglstered ,

- The infringing Trade Mark — Should be such, as to cause confusion or deceptton

in the minds of the purchasers of the given goods or services.

" In order to be successful, that the infringement has taken place —
1) It has to be shown by proof that, confuision has, in fact taken place.
2) That the infringing trade mark is deceptively similar to infringed trademark.

Essentials of Infringsement :

1) Use of Registered Trade Mark by unauthorised persons —
- One of the important essentials of infringement is that, — the trade miark has been
used by a person, other than its reglstered proprietor or registered user.

2) Use of registered Trade Mark by making few additions and alterations —
- When a person uses a trademark by making a few additions or alterations to the
trademark;, — such an act amounts to infringement of the reglstered trade mark

3) Infringing Trade Mark used by a person — in relation to regular trade of
the registered proprietor —

- Where a person uses a Trade Mark by making a few additions or alterations to
the trademark, — such an act amounts to infringement of the registered trade mark.

D 0 o”o O0000C0O0000OBO00000 00

4) Infringing Trade Mark is similar to the registered trademark —
- The mfrmgmo Trade Mark is similar or identical to the registered Trade Mark.

5) Likely-hood of confusion — '
- Infringing Trade Mark is so deceptively similar, that it is likely to cause
confusion amongst the buyers.

6) Creating false impression among the people —
- The trade Mark is so advertised, — that it causes a false impression among the
public, that the unauthorised person is authorised to use the Trade Mark. -
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- In any of the above mentloned mrcumstances it would COHStltute an .

infringement of a registered trade mark." =
- The most common form of 1nfr1n0ement —an unscrupulous trader yges the
“trade mark, or uses an 111’fr1r1g1n0r trade ' mark, “and” thereby, takeg undue
advantage. He, thereby, causes harm to the 1nterests of a reg1stered Pfoprletor or

i

~user. } . r"_" g R Ay B

Pl st m o omope menl

.\2‘r'

[II] Remedles Avallable Agamst Infrmgement*of Trade
Mark: - S EEE
There are three kinds of remedles available in case of 1nfr1ngement of Trade
Mark. These remedies'are—

1) Civil Remedles; '

2) Criminal Remedies;

3) Administrative Remedies.

1. Civil Remedies :
Whenever a registered Trade Mark is violated or 1nﬁ1nged — the aggrieveq ; person-
may move the Civil Court, by instituting a suit in,

such Court, with the purpose of restraining the infringer or defendant from using
 the registered trademark of the plaintiff; or a suit to claim damages. -

A) In] unctions :

- The registered proprietor or user of the Trade Mark may pray for an injunction .

— restraining the defendant from making further use of such trade mark and for

this purpose, he may seek the following reliefs — :

i) Anton Pillar Injunction : '

- The order is passed ex-parte — to inspect the prermses of the defendant without
notice, where there is a possibility of the defendant destroying:or disposing off the

incriminating materlal

The Anton Piller order is an order so called because the practice of ifs issue was

confirmed and consolidated in the case of Anton Piller K.G. v/s. Manufacyring

Process Ltd. (1976) Al ER, 779. ‘

ii) Mareva Injunction :

- This is an injunction order passed by the Court, under which the Assets of the

defendant are [icezed, where there is a possibility that the assets may be

dissipated or cancelled, so as to render a judgment against the defendant,
ineffective and unenforceable.

‘.c.,-':;
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¥e) iif) Interlocutory Order o R
; O + . - This' oxder is: 1ntended to attach'the ‘property before the judgment under CPrC.,
g~ 1908 . | : T
30 1v) Perpetual In]unctlon a
; o - This 6rdet is passed orihearing thie.suit fully DUAIE R
; O. " _Restraining the defendant from makmg use of the 1nf11ng1ng Trade Mark
lo B Dl s v A
: - The person aggneved by an act of the 1nf1‘mger (defendant) may claim damages
el ‘
g 5 for the 10ss ‘suffered by hint due to the acts of the defendant : |
b
40  C) Order - Drrectmg dehvery of labels and marks for_ |
% deStI'llCtIOIl . : S TER A L
; The Court may, also pass -an order d1rect1ng the defendantr 10 dehver the labels

PRty
v;m{j'n

and the marks, — so that, the same are destroyed, and thus, the defendant is
restrained permanently from making use of the infringing marks.

2. Criminal Remedles K

Offence — - ,

- The Offences for which criminal action can be taken, are as under:-

i) Falsifying and falsely applying Trade Mark.

ii) Selling goods or providitig services to which false Trademark as apphed

iii) Falsely representing that — a trademark is registered, when actually it is not
registered. :

iv) Falslfymg entries in the Register.

v) Abetting in India, of acts done out31de India.

T R r:— fimsd

Punishment : .

Punishment for these offences, include a minimum imprisonment of 6 months,
and a minimum fine of Rs.50,000/- which may extend upto-3 years and Rs.
2,00,000/- :

3) Administrative Remedies : | .
These remedies are available to an aggrieved person, and are such, which are
provided by the administrative authorities.

The concerned Administrative Remedies may provide, remedies in the followmg
ways —

i) Classify the Goods and Services : _ , .

The Admmlstratlve Authorlty may make the classification of goods and setvices.
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il) Publish Alphabetical Index : . SR S

Leady v oo

Administrative:Authority. may publish, the-alphabetical index.of the classification

“of goods and services. - -
iii) Grant or Refuse Trade Mark ; e S
. - The Administrative Authority may grant to register the Trade Mark, or may.
- Iefuse to registerthe trademark. ; : .. . . S ' |
iv) Correct or Amend the Register : - :
- The concerned Administrative Authority may correct or amend the Register.
V) Remove/Review / Restore — registration : . o
- The" concertied ‘Administiative  Auithiority may remove, review, or restore
registration, A R . - |
vi) Assign and Transmit Registered Trademark : :
- The Adminhistative Athiority‘iay assign and transmit registered trademark.
vii) Registration of Assignment and Transmission :

- The Administrative: Authority may register the assignment and transmission of
registered trademarks.

[III] Passing Off : |

- Passing off action, is a common law remedy, available to the proprietor of an
unregistered Trade mark. .

Passing Off,

- Means, a person tries to pass off his goods or business, as that of the goods or
business of another pérson, by whatever means, so that, the result may be
achieved. S ' _
“No man is entitled to represent that, his goods are the goods of another man, and
no person is permitted to use a mark, whereby without making a direct false
representation to the purchaser, he thereby, lies to the customer”.

Case Law :
Singer v/s. Loog — |
- The basis of passing off action is false representation.

- The object of passing off action, is to restrain a trader from passing off his
goods, as and for, the goods of another trader.

- The basis of such an action, is the deception and false representation by the
defendant, in regard to the trade origin of the goods. |

How Passing — Off may be done 2
Passing oft may be done by, —
1) Direct false representation.

I0D0O0C0CO0O000DO0O00O0O0O0ODOCODOODODOCOLODOOCOLOOOOCOO0OOOO
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_ _2) Adaptatlon of a. trademark Wthh is the same, — OF coloulable 1m1tat10n of the
~_trade mark of the rival traders. - e o :
3) Adaptatlon of an essential part of the r1va1 traders name.
_4) Copying the colour scheme of the’ 1abe1

5) Imltatmg the de51gn or shape of croods

Purpose of test of passmg off
- 'The purpose of test of passing off, is to, protect commercial goodwill, - to ensure
that people’s business reputatlon is not exploited.

Essential characterlstlcs which must be present
In order to create a valid cause of action of passing off, Justice, Loog Diplock, in
Advocates Case has spelt out the essential characteristics in the following Case

Case Law =

Warnik v/s. Towned —

1. Mistepresentation;

2. Made by a person in the course of trade;

3. To prospective customers of his, or ultimate consumers of the goods or
services supplied by him;

4. Which is calculated to injure the business or good will of one trader; :

5. Which causes actual damage to the business or good will of one trader by
whom the action is brought.

[IV] Distinction between Passing Off and Infringement
of Trade Mark :

" Infringement Action Passing Off

1. An action for infringement 1. An action for passing off is a
is a statutory remedy, common law remedy, — based on an
conferred on the action for deceit. |
registered proprietor of »2. Defendant’s goods need not be same,
Registered Trade Mark. — it may be allied or even different.

2. Defendant must use the 3. Identical or similarity of marks, not
infringing mark on the sufficient, — the use of the mark must be

same goods for which the
plaintiff's  mark s
registered. :

3. If marks are identical or
deceptively similar to i,
— no further proof is

likely to deceive or cause confusion.

4. Use of mark by defendant, must be
Jikely to cause injury or damage to the
plaintiff’s good will.

5. Use of plaintiff’s trade mark not
essential — use of get up, colour scheme
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- rerequired. © - "'shapga"? of “goods, trade name -etc. =71 |’
"4, Use of the mark by the’ sufficient. -~ passirig - off - ‘can "be- ")
_ defendant, — need  not’ “committed orallyialso. -~ ey

cause . ‘any injury or
damage to the plaintiff. -

5. Use of the registered trade
mark or mark similar to it

' fiecessary and sufficient
to constitute
infringement.

6. Applies only to goods.

7. Based on property
achuired by registration
of Trade Mark — use of
mark not relevant.

8. If the defendant shows
that, he has additional
matter to indicate a
different trade source —
not material — He will be
liable, if hie has used the
trademark of the plaintiff.

9, Infringement need hot
necessarily  lead 1O
passing - off

6. :APIPHBS.—‘.‘-to“if'any ‘business . or -

professions or.services. - .- o

7. Based on property 'A1n. g‘ooélwill'.

acquired by usé of: the mark —
.Registration not relevant,

8. The defendant may set off the
plaintiff’s objection — by trade mark not

cssential, — use of get up, dolour.

scheme, shape of goods, trade name, eftc.
sufficient. Passing Off - can be
comumitted orally also.

9, Applies to any business - - ot~ |

professions or services.
10. Based on property in goodwill

acquired by use of the mark =~

Registration not relevant. .

The defendant may set off the plaintiff’s
objection, by showing that he has added
matter  clearly  distinguishing the
defendant’s goods from the plaintiffs.
11. Passing off, by use of mark, need not
necessarily lead to infringement.

s ﬂ(}@%gog‘ TN

Difference Between Infringement and Passing Off :

1. Remedy:

- An action for infringement is a stafutory remedy. -
- An action of passing off is a common Jaw remedy.

- 2. Applicable to :

- An action for infringement is appl
- An action of passing off is applic

3. Goods :

- The defendant must use the infringin

plaintiff’s mark is registered.

icable to Registered Trade Mark.
ble to Unregistered Trade Mark.

g mark on the same anods on which the

" The defendant’s goods need not be the same, they could allied or différent.
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4 Use of Identical or Slmllar Mark :,

- iIn infringement, the Marks are identical or: deceptwely 31m11a1 it constltutes ‘
" infringement — nothing furthér needs to be proved. . :

- In Passing off, the marks used may be identical or sumlar but still further proof
is'required to show that, the use of the mark is hkely to deceive or cause
confusmn -

5. Terms :
- Infringement action applies only to goods.
- Passing off action applies to any business, or profession, or services.

6. Based on :
o= Infrmgement action is based on property acquired by reglstratlon of. Trade Mark
a7 —and the use is not relevant.

- Passing off action is based on property acquired by good—wﬂl by use of the' -
Trade Mark.

7. How it takes place :
- An infringement takes place, by use of the reglstered Trade mark or a
deceptlvely similar mark by unauthorised person.
- A passing off takes place, when the defendant uses get up colour scheme, shape
of goods so as to pass off his goods as that of another.

8. Addltronal Matter :

- In mfrmgement if the defendant shows that he used additional matter to the

registered Trademark, so as to indicate a different trade source, — it is 1rrelevant
~ and he will yet be held liable.

- But in passing off, the defendant may set off the plaintiff's obJectmn by showing

that, he used additional matter to clearly distinguish the goods from that of the

plamtlff’s |

9. Need not Lead to :
- Infringement need not, necessarily lead to passing off.
- Passing off by use of mark need not, necessarily lead to infringement.
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10. Injury :
-In Infrmgement the use of the registered Trademark by the defendant, need not
cause any injury or damage to the plamtrff In passing off, the use of the mark by

‘the defendant, should be 11}(e]y to cause 1njury or damage to the plaintiff’s good-
will.
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. CHAPTER-IV = ..
- “OFFENCES AND PENALTIES®

i PRI L.

.

Ty

[A] Nature of offences (Sections 101 & 102)::

- There are certain criminal offences relating to trade marks, trade description,

etc. which are punishable with imprisonment, or fine or with both.

The following is the list of such offences :-

i) Falsifying a trade mark. L )

if) Falsely applying a Trade mark to goods or services.

jif) Making or possessing instruments for falsifying trade marks,

iv) Applying false trade description to goods.

v) Applying false indication of country of origin. _

vi) Tampering with an indication of origin, already applied to goods.

vii) Causing any of the above acts. L

viif) Selling goods or possessing or exposing for sale of goods, falsely marked: -
ix) Removing piece goods, cotton yarn and threads from the factory, before
stamping certain particulars like length, weight, counts, etc. '

x) Falsely representing that, a Trade mark is registered, when actually it is not
registered. o '
xi) Improperly describing a place of business, as connected with the Trade Mark
office. ' ' _ -
xii) Falsification of entries in the Registrar.

Onus of proof :
_ The Onus of establishing the criminal liability of the accused is on the

prosecution. o
- But, when the accused pleads that, he acted innocently, or without intent to

defraud, or sets up any other defence, — the burden of proof'is on him.

" _ A master is held liable for the acts done by his servants in the course of

employment.

(B) Penalties :

[X} Penalty for applying false Trade marks, trade descriptions, etc.

(Section 103) :
Any Person who, —

DOO0OOOO0O0OOOO0O0CODODO0O000OO00O000 ,O...O_O_M.OIY'OMO,;,AOW..O.,“O 0.0.0.0.0
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- Shall, unless he proves that,: ‘he'acted w1thout~1ntent‘t01defraud e
- be punished from 6 months which may: extend upto.3 years, and. shall:alsoabe i
held liable to fine from Rs. 50,000/~ to Rs.2,00,000/-

Provided. that : The Court may, for;adequate and- spee1alareasons to be
mentioned in the judgment, — impose a sentence rof mfrl ngement-for 4 term less .
than 6 months, or a ﬁne less than Rs. 50. 000/- cii e

o
< 1) Falsifies any trade mark v, P e “;- ;‘.;_:.ﬂ-_-_ _g_“:g;‘-f ...i'.i.:,i:‘-‘.-?.'-i ‘i‘ L
Q. .2) Falsely applies.to goods or services, any trade mark Syeeafint ALy
O  -3) Makes, or possesses any instrument like. dyes block 1nachme plate used for '
~ falsifying a trade mark; - Geo
O 4) Applies-a false trade. description, to: goods or serv1ces Lodni s e a6
O~ 5) Applies false indication of country; of origin.« rioisis :'_,r;:"l s
O" " 6) Tampers with an indication of origin, already apphed to any goods; o
o 7) Causes any. of the above mentioned: thlngs zﬁi*l aainoagnns o Z el d g

ds:h.{::.‘.’u-.—.i.f-‘.x‘zh‘:iii*;.uaxﬁ:r:i;:i}::’s-::fk.:?::b.ﬁf‘é‘.?ﬁ?aﬂfﬁm-;:‘i-_::_:g.:f: £t S it e

OO0 0 0OoOoOo

{II] Penalty for selhng_goods or prov1dmgaserv1ces £0: whlchfalse |
trade mark or false trade description is applied (Section 104)% -

- Any person who sells goods, or possesses or exposes for sale goods falsely
marked, shall be punished with imprisonment for 6 months up: to:3 years. ard"
shall also be held liable to fine from Rs. 50,000/- up to.Rs. 2,00, OOO/ﬁ h '
Provided: ' _— :

The Court may reduce the sentence of 1mpr1sonment and reduce the fine for |
special reasons to be recorded.

The accused may prove that, —

1) At the time of commission of the alleged offence, he had no reason to suspect
the genuineness of the trade mark or trade description; or o
2) That he gave all information to the prosecutor, regardulg ’chel person from-
whom he obtained such goods.

3) That otherwise, he had acted innocently.

i YEEET 2
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[I11] Enhanced penalty on second or subsequent conwctmn i

Any person, who has already been convicted under Sectlon 103 or Section 104,
‘and thereafter, if he is again convicted —

Punishment : Imprisonment of minimum 1 year upto 3 Vears and fine minimum
Rs. 1 Lakh upto Rs. 2 lakhs

Provided :

The Court can reduce the punishment or fine, for ddequate reason to be recoded
invention writing.

Provided :

A conviction made before the commeneement of the Act, will not be c0n51dered
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_ 3
[EV] Penaltv for removing _plec good (Section 106) e 3
If any person removes, or atteinpts to remove . for. sale, any ‘piece . goods cotton: - - %
yarn, or thread from the faCtOry before stampmﬂr certam part1oulars like length _ b
weight, efc. | ; fE
Punishment : Such goods will be forfelted to-.the Govemment and such person :

i

e
ik

shall be pumshable Wlth ﬁne Whleh may extend Rs 1 000/» : faee b
.- -.{. o ' i; -»r r
[V] Falselv Representmg a Trade mark a8 reglstered (SeCtIOIl 107)

Falsely representing that a trade mark is reglstered is.an offence for which the
punishment is upto 3 years. or ﬁne or. both

iVI] Improperly descrlbl_ng a place of busmess as: connected Wlth |
the Trade Marks office (Seéction 108) ¢ -

- Imprisonment up to 2 years, or fine, or both. *

[VII] Falsifying entries _in.Registef_ (Section 109) v

- Imprisonment iipto 2 vears, or fine, or both.

:
j
P

(C) Defences :
Defences available to the accused are, —

1. He may Deny allegation made by the proseeution.
2. He has Acted without intent to defraud.

3. Use of Mark by him was Permitted under the Act .or under any other laW 1in
force.
4. He Acted under a mistake of fact or that he had no knowledge that, the -

trademark in question belonged to any particular person — provided the defendant
had taken all reasonable precautions,

5. He otherwise Acted innocently,

(D) Persons exempted from punishment :

- In committing an offence, apart from the trader who is interested in makmg
profit by the commission of the offence,

- Other persons like printers and block makers may be involved who have no
intention to commit the offence, but are employed by the trader to manufacture
the offending labels or other instruments for the commission of the offence,

- Such person may be acquitted, if he proves —

1) That he is a person, who m the ordinary course of his business, is employed by

other persons to apply trade marks or trade description: or to make dyes, blocks
or other instruments for making trademarks.
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E ) .That in the particular case; —he was not mterested in the goodsT IRHM
' 7?3) That he has taken reasonable precautlons l"and he: had no reason to suspect the
. genuineness of the trademark. : ST T e aRE e e

- 4) That on demand by the prosecutor =he' gave all 1nformat10n reqmred """ s
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| "',(E) Offences bv Compames e |
- I the offence is cormmtted byaa Comp -—rthe Gompany, as Well as, every

Y person respon51ble i0° t!he rCompany for the' conduct of’ 1ts ‘bisinéss at the time of
‘the ‘commission of thHe' offerics, Will be: deerﬁ'éd ‘to be oiilty of the offence and

— = Jiable to be proceeded against.
- If the person accused, however, proves that the offence was committed without

. ;_h1s knowledge,or-that.he had exercised.due d111gence,:co,p1:event the commission. - . -
" of such offence, — he will not be liable to any punishment. :

- The protec’don is not available to. any Director, Manager. Secretary of the
Company, if it is proved that the offence was comm1tted with his consent or

connivance.

(F) Criminal Proceedmgg

- If a person copies a Trade Mark of another, whether registered or unregistered,

the owner of the mark may file a criminal comiplaint against the offender.

- ‘Mens Rea’ is not necessary in order to constitute an offence, however, if
fraudulent intention is shown on the part of the accused it may help the plaintiff
in securing the conviction of the accused.

- In offences like, -

i) False representation that a trade mark is registered;

i) Improperly describing a place of busmess as connected with trade Marks
office;

jii) False entries in Register, the Registrar of Trade Marks alone, can make a

complaint.

1) Forfeiture of Goods (Section 111)

- Where a person has been convicted under Section 103, 104 or 105, the Court
may direct the forfeiture to the Government, of all goods and things concerned. ‘
- An appeal lies against conviction, as well as, forfeiture.

2) Jurisdiction of Courts :
- No Court, inferior to that of a Sessions Judge, Presidency Magistrate or
Magistrate of 1% Class, has power to try an offence relating to Trade Mark or false

trade description.
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1 The complamt should -be - ‘lodged | in: the Court -within whose temtonal
: _]U.I'lSdlC'[IOIl the offence was committed. ', SRR -
Offences relating to Trade marks, are ballable but not compoundable

- The ‘criminal -complaint-may ‘be filed- sxmultaneously, -along with a suit for
mfrmgement in a Civil Court or a passing off action, in a Clvﬂ Court.

(G) Importa‘aon of, goods bearmg false trade Mark

- The goods beanng false trade mark; are prohibited from being imported 1nto |
Ind1a under the Customs Act and if 1mported then they are hable to detention or .
confiscation.
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g CHAPTER-V " " ' - -
o “REGESTRATION OF TRADEMARKS”
ﬁg Registerability of Trade. Marks SN
#n. [A] Basic Qualification for Reglsterabﬂltv of Trade Mark —
k% 1) Capable of being represented Graphically,

2) Capable of d1st1ngu1sh1ng the goods or serv1ces of one person from those of
others. :

T o Loy At

There are five categories of such marks which are not reg1sterable They are as
under —
1) Will deceive the public or cause confusion :
- A mark by its very nature wh1ch W111 deceive the public or cause confus1on
- “amongst public. -
2) Mark likely to hurt religious feelings :
- A mark which is likely to hurt religious feelings of any section of the people of
India.
3) Obscene / Scandalous Marks :
- A mark, which contains scandalous or obscene matter.
'4) Prohibited under Emblems Acts :
- A mark, the use of which, is prohibited under the Emblems and Names
~ (Prevention of Improper Use) Act—1950.
5) Shape of goods purely functional or which results from the nature of goods
themselves :
- The shape of goods which are purely functional or necessary to obtain technical
result or which gives substantial vatue of goods.

6]
O
i° [B] Maiks not Reglsterable -
O
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[C] Registration can be refused on certain grounds:
There are two categories of grounds on which, registration can be refused. They

are —
i) Absolute grounds of Refusal;
if) Relative grounds of Refusal.

(1) Absolute grounds of Refusal :

The following three circumstances, are considered to be absolute grounds for
refusal of registration. They are —
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a) A trade mark which is not capable of dlstmgmshmcr goods or serv1ces of one
person, from those of others. . T :

b) A Trade mark whrch mdrcates qualrty or other descrrptrve character of goods or
services. .. -~ 7 |
¢) A Trade mark which has become customary. mventron current language O i
. invention the bona fide or established practrce of trade.
- This may relate to generlc names or marks common to the trade

(2) Relative Grounds :

a) A mark, which is identical or similar to an earlier Trade mark, and the
respective goods or services are identical or similar.

b) A mark, which is identical or similar to an earlier Trade mark, .and the
respective _gqods_.or services are not identical or similar. '
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- ‘“PROCEDURE 'FOR REGISTRATION -

r

 EFFECTS OF REGISTRATION™ - -

i

(A) Procedure and Duration of Registration of Trade Mark :(Ss: 18 t026); - el
(B) Effect of Registration (Ss. 27 to 36). SRR

[A] Procedure and Duration of Registration of TradeMark '
‘+ (Sections 18 to 26) - - —

) Who may Apply ?

E'Any person claiming to be proprietor of trade mark, used or proposed to be u_sed -

A . Y

“The application may be made in the name of an individual, partners of a Firm, a
-.Corporation, any Government department, a Trust or Joint applicants.

i 2) Procedure —

5" - The person may apply to the Registrar, in writing in the prescribed manner, for
registration of frade mark. _

- The application must be filed in the office of Trade Mark Registrar, within
(). whose territorial limits, the applicant’s principal place of business is situated.

! - A single application can be made for registration of trademark for different
classes of goods or services, and the fee payable shall be in respect of each class

~ of goods or services. -

b 3) Preliminary Advice and Search —

. Before or after applying for registration, the applicant may apply for a report, as
to whether the mark, or one similar to it, has already been registered or applied

for.

- He may also request for the Registrar’s opinion, as to the distinctive character of

the mark.
- However, the Registrar’s search report or opinion, is not binding on him.

.. 4) Search, Examination and Objections — :

_ On the receipt of the application, a scarch is made amongst the registered
trademarks, and amongst pending applications for the purposes of ascertaining
whether there is on record, any Trade Mark identical with, or deeeptively similar

to the mark sought to be registered.
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- The application is also examined to: see sthat, it -complies with all the

requirements of the Trade Mark Ac’f,"1999,fa"n"d'the Trade Mark Rules, 2002.

- The Registrar will cause the application to be examined, and communicate to the
applicant, any objection to the mark ‘which maiply relates to distinctive ‘character
and similarity with already registered marks” 27:5:. | |

" Upon examination, thé Registear ey refusé the applicaio o7 sgiépt i subject
to such amendment, modification, conditioris or limitations, as he may think fit;

And he has to record in writing, the -grounds for-such refusal:@raconditional~ i3

acceptance — , Ceo
i) He may accept the application, unconditionally. .
ii) The acceptance may be withdrawn, if the application has dbeen gecepted iy
error, or if the trade mark should not be registered, or if registered stibjectto =
conditions or limitations or subject to condition or différént-from” those™ of -
conditional acceptance. '

a

T TR TR IS TP e T2 ¥
Yo Tl S . WY

5) Diseretion of Registrar — . S
- The discretion has been vested in Registrar for protection of the interests of the
general public. e

|

- The Registrar has to observe the following facts, - befofe acceptance of "\

application for registration —

a) Claim of honest concurrent user;

b) Deception or confusion occurring by reasons of rival marks;
¢) Distinctiveness of marks as to goods or services. |
d) Proprietary mark. '

RV TS
- .

Case Law :

“Sharp” Japanese Case —

In this Case, —

- Goods of a Japanese firm, having trade mark of “Sharp” in Japan, and never -
having this trade mark in the Indian market. Japanese firm agrees to supply Kits .
of transistor radio to India. The Indian firm assembled Kits in India, and marketed
final goods as its own goods.

- Bven prior to agreement, Indian firm used trade mark ‘Sharp’ for certain of its
goods. .

- Tt was held by the Court that, Indian firm acqujred proprietory right to Trade
mark ‘Sharp’ and was entitled to registration. :

- The Registrar can decide matters on Affidavit.evidence. The onus in the first
place, is on the applicant to show that, he is within law prima facie and he has not:
infringed Sections 18 to 24 of the Trade Marks Act, 1999. -

- 1t is only when he has discharged the primary onus;. that the application can be
accepted by the Registrar. After advertisement, the burden lies on the opposer.
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'7) Duration and Renewal ~.0 = "wli it s o
. - Basic Trade Mark can be granted for 10 years, thereafter;
l‘enewal. . . . oA LA
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-_‘ If the application is accepted, it will be advertised in the Trade Mark Journal

6) Advertisement— o

- The Registrar shall cause the applicatit)ri ddvertised in'the presériﬁéd _%n%inner, as

. accepted together with the conditions or limitations, if any.
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[B] Effects of Registration (Sections 27 t0.36)
1t gives the following two rights,— R

1) The exclusive right to use the Trade maik, m ;ﬁe_llati_c')'r} to the goods or services, .
for which it is registered. T ' R

2) The right to take action, in case of infringement against those Who ﬂﬁgﬁt be | R
infringing it by using it, or a deceptive similar trademark in relation to their goods -

oI Services. : . L _
- If trade mark is not registered, no action for infringement can be taken, on the

basis of trade mark.

Registration of Trade Mark has the following effects :- S ‘
1) It confers certain rights to the registered proprietor to use it exclusively for his

own benefit.

2) It is prima facie evidence of validity.

3) It is protected on the ground of Distinctiveness.

4) Acquiescence, effect of. . .
5) Proprietor not to interfere with vested i‘ights.

6) Proprietor not to interfere with bona fide use of name, address ot description of
goods or services.

- 7) Validity of registration not affected by words used as name or description of an

article.
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CHAPTER VH -
“REMOVAL AND CANCELLATION”

'-'t . -

B

[I] The Trade Mark. can be removed from the: Reglster on .
“the following grounds ef B - |

R RIS BT

1) Non use — for 5 years:

- The registration may be cancelled, onIy aﬁer the umnterrupted perlod of at least
five years of non use of the trademark. Use can be in any form of way, and does :
not necessanly mean and 1mp1y actual physmal sale.

- Even, mere advertisement without the production of goods can be said to be use
of the mark.

2) No Bona fide Intention to use the Trade Mark :
- Mere recital of intention to use the trade mark is not sufficient. Actual ‘use
necessary, Bona fide has to be made out.

- If the proprietor intends use of trade mark by a Company, he must register the
Company and start use of it. If this is not done, then trade mark can be removed.

3) No Bona fide Use —
- If the primary purpose is not to trade under the mark, but to validate the
registration, the use is not bona fide. :

4) Non Use is not Due to Special Circumstances in the Trade — -

- If the non-use is not due to special circumstances of the trade, not only of the
trader only; But circumstances are special, peculiar or abnormal and which are
experienced by all persons in the trade i.e. external factor and not voluntary act of ‘
registered Trade mark holder.

5) Intention to Abandon the Trade Mark —

- The intention must be to abandon the use of trade mark which must be evident,
and there is no possibility of any future use of the trade mark.

6) Non Use and the Uruguay Round —

- The registration can be cancelled, only after an uninterrupted non vse for 3 years
without valid reason.

?0OOOOOOOOOOOOOOOOOOOOOOOOOOO'OOOO'OOO
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- The vahd reason can be, import. restnc'don or other Govemment requlrement for
"goods or services protected by the Trade ark: ™" - :

_ When the registered owner retams control and uses the trade name by another
person it does amount o norn-use. T

[H] The regnstmtlon can rbe cancelled on -the followmg’
g_————rounds KPERS S a;f) n‘h{i R

1) The reglstered user has used the trade mark ’othermse than by way of permitted
50 - use, or in sucha Way, a§ to cause or hkely to cause deeep’cio‘n ot confusion.
2) The proprletor or the Tegistered user has mlsrepresented or failéd to disclose

~ some facts, materlal to'the application for reglstratlon

3) Changed clrcumstanees which would have Justxﬁed ;the refusal of apphcatlon
for registration of the reglstered uset: - oo .

4) Any st1pu1at10n in the agreement between the registered proprietor ard the
registered user, regarding the quality of the serv1oes or goods are not enforced or
followed. | |

5) The Trade mark is no longer in use.
- The Registrar must give Notice arid Hearing to the affected part1es before taking
any action of Cancellation.
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R CHAPTER VIIL
“INFRINGEMENT CIRCUMSTANCES”

The: Infrmgement 0f Trade Mark mav take dlfferent Forms
They-afe as under—="""" " "~

a)’ It “may be by usmg of Marks 1dent1ca1 or similar to the trademark by =

unauthorised persons in relation to the similar or same trade.

b) It may be by using 1dentlca1 Or sumlar marks which are like those,of registered o

ttademarks in non-similar or d1fferent trades would also amount to infringement.

c) It may be by advertising the reg1stered trademark of another, to promote one’s |
trade, is also infringement. -
d) Where:the distinctivé elemietits: ofa registered trademark consist of words, the -

trademark may be infringed by the spoken use of those words; as well as, by their
visual representation,

1] Using a Deceptively Similar Mark :
A person may use a mark which is deceptively similar to reglstered trademark, —
and that act itself amounts to infringement.

*

The deciéptibn or confusion may be, -

a) As to the Goods or Services themselves :
Here, a person may buy the goods seeing one mark, thinking that it is a brand,

~ which is in his mind, which in fact may not be the same.

This is the most common type, of confusmn or decep’uon

b) As to the Trade Origin:
Here, a person looking at a Mark, may buy the goods thinking that it is coming
from the same source as some other goods having a similar mark with which
he is familiar,

c¢) As to Trade Connection :
Here, a person looking at the mark may not think that it is the same with that
brand which is in his mind, — but the similarity may make him believe that the
two are, in some way or the other, connected with each other.

Case Law :
Lakme v/s. Subhash Trading Co. — .

- The defundant was using the trademark “Like-me” which was similar to
“Lakme”

- Both the Companies dealt in the same cosmetic products.

- Phonetically, both sounded the same.

Doooooooooooooaooooooooooo,o'cji_'o.o'o_o'@o.o
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"% Cofirt held it to be deceptwely snmlar and hkely to cause confusion.

®)
O ' Sdi Agencies v/s. Raina Rag — """ """ 7 ‘
O  Trademark was Mathura - Ghee” and the defendants have used trademark
@ _“Mathurag Ghee”. © = -

{ ... . Courtheld it to be deceptlvely snmlar likely to cause confusmn

Q. Coerzstzlleiy weMcDowell and Co. — . | 3
__Trademark was “Cox Diplomat Premium Whiskey” and the defendants have used
fﬁtrademark “Diplomat”.

" Court held it to be deceptively similar likely to cause confusion, and amounts to
infringement of the plaintiff’s trademark.

' P.M. Diesel v/s. S.M. Diesel —

- Trademark was “Field Marshal”, and the defendants have used trademark “Sona
‘Mazshal” pertaining to the same product, i.. diesel engines.

Court held it to be deceptively similar, likely to cause confusion, and amounts to
infringement of the pla1nt1ff’ s trademark.

[2] Taking Substantial Features of a Mark :
- Taking substantial features of the mark already registered and in use - would
mount to 1nﬂ1ngement

[3] Usmg Plaintiff’s Mark on Recondltloned Goods.

- Would amount to infringement

[4] Printing of Labels:
- Printing of labels of the plaintiff without authorisation — would amount to
infringement.

[5] Using the Registered Trademark — along with a Name, othey
than that of the registered proprietor :

Using the registered trade mark — along with a.name, other than of the registered
proprietor, would amount to infringement.

[6] Copying a Trademark :

Copying a Trade mark, amounts to infringement.

- In all the above cases, the actual deception need not be proved — what is required
is, the likely-hood of deception.
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"CHAPTER-IX " = g
«POWERS_AND DUTIES OF REGISTRAR”

Every person appointed‘uhder the Trade Marks Act, and 'e_\('ery thember of the’
‘Appellate Tribunal is a “public servant” within the meaning of Section'21 of the -
 Indian Penal Code, 1860. B SRR P

Powers and Functions of the Registrar .

I) Power of a Civil Court —

- - The Registrar. shall have the powers of a Civil Court for the purposes of, —
1) Receiving evidence.

2) Administering oaths.

3) Enfoicing the attendance of witnesses.

4) Compelling the discovery and production of documents.

5) Issuing commissions for the examination of witnesses.

II) Can passorder for costs -
- Registrar can pass an order for costs as he considers reasonable, and his order is
executable as a decree of the Civil Court. '

IIT) Power to review his own decision —
_ The Registrar can review his own decision, if he deems it just and fair in the

interest of justice.

IV) Discretionary Powers —
- The Registrar has to exercise his discretionary powers under the principles of
Natural Justice, i.e. due notice to the other side, hearing, reasoned order, etc.

V) Can receive evidence on Affidavit or Oral evidence —
- Genetally, evidence is received by way of affidavit.
- But, the Registrar has power to call for oral evidence in lieu, or in addition to

evidence by affidavit.

VI) Power to bring Legal Heirs on record —

- The Registrar has got power to bring the legal heirs or legal represén’tatives on
record, on the death of the contesting parties to the proceeding.

_ If the Registrar is of the opinion that, the surviving partics can safe-guard the
interests of the deceased, — then the Registrar may not bring the legal heirs on the

record.
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| VII) Power to Grant Time— = . .7 %

o The Registrar has the power to grant tnne (1 6. extenswn of tlme) to any palty to
'perform any acts T L o 3 .

$ EREF b TIFLENT S

- Where in the 0p1n1on of the Reglstrar ar apphcant is 1n default in pr ocessmé thea ‘
apphcatlon - |
- The Registrar may, by notice, require the appheant 1f he so desnes o amend
the application. .
- The Registrar can even abandon the apphcat10n after g1v1ng an opportunlty of
being heard — unless the default is remedied within the time spe01ﬁed in the
Notlce

O

o

O

O

O - VIII) Power to allow the apphcant to Amend the Appllcatlon —
5

Q

0

IX) Preliminary Advice by Registrar as to Dlstlnctweness -

- When an apphcatwn is made to the Registrar for registering a Trade Mark,~
- The Registrar can give an advice to the applicant, as to whether the Trade Mark .
appears to him “Prima facie”, to be distinctive. i
- The Registrar may give the advice within 3 months in the affirmative.
- But on further investigation, if the Registrar raises any objection to the
distinctiveness, — then the Registrar shall refund the fees pald by the applicant.

rit e S5 LT b e AP e g o b b

5 | AT b 4

X) Register and Index under the Control of Registrar —

- The Register of Trade Marks and the Index, are under the control of the
Registrar.

- These documents are public Documents, and can be inspected by the public on
payment of the inspection charges.

- A certified copy of the document will be given by the Reglstrar on the payment
5 of fees; and the certified copy is a proof of the contents of it.

i
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CHAPIER X e
“ASSIGNMENT AND TRANSMISSION® -

[1] Scope of Assn.gnment or Tl‘aIlSIIHSSIOIl (Sectlons 37 to 45)
--A reg1stered Trademark can be assigned or transmitied whather With o W1thout 7‘
the good-will of the business concerned.
- Under the Trade Marks Act, 1999, an unreglstered Trademark is Bldd’ a531gnable
or transmissible with or without the good-will of the business concerned

- Certain restrictions on assignment or transrmssmn are 1mposed to prevent the
creation of multiple exclusive rights. '

- Where the assignment 1s without the gOOd—Wﬂl of the business, speclal

condltlons are imposed.
They are as under = '

i) Associated Trade Marks can be assigned or transmitted only as a whole, |

i) Certification Trade Marks cannot be assigned or transrmtted without the
consent of the Registrar of trademark.
iif) An assignment of Trade Mark must be in wr1t1ng
- No specific form has been prescrlbed
- Transmission means, transmission by operation of law — it devolees on the-
personal representative of a deceased person. ,
_ The law relating to transmission of a Trademark is the same as that of
assignment.
- Sale and transfer of good—wﬂl of business, will - transfer -to the
purchaser/transferee — the Trademark used in the business by 1mphcat1on even if
the Trademarks are not specifically mentioned in the deed of assignment, This is
because a Trademark is a part of the good-will of the business.

[2] Assignment of an unregistered Trade Mark (Section 39) :

- An unregistered Trade Mark can be assigned W1th or without the good-wﬂl of
the business concerned.

_ If an unregistered Trade Mark which has been used is assigned without the

good—w111 of the business — the assignee Will not be able to protect the trademark.
- Since, in the absence of the good-will of business, — no action for passing off
will lie. However a criminal prosecution may be available.

[3] Restrictions on Assignment and Transmission (Ss. 40 & 41)
- Assignment or transmission, should not result in the creation of concurrent

exclusive rights in more than one person, to use the same wark or similar mark in
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respect of the same or;similar ‘goods’or- services® if such;would be likely to -
deceive or cause confusion. -7 T T TR ST
- Confusion or deception can be avoided, by territorial lirhitation or the limitation

of the goods. , _ o o
- Confusion or deception can be avoided, if conditions-are imposed to prevent use
within India, except for export to other countries. -~ "=~ PIENERe . e

- ‘Where the proposed assignméiit is likely - 0Credté thitiltiple exclusive rights — "
the proprietor of the fegistered trade gtk iy tstibmit - fo : the “Registrar, “a
statement of case, setting out'the ‘circumstances;“ard the’ Registrat may - issue ‘a2
Certificate stating whether the proposed assignmeént would or wotld not be valid.
- If the Certificate is in favour of the assigninert; = an application for registration
of the assignment should be made within 6 months from the date of issue of the
certificate. - - R T ) g
- Assignment or transmission which would creéte exclusive right to tise‘mark in -
* different parts of India — is'not permitted. In-such a case, the propriétor of the
mark may apply to the Registrar for approval of the proposed assignment or
transmission. S CT

[4] Assignment without goodwill of business:: . |
- Tn case of an assignment of a Trade mark, whether registered or unregistered —
without the goodwill of the business, — the assignment will not take effect, unless -
the assignee advertises the assignment in newspapers in’ accordance with the

~ direction of the Registrar. - a |
- The purpose of the advertisement is to give notice of the assignment to the
public. _
- Advertisement may be necessary, only where the mark has been in use. In case
of unused Trademark, since no public confusion would follow their assignment,
advertisement may not be necessary.

[5] Registration of Assignments and Transmissions :

- The procedure for entering the name of the subsequent proprietor. of the -
Trademark, because of assignment or transmission is contained in Section 45.

- An application for registration of a subsequent proprietor, should be
accompanied by proof of the title of the Mark. This may be in the form of a deed
of assignment, deed of partnership or dissolution or-any other -document or
transmission is necessary to establish.title to the registered Mark.

- A document which is not registered, is not ordinarily admissible as evidence of
the title to the Trademark by assignment or transmission, unless the Registrar or
Appellate Board otherwise directs.
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Full ﬁuestmns and Shurt Nntas on

.li’i o

o "Trade i\ﬂarks Act 1999“

Full Ouesttons— TS 1 ;
1) Explain the procedure for; the reglstratlon of trademarks under the Trademarks Aot
1999. (April, 2004; Noy, 2004 April, 2009; ‘Nov; 2009; Apr11,,2011)

2) Explaln the procedure for reglstratlon of trademark and its.renewal under the

Trademark Act, 1999. (Apr,ll 2008).. .,

3) Discuss the procedure for the regrstratron of trademarks What are e the effects of |

. registration ? (Nov 2011; May, 2012). . .

4) Explain the various circumstances in which reglstered trademarks can be removed
from the Register of Trademarks..(April, 2004; Noy. 2004), .

5) What amounts to.an infringement of a Trademark? (Nov. 2008) A

6) What is the distinction between an “infringement action” and “passing off aotron” ?

 Discuss the issues involved, and the nature of relief which can be granted or sought
for, in the said two actions. (April, 2004; Nov. 2004; Nov. 2010)

7) What is the distinction between an “infringement action™ and “passing-6ff action” ?
Discuss the issues involved, and the nature of relief which can:be granted or sought
for, in the said two actions. (April, 2004; Nov. 2004; May, 2014; Nov. 2016)/What
is Passing Off ? Distinguish between Infringement and Passing Off 7 (Nov. 2017).

8) Explain the meaning of “Permitted use” and “Registered user” under the Trade
Marks Act, 1999. State the provisions regarding Registered Users of a trademark
(April, 2004).

9) What is a Trade mark ? How can a person become a- proprietor of a trademark ?
How can a proprietor of a trademark protect his mark ? (Nov. 2004). :

10) ~ What is a Trademark 7 What are the qualities of a good Trademark 7 Explain the
trademarks which cannot be registered. (Nov. 2010).

11) State the effect of registration of Trademark under the Trade Marks Aet 11999,
(April, 2005; Nov., 2005)

12) Discuss the grounds for refusal of registration of a Trademark under the Trade
Marks Act, 1999. (Nov. 2005; April, 2006; April, 2007; Nov., 2007 April, 2009
Nov. 2010; Nov. 2014)

13) What is Trademark ? Discuss the various grounds of refusal of reglstratlon of
trademarks. (May, 2013; May, 2015; Nov. 2015; May, 2016).

14) Discuss the relative grounds for refusal of registration under the prov1srons of
the Trade Marks Act, 1999 (Nov. 2008).
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"15) . State the absolute grounds for refusal of registration of a Trademark under the

" Trade Marks Act; 1999, (May, 2006; Noy,, 2006; April,2607; Nov. 2007; Nov.

A3

D016, May, 2017); - e

16) Explain the provisions relating to :Assignment and Transmission” under the '
Trade Marks Act. (April, 2010). .~~~ .

17) Distinguish Bétweén" {rademark’ and Copyright: i What ‘are the advantages of
registering them. (April, 2010)#% SHEETIRVE S ' ‘

©18) .- Who_can file the suit: for the inﬁiiﬁggnisnf of a trademark ? What are the

défences available to the defendant ?, What reliefs. can the Court pass in a suit for
_infiingement 9(Nov, 2011; Decernber, 2012;Nov,2016).

19) " Explain the defences available to the Defendant m the suit for infringement of
Trademark. (May, 2014). '

20) What are the various forms Trade Marks 7'V '.,lgt‘“ are-the qualities of good Trade

- Mark 7 (Nov.2017). .

| ShortNotes';‘.-. L

1) Certification of Trade Mark. (April, 2004; May, 20063 May, 2017).

2) Qualities of a good trademark. (Nov. 2014; May, 2015; May, 2016).

3) Registered User under the Trade Marks Act, 1999: (April, 20055 Nov., 2005).

4) Assignment of Trade Marks. (Nov. 20055 April, 2008). B

5) Collective Trade Mark. (April; 2005; Nov., 2005; Nov., 2007; April, 2010; Nov.
2011; May, 2012; Nov. 2017). -~~~ ¢ . :

6) Passing Off Action. (April, 20065 April, 2011)’

7) Certification of Trademarks. (April, 2006)

8) Meaning and Purpose of Trademarks. (Nov., 2006).

- 9) Rights conferred by registration of trademarks. (April, 2007).

10) Passing Off. (Nov., 2006; Nov., 2007) :

11) Rights conferred by registration of Trade Marks Act, 1999. (April, 2007)

12) Well-known Trademarks. (Nov., 2007; Nov. 2008; December, 2012; May,
2013; Nov. 2016) o .

13) Permitted User. (April, 2009; Nov. 2009).

14) Non-user Trademark.(Nov. 2009).

15) Functions of Trademark. (May, 2013; May, 2016; Nov. 2017}).

16) Objectives of trademark law. (December, 2013).

17) Prohibition of registration of certain names of chemical elements or international
non-proprietory names. (Nov. 2016). | '

18) Ghost marks. (May, 2017).
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”?ATENT% ACT 25_97@”
’Wztﬁ

THE PATENTS (AMENDMENT ) ACT 2005
(Act No. 15 OF 2005)

S R o [4% April, 2005]
An Act further to amend the Par_eﬁzsf Act, I 970, |
BE it enacted by Parliament in the Fifty-sixth Year of the Republic of India as follows

.Statement of Objects and Réasons — -

The Iaw relating to patents is contained in the Patents Act, 1970 (39 of 1970) which

- came into force on the 20™ April, 1972, This Act was amended in March, 1999 and

June, 2002 to meet India’s obligations under the Agreement on Trade Related Aspects

of In’tellectual Property Rights (TRIPS), which forms part of the agreement

establishing the World Trade Organization (WTO).

(1) The amendments prlmarﬂy focused on the obligations Wthh came into force from

1* January, 1995 and obligations which.came into force from 1* January, 2000.

(2) The first amendment to the Patents Act introduced a transitional facility (“mail

~ box”) from January, 01, 1995 to receive and hold product patent application in the
- fields of pharmaceuticals and agricultural chemicals till Janudry 01, 2005 and also for

grant of exclusive matketing rights (EMRs) for a period of 5 years or till the product

patent is granted or patent application is réjected, whichever is earlier.

(3) The earlier amendments had, inter alia, provided for the modalities for a ten-year

transition facility (which India had negotiated at the of its accession to the WTO

(World Trade Organization), commencing from  the 1 January, 1995, As a -

consequence, the law was required to be amended further in respect of India’s
obligations under the TRIPS Agreement, due from %] anuary, 2005,

(4) The Premdent promulgated the Patents (Amendment) Ordinance, 2005 (Ord. 7 of
2004) on the 26" December, 2004.

(5) While considering the third set of amendments to the Act, efforts have been made
not only to fulfil our final obligation under the TRIPs Agreement, but also to simplify
and rationalize the procedure governing grant of patents so as to make the system more
efficient and user-friendly.

Some of the salient features of the Bill (Amendment Act 38 Of 2002) are as under
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" (to -define the *term_“invention” in’ consonance with international practices and
2. consistent with TRIPS Agreement; e R Co -
‘() fo modify Section 3 of the present Act to include exclusions permitted by TRIPS

4 o ‘Agreement and also subject-matiers like discovery of ‘any living or non-living

4.~ substances occurring in nature in the list of exclusions which in genéral do not

aticonstitute patentable vention; © e e TR e

(¢)to align rights of patentee as per Article 28 of the TRIPS Agreement;

“Yd)toadd ‘provision for reversal of burden of proof in case of infringerment suit on

ol proceéss patent in‘iccordance with Article 34 of the TRIPS Agreement;

-(e) to provide uniform term of patent protection of 20 years for all categories of

.. inventions as per Article 33 of the TRIPS Agreement; o -

" (f to align the ‘provisions relating to compulsory licensing and to omit provisions

- relating to licensing of rights; L

' i(g)to provide provisions relatitig to parallel import of patented products; .

" (W)to make a provision® for enabling persons other than patent holder to obtain

marketing approval from the appropriate regulatory authorities within 3 years

before the expiration of the term of the patent; ‘

(i) to incorporate measures for protection of bio-diversities and traditional knowledge;

* () to provide an Appellate Board for speedy disposal of appeals and rectification of

register of patent which at present lie before High Coutt;

(k) to amend the provisions relating to national security;

() to amend several provisions of the Act with a view to simplifying and rationalizing

the procedures aimed at benefiting users. ' -

' “PATENTS”:

' The Patents Act, 1970, which is prescribed for the svllabus is discussed

under Kight Chapters :

3
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o CHAPTER -1

QE « AIMS AND OBJECTS OF THE PATENTS ACT, 1970”

A

QE The salient features of the amendments contained in the said Ordinance -
QQ (Amendment Act 15 of 2005) are as follows : —

i

(a) to introduce product patent protection in all fields of technology (that is drugs, food
and chemicals since product patent protection already exists for all other fields), as
per Article 27 of the TRIPs Agreement; '
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"(b) to modlfy the provisions relatmg fo. excluswe marketmg rrohts (EMRS) since these

~ were part of the transitional arrancrements e VT e
(c)to modify -and clarify the provisions 1e1at1n0 to patentmcr -of software 1e1ated
. inventions when they have tochmcal appllcatlon to mdustry or in combination- with

Jhardware; . L oo o O Y T KA

| (d) to modify the pr ovisions relatmcr to Opposmon procedure wrth aview to, streamhne _
the system by having both, pre-grant and post-grant opposition in the Patent Office;

(e) to,introduce a provision for enabling grant of compulsow licence for, export- of
medicines to countries which have insufficient or no manufacturing capacity, to
‘meet emergent public health situations (permissible under paragraph 6 of the Doha
‘Declaration on TRIPs and Public Health); \

(f) to amend and strengthen the provisions relating to national security to guard agamst

- patenting abroad of dual use technologies;

- (g) to amend the provisions relating to the Intellectual Property Appellate Board witha
view to extending its Jurlsdrotron to revocation of patents also; :

(h) to amend certain provisions with a view to harmornzmg them with the Patent
Cooperation Treaty to which India is signatory;

© (i) to rationalize the provisions relating to time-lines with a view to reducmg the
processing time for patent apphcatlons and to simplify the procedure. -

| [I] Nature of Intellectual Propertv :

Intellectual property is an intangible, incorporate property
Intellectual property includes, Patents, Trademark, Copyrights, and

~ Industrial Designs.
Patents : relates to novel products or process of manufacture.
Trademark : relates to word /name /device used in relation -
to particular goods to indicate the source of manufacture or trade
origin of the goods. '
Copyright : relates to Literary, Dramatic, Musical, Artistic
Works, Cinematograph Films and Sound Recordings.
Patent is also an Intellectual Property, and the Statute Governing it,
is “the Patents Act, 1970, '

[II] What is Patent ?

" A Patent is a Monopoly right granited to a person who has, — Coo RS
a) invented a new and useful article, or : - S
b) made the rmprovm;cnt of an existing article or a new process of makmnr an
article.

Thus, a Patent is granted for :-

DOOCO0OO0OOCO0OO0O00O0000000O0 o_r_Qw_Q.o.._Q___.‘o".o.-.
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- new product invented; =~ «f T e -
. " improvement on an existing product; - "+ SR
- new process for making an article. ‘

Tt consists of exclusive right to manufacture the new -article” invented; or- -

manifacture an article to the invented process for limited period.” <~ -

After the expiry of the duration of Patent, any on¢ can miake use of the 'patént’e’d e

~ invention or process. Co ‘ : By 7
A Patent is a form of industrial property; or-as it is now called, intellectaal " -
_property. o - | S L

The owner of the Patent —
1. can sell the Patent; : :
2. he can also grant licences to others to exploit the Patent.

A Patent, being a creation of Statute, is territorial in extent. A Patent granted in
one State, cannot be enforced in another State, unless the invention concerned is
also patented in that state:

[III] Objects of Patent Law :

" Following are the objects of the Patent Law —

- 1) Encourage and Develop new Technology and ‘Ind'ustry :

The object of granting Patent, is fo encourage and develop new technology and
industry.

2) Induce an inventor to disclose his discoveries :

It induces an inventor to disclose his discoveries instead of keeping them as a
trade secret. : |

An Inventor may disclose the new invention, only if, he is rewarded, otherwise,

- he may work it secretly.

In consideration of grant of monopoly for a limited period, the inventor
discloses the details of the new invention and the method of working it, so that,
after the expiry of the monopoly period, others can use the invention or Improve
upon it.

3) Reward for expenses of developing inventions :
Tt offers a reward for the expenses of developing inventions, to the stage at
which they are commercially practicable.

4) Inducement to Invest Capital : |
It provides an inducement to invest capital in new lines of production.
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world before the date of filing of patent application with complete specification, 1.8
the subject matter has not fallen in public domain or:that it does not form part.of the
state of the art; ' _ S L A
(la) “Opposition Board” means an Opposition Board constituted under sub-section
(3) of Section 25; . e N

~ (m) “patent” means a patent for any invention granted under.this Act; -« = ;

(n) “patent agent” means a person for the time being registered-under this' Actasd =
patent agent; | L IR ' .

(0) “patented article” and “patented process” means  respectively: an article ,or
process. in respect of which a patent is-in.force; o ‘ .

(p) “patentee” means the person for the time being entered on the register as the
grantee or proprietor of the patent; o

(q) “patent of addition” means a patent granted in accordance with Section 54;

(t) “person interested” includes a person engaged in, or in promoting, research in the
same field as that to which the invention relates; - ' L

(tz) “pharmaceutical substance” means any new entity involving one or. more
inventive steps; S .

(y) “true and first inventor” does not include either the first importer of an invention
into India, or a person to whom an invention is first communicated from outside India.

I3 ! T e - .
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“INVENTIONS WHICH CAN BE PATENTED AND WHICH
'  CANNOT. BE PATENTED™* TGl g

3 P I S A TSI TR X BETIEa
| [I] Inventlons whlch can be patented L |

' i et [N
S L AR DEF AR AT

e fgrae i RIS .‘a:-::'-ra‘-?a;

All inventions are patentable subJect to the excepuons under the Act.”
Always, in any legal provision, there are’ certam excep’nons Accordmgly’, ther‘e
are certain inventions which dre not patentable B

[ I
L

“Invention” Cowy
~ Invention means, any new and-useful — .
1) Art, Process, Method or Manner of manufacture
2) Machine, Apparatus or other Articles. R :
3) Substance produced by manufacture; and 1nc1udes any new and useful
improvement of any of them. - :
Explanatzon A Method or process is a Manufacture, 1f it—
i) Results in the production of some vendible product: -
ii) Improves or restores to its former condition a vendrble product
iii) Has the effect of presewmg the vendible product from detcnoratlon

B e

Saon Gt

2 N
2y

e 2
e Tty

Ingredients of the definition of “invention” : -

Following are the essentials of invention -

1) An invention which is new and useful;

2) It must relate to a machine, article or substance produced by manufacture or
the process of manufacture of an article;

3) It must be an improvement of an article or of a process of rnanufacture

Allied Provisions :
1) The applicant for the patent, must be true and 1* inventor, or a person who has
derived title from him, the right to apply for patents being ass1gnab1e
2) The applicant must give full and sufficient disclosure of the invention, and
specify the precise hmlt of the monopoly claimed.
Example : General products — 14 years.
Spec1ﬁed products — 7 years.

Essential requirements of invention -
Novelty;

Inventiveness;
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[X1] Inventions not Patentable or What are not mventwns :
Sectmn 3 -

- FoIlowmg are the 12 cases of Invennon to wh1ch Patent r1ght w111 not be granted
1) Frivolous or Obkus or Contrary to Natural Law _ :

- An Invention which is frivolous ‘or Which'i is:0bviotfs ‘or which claims anything
obvious or contrary to well established :natural law.

2) Contrary to Morahty (Pubhc Health / Law) :

- An invention, the primary or intended use of Wthh would be contrary to law or
morality or injurious to public health.

3) Discovery of a Scientific / Abstract Theory :

- The mere discovery of a sc1ent1ﬁc pr1n01p1e or the formulation of an abstract
theory. :

4) Method of Agriculture or Hortlculture.

5) Invention Relating to Atomic Energy.

6) Mere Discovery of New Property or New use :

- A mere discovery of a new property or a new use of a known substance, or of
the mere new use of known process, machine or apparatus, unless such known |
process results in a new product or employs at least one new reactant,

7) Mere Admixture : -

- A substance obtained by mere admixture resultlng only in the aggregation of the
properties of the components thereof, or a process for producing such substance.

8) Mere Arrangement or Rearrangement : _
- A mere arrangement or rearrangement or duplication of known devices, each
functioning independently of one another in a known way.

9) Method or process of Testing :

- A Method or process of testing applicable during the process of manufacture for
rendering the machine, apparatus or other equipment more efficient, or for the
improvement or restoration of the existing machine, apparatus or other equipment,
or for the improvement or control of manufacture.

10) Medical Treatment of Humans / Animals / Plants :

-A process of the Medical, Surgical, Curative, Prophylactic treatment (treatment
serving to protect from disease, e.g. vaccine) or other treatment of human beings,

or any process for a similar treatment of animals or plants to render them free of
disease or to increase their economic value or that of their products,

11) Food — Drug — Medicine — No Patent for Substance :

- In respect ot food — medicine — drugs, patents.are granted for the process of
manufacture of the substance, but not for the substance itself.

12) Only Chemical Process — No Patent for Substance :
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T respect of substances produced by chemical process, — patents are granted
. only for the chemical process of manufacture but not-for the substance itself.

6 Sectmn 4 : Inventions relat J to atomlc enerov not patentable T =

©- - No patent shall be grantéd in respect of an invetition rélating to atomic energy
e falhng Wlthm sub-section (fl) of Sectlon 20 of the Atomlc Energy Act 1962
D
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. CHAPTER =T~ =™ "

. “APPLICATIONS FOR PATENTS” o
(ROCEDURE FOR OBTAINING A PATENT)

F

‘ l' Iﬂ g ‘ ( "“‘ ) ‘ i’ : ) . i“rl‘

,,,,,

| The procedure to be followed for the grant of Patent under the

.. .Patent Act, 1970.:= .. mv s e g i e

TR e e o) R

[I] Section6 : ‘'Who can make an apphcatlon ?
In order to obtain a Patent under the Act, any of the following 3 types of persons
‘can make an apphcatlon - |
1. Any person claiming to be. true and first inventor of the invention.
2. A Person to whom the right to -make an application has been assigned (ie :-
assignee) ‘
-3. The legal representatwe of either of these two above mentioned persons.
a) Assignment should be in writing :
Here, it may be noted that, an assignment of r1ght for making an apphcauon must
be in writing. It should be express and not 1mphed
b) Joint application :
Sometimes, apphcat1on is made jointly by the actual inventor and some other
person. But, it is a must that, — one of the joint applicant is the original inventor,
unless and until, the original mventor is a party to the application, the application
is void.
¢) Applicant — employee
If a particular person is an employee ofa corporatmn firm, or Government, etc.
If A has made a particular invention, can the employer claim to the mventmn ?
Answer is ‘No’.
Employer cannot claim, unless and until, there is a spec1ﬁc agreement to that
effect between the employer and employee _
- If the employee is employed only for the purpose of Research in that case, —
the employer is entitled for the invention, and can make an application for the
Patent of the Invention.

[[I] Filing of application for a Patent, accompanied by

either provisional specifications or complete specifications :
The application has to be made in the prescribed form and filed in the Patent
office, — .

b O O O O o O O O . O _O O O . Q@_&-\_;QM O ;uoO-u’:C_).g.-'»‘e,O;g‘ggi;Q,ﬁ.,y.O&?f :Oﬁéi‘ Tl J3




_IPR 95, Authors - Prof. _Prtzkaslzf( 'Mol«l:al'&i‘/fdv Ishwt’zr?aé Acrariufil

o

1

20 3" Wher such apphcatlon is made by an asswnee he must submlt proof of his rlght

§ O _toémake such ar. apphca‘uon T AR ELIE L U RS
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{02 Sect10n7 “Form of appllcatlon— _
E 0o 5.7 (1) : Every application for a patent shall be for one mventmn only and shall e
% P ;be made in the prescribed form, and filed in the patent ofﬁce o Lo

% L ,S.‘ 7 (3) _Provides thaf, the apphcatlon must state _the followmg -

e The apphcant is in Possesswn of the invention. "

" The Naine, of the owner claiming to be true “and first owner. Sectmn 7 (4) ,
‘ prov1des ‘that ¢ every such apphcatmn should be accompamed by a prov1510na1 or
- complete specifications of the invention. '

5 'Sectlon 9 : Provisional and Complete Spec1ﬁcat10ns — |
" (1)Where an application for a patent is accompanled by a prov151ona1
specification, a complete specification - shall be fileéd within twelve months
from the date of filing of the application, and if the complete spec1ﬁcat10n is
not so filed, the application shall be deemed to be abandoned.

(2) Where two or more applications in the name of the same applicant are
accompanied by prov151ona1 specifications.in respect of inventions which are .

. cognate or of which one is a modification of another and the Controller is of .
the opinion that the whole of such:inventions are such as to constitute a single’
invention and may properly be included in one patent, he may allow one
complete = specification to be filed in respect of all such provisional
specifications :

Provided that the period of time spec1ﬁed under sub-section (1) shall be
reckoned from the date of filing of the earliest provisional specification.

(3) Where an application for a patent is accompanied by a specification purporting
to be a complete specification, the Controller may, if the applicant so requests
at any time within twelve months from the date of filing of the application,
direct that such specification shall be treated, for the purposes of this Act, as a
provisional specification and proceed with the application accordingly.

Section 10 : Contents of specifications —

(1)Every specification, whether provisional or complete, shall describe the
invention and shall begin with a title sufficiently indicating the subject-matter
to which the invention relates.

(2)If the Controller so requires, the drawings shall be supplied for the purposes
of any specification, whether complete or provisional; and any drawings so
supplied shall, unless the Coutroller. otherw1se directs, be deemed to form part
of the specification. -
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-(3) If the Controller consrders 1t necessary that the application shall further be: -
supplemented- by a model or sample of anything illustrating the invention, = :
such model or sample shall be furnished, but such rnodel or sarnple shall not, .

be deemed to form part of the spec1ﬁca‘non
4) Every complete specrﬁoatlon shall — |
a) fully and particularly “describe the invention and 1ts operatlon
b) describe the use and the method by which the mventron is to be performed

.¢) disclose the best method of performing the 1nvent1on

| (S)The cornplete spemﬁcatron should state the claim ‘ot claims — definmg the

scope of the invention for which the protectron is claimed. -

Why provisional specifications are filed ?
: Answer To get advantage of a prior date of the Patent.

Complete spec1ﬁcat10ns to be filed within 15 months
- The applicant should file the complete specrﬁoatrons within 15 rnonths after

- filing the.prov1srona1 specifications.

[III] Serutiny of the Application :

- For this purpose, examiners have been provided under the Act.
- They have the responsibility of deciding the validity. of the: apphcatron Scrutiny
may be either formal or substantive.

Formal scrutlny

_ Tt is ascertained whether the application complies with the prescribed conditions,
viz : |

- That the preserlbed form of an application is used;

- Payment of prescribed fees is made;

- Furnished the particulars prescribed, etc.

Substantive Scrutiny :

It is ascertained whether —

- The matter is an invention, or not;

- The requirements as to the specifications have been complied with, or not.

- This includes a search to determine — prior use, prior claims, prior pubhcatron |

and prior public working.

-Two Tests :
- The examiner should examine the test of the definition of the 1nvent10n

Novelty and Utility — by'the National standards;
Inventiveness and Non-Obviousness.
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Q :?-.’-;fsuch application in the Official Gazette : "

-""._'[IV] ‘Acceptance of the apphcatlon and ‘Advertlsement of

[4.!-|, EE

"~ 'The examiner submitting his report to the Conuoller— g oo

in fe

{2 1) May Reject the application = i MO i BLUSES

. If the report is adverse to the apphcant or requires any amendment fo it or o tI ;L
. specifications, S L
- The Controller, before d1sposmg of the apphcatlon mforms the apphcant about
~ such deficiencies, before the application is disposed. .
Section 15: Provides that, the Controller should consider the appltcatlon and 1f
the Controller finds that the application or any specification does not comply. w1th
. the requirements of the Act, he may either — -
- 1) Refuse to proceed with the application; or
i) Require the application, specification to be amended.
- The Controller is also empowered to reject the application, if he finds that -
The invention claimed in the specifications, is not an invention within the
‘meaning of the Act; or |
The invention is not patentable under the Act; or
If he is of the opinion that, the invention may be used in contravention of the law.

2) May accept the application and Advertise in the Official Gazette.
_ If the Controller is satisfied that, the application is correct and all the
specifications are as per the requirements, and all the other requirements have
been comniplied with —

- He may accept the application, and cause the application to be advertised in the
Official Gazette — stating that the application has been accepted, giving reasons,
and calling for any opposition from any person interested.

[V] Opposition :

Who and on what grounds the grant of patent can be opposed ?

Opp051t1on to be made within 4 months of the advertisement.

Any person interested, may oppose the grant on the following grounds only, and

no other, -

a) Invention unlawfully obtained.

b) Prior publication in any Indian specifications, or any other document in India
or elsewhere:

¢) Prior claim in concurrent application.

d) Prior public'use or public knowledge in India.

e) Obviousness and Lack of inventive step.

f) Invention not Patentable under the Act.
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on,~ it'is not made within préseribed time. ' - S

g

: : 7 ;
g) Insufficient description of the HVENHON.. 2.y o T 0 e s o ' ‘ ():E)E
h) Failure to'disclose information relating to foreign applications. s 2

.

i)In case of convention applicati
[VI] Incorporation of name of the Inventor.in the Register: . :
OfPatentSA AR IETRRTE ~ "4 ER RTINS f‘.:'r'- SR i
If there is no opposition to the application, or when the Controller finds that thc;fe
is no substance in the opposition to'the claiiii’ of the ‘applicant, = The ¢oiitroller
may grant Patent to the applicant. e R AR
_ Once the Controller has granted a patent to-the-applicant; it is etteréd in the
. Register of patents. | | " o ‘-
.. - However, it should be noted that, mere enfry in the Patents Register, does not -

confer any right under the Patent. %

, . . ,ﬁ
[VII] Sealing of the Patent: 9
When an application has been accepted, and :- | jo!:
a) The application has not been opposed within the time limit prescribed (4 %

months), or - g

b) The application has been opposed, and it has been decided in favour of the
applicant, or ' :
¢) The application has not been refused by the Controller.

- The applicant makes request to the Controller to seal the patent. %
- The request should be made within 6 months from the date of Advertisement of @
acceptance. O%

- However, the delay may be condoned if there are proceedings pending before
the Controller himself or before the High Court.

- On receiving the request, the Controller directs the patent to be sealed with the
seal of the patent office, and the date on which the Patent is sealed should be i

entered in the Register. ,
- It may be noted that, — the original period of 6 months may be extended by a

maximum of 3 months.

o
Of

[VIII] Date of Patent : .
Section 45 states that — (1) Every patent shall be dated as of the date on which the
- application for patent was filed. (2) The date of every patent shall be entered in

the register. :
- Thus, the actual date would be previous date i.e. the datc prior to the final

disposal of the proceedings.
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[[IX] Term of Patent: 1. g,; 3 a?ﬁf :
Section 53 (1) states that subject to the p10v1s1ons ‘of this Act, the term of every
patent granted, after the.commencement of the Patents (Amendment) Act; 2002,
and the term of every patent “which has not expned and has hot ceased to have

. effect, on the date of such commencement under this Act shall be twentv Vears -
from the date of filing of the apphcatmn for the patent [T m, s

Sectlon 53 (2) states that—a patent shall cease to 'have effect o the. expnatlon of

01 4)

the penod prescnbed for thé payment of any renewal fee AT tLhat fee 1§ not. pald

-----

within the prescrlbed penod or W1th1n such extended penod as fnay be prescrlbed
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CHAPTER ]W
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“PATENTS OF ADDITION 9
. e (Sectlons 54 to 56) “““
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Section 54 Patents of addltlon 2

(1) Subject to the p];ovlslons contamec}i in thi thls S,‘?C,.tla?ﬂ.;; it . ‘
where an appllcatlon 18 'made for a pat ent in reépect of any 1n;1pro'vement in or
modification "of ‘an- mvenhon descnbed or d1sclosed n’ the complete
spec1ﬁcat10n filed therefor (m this Act referred to as the “main 1nve11t1on”) and
the apphcant also applies or has applied for a patent for that invention or is the
patentee in respect thereof, the Controller may, if the applicant so requests,
grant the patent for the improvement or modification as a pafent of addition.

(2) where an invention being an improvement in or modification of~another
invention, is the subject of an independent patent and the patentee in respect of
that patent is also the patentee in respect of the patent for the main invention,
the Controller may, if the patentee so requests, by order, revoke the patent for
the improvement of modification and grant to the patentee a patent of addition
in respect thereof, bearing the same date as the date of the patent so revoked.

(3) A patent shall not be granted as a patent of addition unless the date of filing of
the application was the same as or later than the date of filing of the
application in respect of the main invention.

(4) A patent of addition shall not be granted before grant of the patent for the main
invention.

[

Section 55 : Term of patents of addition —

(1) A patent of addition shall be granted for a term equal to that of the patent for

the main invention, or so much thereof as has not expired, and shall remain in
force during that term or until the previous cesser of the patent for the main
invention and no longer :
Provided that if the patent for the main invention is revoked under this Act, the
Court, or, as the case may be, the Controller, on request made to him by the
patentee in prescribe manner, may order that the patent of addition shall
become an independent patent for the remainder of the term for the patent for
the main invention and thereupon the patent shall continue in force as an
independent patent accordingly.

(2)No renewal fees shall be payable in respect of a patent of addition, but, if any
such patent becomes an independent patent under sub-section (1), the same
fees shall thereafter be payable, upon the same dates, as if the patent had been
originally granted as an independent patent.
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"‘_S'ec.t_ipq 56 : Validity of patents of addition — < :

b ; [

B . . RN L. 1’: ,.‘E; -
©(1) The grant of a patent of addition shall not be'réfused; and a patent granted as a

© " patent of addition shall not be revoked or invalidated, on the ground only that

-

© | the invention_claimed. in the complets, gpecifieation does ‘ot involve. any
_inventive step having regard to any publication or use of - '

(a) the mai:;:iﬂngpntipn des ,‘r_ibiediig_ the ,ngn'pl,ete specification relating thereto;
' Lo A FD S E Oy R R WRET A AT R T e

~(b) any improvement in

or modification of thé main invention described in the
complete specification of a patent of addition .o -the patent for the main

invéntion or,of an application for such a patent of addition,

| and the validity ‘of a patent of addition shall not 'b",e': questioned on the ground -
that the invention ought to.have been subject of an, independent patent.

CP © (2)For the removal of doubts, it is hereby declared that in determining the novelty
1ol of the invention claimed in the complete specifi¢ation filed in pursuance of an |
o application for a patent. of addition, regard shall be had also to the complete

\\\\

specification in which the main invéntion is described.
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[LRAPEI -

‘RIGHTS AND DBLIGATIONS OFPATENTEE
R R s i‘ CYIIEN ,&’{ ,-;J_"-.-: ’ L K
LIMITATIONS” OF-‘-THERIGHT “OF PAT ENTEE”

A}
qi LS

TERSR AL IR TR LN IO SR R :
[[] Naturé of Pateiit Rights: ™" |
- A Patent is a statutory grant conferrifig cettain monopoly right on the grantee for
a definite period, subject to certain echditions : B .
a) a patent grant gives the patentes,. the exclusive right o make use of the
patented article orusé the patented process.” B : :
 As 2 consequbnge floWing o s, o
b) he can preveit all others from making of using the patented article or using the
patented process. - A | '
¢) a Patentee has also the power to assign the patent.
d) a Patentee can grant licences; or :
¢) otherwise deal with: it for-any-consideration. oo e

~f) he can prevent others from making or using the patented article or patented

process. He can take action against others who violate his right of the patent.

L S AT B S S

[I] Rights of the Patentee:

1) Right to exploit —

- To exploit or make use of the Patent. :

- A patentee has the exclusive right to make use, exercise, sale or distribute the

patented article or substance in India.

2) Right to use the process —
_"To use or exercise the method or process, if the patent is for a process.
- This right can be exercised either by the patentee himself, or by his licensee or
by his agent.
- The right of patentee can be exercised during the life of the patent.
- There are two types of patents —

a) Article Patented;

b) Process or method which is Patented.
other points — tenure — medicine and food product 5 years from sealing of the
patent; — And in general, 14 years from grant of Patent. ' '
Patent is granted when complete specifications have been fulfilled after filing of
application. After specifications are made, then only sealing of a Patent is done.

QOO0 O0OCOOO0O0DOCCO.00.




3) Right to Assign or giving on Licence—. = - -+ .
7q) — These rights: depend on:the agreement, on the-terms and conditions between..
' the patentee and assignee or licensee. T .
-b) — Sometimes, patent is owned by the proprietor of the patent, there are co-
‘owhers or co-proprietors; :and when this patent has to be assigned or licensed —
"{hen there should be assent from all the co-proprietors. SR N
".!]f there is some dispute between the joint owners, then under circumstances it is
éQﬁhed that the patent has to be assigned or licensed — then it can be-done by the
ontroller of Patents.
"¢) - There are 3 kifids'of assignments —
* _legal assignment; L
- equitdble assignment;
. -mortgages. " | |
‘" - transmission. of patert by operation of law. (when Patentee dies or becomes
" pankrupt — or Invention case of company when company is dissolved)
d) — Central Government has power to acquire a Patent from Patentee or an
Tnvention which'is Subject of an application for Patent, from applicant, for public
purpose. ,

4) Right to Surrender —

- No specific reason or ground required.

phfa i T el e AT AT B

e S R RIS At R MRt mer e

- Application has to be made to the Controller of ~ Patents.

" . Then the Controller will have to advertise that, this particular Patentee wants to
" surrender his Patent rights. .
: Why this procedure is to be followed ?
- To Protect the interest of any 3" person involved in the Patent.

" - After meeting all the objections, the Controller can accept the surrender of the

Patent.

A

5) Right before Sealing — '

- In certain cases, application has been made for grant of Patent, provisional
specifications have been submitted. .

- If the Authority is of the opinion that, the applicant has to use the patent (under
emergency), the applicant will have to satisfy the Controller for what purpose or
circumstance, he requires that patent immediately.

- The Controller can even grant him to use the patent even before the patent has

been Sealed.
- However, he has to give a declaration, thar he will fulfill all the specitications

within time prescribed.
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[III] Obligations of Patentee: . .0 oot o sinees o s

- The possession of a Patent confers on the patentee, not only certain"yaluablé -

monopoly rights and privileges, but also certain obligations and duties as follows-

1) Inventions are worked in India on commercial scale —" % -

- Patents are granted, not only to encourage inventions, bit also to secure that, the -

| invéntig)ﬁs"are'Worked'in Tridia on a commercial scale and to the fullest extent that -
is practicable without delay. . - G e

2) Should not unfairly prejudice the interests of the public.— . |
_Tt is also essential that, the monopoly created by the patent, should not unfairly
prejudice the interests of the public.

- If the patent is not used, or the monopoly abused, compulsory licence may--be

~ granted to any person who is willing to work the patent, or the patent may even be: . .

revoked.

3) Patented products are made available at reasonable price —

_Tt is an implied responsibility of the patentee to work the patent in India, in such
o manner that, the reasonable requirements of the public with respect to the
patented invention, are satisfied, and the products of the invention is made
available to the public at a reasonable price. ,

- Failure to discharge this obligation, may amount to abuse of the monopoly
granted.

4) Patentee restrained from making unjustifiable threats —
_ Further, the patentee may be restrained from making unjustifiable threats of an
action for infringement of the Patent. |

5) Furnish periodical statements —

_ Every patentee and licensee should furnish to the Controller, periodical
statements as to the extent to which the patented invention has been worked on a
commercial basis in India. Failure to supply such information, is a punishable
offence. ' ' '

(V] Limitations of the Right of Patentee :

- The right can be used by some other persons wi
patentee under certain circumstances given as under : viz,

1) For use in experiment and research or instruction purpose—
_ Any person may, for the purpose merely of experiment or researehy or for the
purpose of imparting instructions to pupils, make or use a patented article.or use a

QOO QR OB MBI OIORI T

thout the permission of -the
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e patented process “without the consent of the patentee and without payment of any .
onalty ‘ O L S E P S LA :I'." :

. 2) Use by the Government—' S
- Government use of Patent : - L SR
Under certain circumstances, Govemment can make use of patented arttcles or
"patented process without the consent of the patentee or without paying any royalty
to the patentee. ‘

prov131on is applicable only in certain cases, i.e. medicine, food and drugs
(because, these are essential commodities).

- Not only Government can use the patent, but Government can also acquire the
Tnvention on which the patent right is based. The Government may, or may not
pay some royalty to the patentee.

Q_uestian :

‘Write a short note on : Compulsory licensing in Patents.

3) Compulsory License —
‘These provisions are to be complied by a partlcular Authonty
- Powers have been given to the particular Authority — i.e. the Controller of
Patents under the Patent Act. -
- Under what circumstances, compulsory licence has to be granted ?
If the Patent is not worked, so as to satisfy the reasonable requirements of the
public at a reasonable price, the Controller may grant compulsory licence to any
- other person to work the patent.
- In this case, the Controller can give licence, here the licensee can part with the
patent (licence of right), but with the endorsement (permission) by the Controller
of patents. :
This 1s called the ‘Licence of Right’. :
- The Controller will, accordingly, specify the terms and conditions as to what
royalty has to be paid to the patentee, etc., according to compulsory licence.

4) Invention for Defence purpose —

If the invention is required by the defence :

- The Controller has a right to grant the use of the patent for defence, without the
permission of patentee.

5) Use on Foreign Vessel —

A patent is not deemed to be infringed by the use of the invention in a foreign
vessel or aircraft or a vehicle owned by foreign company, which comes into India
or its terriforial waters temporarily, or accidently, if it satisfies certain conditions.

The Government can acqun‘e for its use, under certain circumstances. This <. ==
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‘ " 6) Limitationson Restored Patents—ui wis - oo 200 e
.~ There are certain circumstances, when Patents can be revoked but it can be

restored by the Controller (Patent can be revoked when fees are not paid).

- When application is made for restoration, then Controller can grant restoratron
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L . CHAPTER-VI'® =" 0
“GROUNDS FOR OPPOSITION TO THE GRANT OF PATENT” ’
, (Sectlons 25to 28) S
P g \“{: su gl T f.'~-> Jf et .-‘.-‘;;z.:-,:-a" i re
OPPOSITION PROCEEDINGS TO GRANT OF PATENTS o
Section 25 : Opp051t10n to the patent~: - SR e e L

(1) Where an application for a patent has been published-but a patent has not been
granted, any person may, in writing, represent by way of opposmon to the
Controller against the grant of patent on the-ground -

(a) that the applicant for the patent or the person under or through Whom he
claims, wrongfully obtained the invention or' any part. thereof from hnn or from

_ aperson under or through whom he claims; . N
(b) that the invention so far as clalmed in any clalm of the complete.
specification has been published before the priority date of the claim —
(1) in any specification filed in pursuance of an apphcatlon for a patent made in

- India 'on or after the 1% day of January, 1912; 0r
(ii) in India or elsewhere, in any other document : '
Provided that the ground specified in sub-clause (ii) shall not be avaﬂable "
where such publication does not constitute an anticipation of the mventlon by -
virtue of sub-section (2) or sub-section (3) of Section 29; '
(c) that the invention so far as claimed in any claim of the complete
spe01ﬁeat1on is claimed in a claim of a complete spe01ﬁcat10n published on
after the priority date of the applicant’s claim and filed in pursuance of an
application for a patent in India, being a claim of which the priority date is

earlier than that of the applicant’s claim; '

(d) that the invention so far as claimed in any clann of the complete
specification was publicly known or publicly used in India before the prlorlty
date of that claim. '
(e) that the invention so far as claimed in any claim of the complete
specification is obvious and clearly does not involve any inventive step, having
regard to the matter published as mentioned in clause (b) or having regard to
what was used in India before the priority date of the applicant’s claim,
(f) that the subject of any claim of the complete specification is not an
invention within the meaning of this Act, or is not patentable under this Act;
(g) that the complete specification does not sufficiently and clearly describe
the invention or the method by which it is to be performed;




PR -108. _Authors—Prof. Prakash K.Mokal & Adv. Ishwarlal Agarwal.

(h) that the applicant has failed to disclose, to the Controller the information
required by Section 8 or has furnished the infofmation which in any material
- particular was false to his knowledge; . - 7 v jo e RS ot
(i) that in the case of conveiitior,.application, the application was- not made
within 12 months from the date of the first application for protection for the
invention made in a qonv_ention.;c_:opptg;_;by,.-t_he;applilqgr_%txorr aperson -from ... .
. whom he derives title; PRI R s e
(j) that the complete specification does not- disclose-of: wrongly-mentions'the: .-
source or geographical origin of biological material used for the'invention; .o +°
(k) that the invention so far as claimedrin~any claim of the comiplete
specification is anticipated having regard to the knowledge, oral or otherwise,-
available within any local or indigenous community ih India or elsewhere, but
on no other ground and the controller shall, if .requested by such person for
being heard, hear him and dispose of. such representation.in such manner and
within such period as may be prescribed. | S o

(2) At any time after the grant of patent but before the expiry of a period of one

" year from the date of publication of grant of patent, any person interested may
give notice of opposition to the Controller in the prescribcd.mapnér'bnz any of
the following grounds, namely: — | | o
(a) that the” patentee or the person under or through whom he claims,
wrongfully obtained the invention or any part thereof from him or from a
person under or through whom he claims; . - _
(b) that the invention so far as claimed in any claim of the complete
specification has been published before the priority date of the claim — (i) in
any specification filed in pursuance of an application for a patent made in India
on or after the 1% day of January, 1912; or (i) in India or elsewhere, in any
other document; | ' - f
(c) that the invention so far as claimed in claim of the complete specification in
claimed in a claim of a complete specification published on or after the priority
date of the claim of the patentee and filed in pursuance of an application for a
patent in India, being a claim of which the priority date is earlier than that of
the claim of the patentee; .
(d) that the invention so far as claimed in any claim of the complete
specification was publicly known or publicly used in India before the priority
date of that claim; ' o
(¢) that the invention so far as claimed in any claim of the complete
specification is obvious and clearly does not mvolve any inyentive step, having
regard to what was used in India before the priority date of the claim;
(f) that the subject of any claim of the complete specification is not an
invention within the meaning of this Act, or is not patentable under this Act;
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7% (g) that the-complete specification does not sufﬁotently and elearly desenbe
+. the ihvention 6f the'méthod by which it'is to'be performed; -+ * -+ v - i
" (h) that the patentee has failed to disclose to ‘the*Controller the information
- required by Section 8 or has furnished the 1nformat1on Wthh in any materral |
- part1cular was false to hlS knolwledge SRR - N ‘
(i) that in ‘the case of 4@ patent granted on conventlon apphcatlon the .
+ application for patent was not made within 12 months from the dafe of the first
~ . application for protection for the inveritioh madeélina: convention: country:or e
" India by the patentee’or apersom from-whom he derives itle;.
(j) that: the complete! spe01ﬁcat1on does-Tiot: dlsclose sor:wrongly . mentions the
source and geographical origin of biological material used for the-invention; -
(k). that the invention so far as claimed in any claim of-the -complete
specification was anticipated having regard to the knowledge, oral or
otherwise, available within any local or. 1nd1genous communrty 1n Indza or
- .elsewhere, but on no other. ground. - . . T |
(3) (2) Where such notice of oppos1t10n is duly glven under sub seetlon (2) the,.
Controller shall notify the patentee.
(b) On receipt of such notice of opposition, the. Controller shall by order n
writing, constitute a Board to- be known as the opp,os1t1on Board con51st1ng of |
such -officers as he may determine and refer such, notice. of opposition along
with the documents to that Board for examination and submlssmns of its
recommendations to the Controller. o
(c) Every Opposmon Board constituted under clause (b) shall conduct the
examination in accordance with such procedure as may be preseribed.
(4) On receipt of the recommendation of the Opposition Board and after giving the
patentee and the opponent an opportunity of being heard, the Controller shall
order either to maintain or to amend or to revoke the patent.

Questzon :
State the grounds of opposition of patents under the Patents Act 1970 (Aprzl

2009; Nov. 2017) or
Who can oppose grant of patent and on what grounds 2 What is the procedure
for opposrng a patent ? GVov 201 0; April, 2011) T

L
A

The Grounds for opposrtlon to the grant of Patent (Sectmn 25- |

SOIOF
% Opposition to the grant of patent may be made, once the Controller has acoepted
Cﬂ) the complete specifications, and it is advertised in the Official Gazette giving

bl

reasons for such acceptance.
- It is thrown open to the public to oppose the grant if there are any reasonable
grounds for the same.

EPE
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- Within .4 rnonths from . the - date. of advertrsement of -the - acceptance of the

complete specrﬁcatrons any Jperson 1nterested may grve notrce 1o the Controller
' statrng his opposrtlon o the grant of patent .

T T U
I i ‘

.'t‘,. L VIR

“Any Person Triter esteds, AT

“Person 1nterested” 1ncludes a person engaged in, or promotmg, research 1n the*

-same ﬁeld 4S that’of the 1nvent10n ’ ]
"coribi)er;fr”; e e e fo - , .

‘Thus rhe cans estabhshl locus standzyon the followmg grounds .

i) He has in his possgssion; patents relating to the same sub] ect matter

i) Bona fide'manufacturer Of an’ artlcle or. based on a similar process as that of .
thednvention. - .-~ ¢ o lenineih o

111) ' 'Tradmg mterest o

[I] Grounds for Opposmon :

An application for a patent may be opposed by any person 1nterested on one or
more of the following 9 grottids, and no other — :

1) Invention Wrongfully obtained.

2} Prlor pubhcatron n any Indran spec1ﬁcatlon or prror publication in any other

3) Pricr clarm ih'a concurrent apphcation.

4) Prior public use or public knowledge in India,

5) Obviousness and Lack of Inventive step.

'6) Invention not patentable under the Act.

7) Insufficient description of the invention.

8) Failure to disclose information relating to foreign application.

9) In the case of convention application not made within the p'réscribed time.

All the above 9 Grounds on which Apphcatron for Patent can be opposed, are
discussed in detail as under —

1) Invention Wrongfullv obtamed —

- The invention sought to be patented, must have been. obtalned Wrongﬁllly from
the opponent. R P TI BTR :
- The applicant must have obtained the inventjon wrongfully from the opponent
- Even if a part of the invention has been obtained Wrongﬁllly, it s sufﬁcrent '
ground for opposition.

- When there is a doubt regarding wrongful obtainment; appltcauen should be

allowed to. proceed and it may be later revoked by the Court protdioafd Lo

1934 i...- 2N
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2) Prior . pubhcatlon in- anv Indian - speclﬁcatron,mor sprlor
publlcatlon in anv other document in Indla or elsewhere = i1

»--,-’.'-. --u’.j RNE ‘_:)_:,e

Prior pubhcatron of any of the clalms in any Indran spemﬁcatlon .or rn any '
" ocument in Indla or: elsewhere isa ground of opposrtlon R !

: ;theapphcatlon A HE Do it
Publication’ means makmg pubhcly known and ‘Pubhsh’ means, make |
.generally KNOWIL - 2y 171 - : :

" The publication must be, such that the persons to Whom the 1nformat10n is

Smmunicated, must be free to use it as they please. Thus, where the document

as sent from:onewperson to another conﬁdenually, such transtrission- will not.

jake: the document pubhc ;a.;_ T

) Phior ¢iain in a concurrent application — |
'If,any claim made in -the .applicant’s . gpecification  as is claimed in-a
pecrﬁcatron w1th a prlorrty date earlier. than that of the applicant’s claim.

4) Prior public knowledge or-public use in India:

- If the inyention, cglarrned by, the.applicant in any claim, was pubhcly known or
‘publicly used m. Indla ‘before. the prlorrty date of that claim, — it is a ground for
"Vopposruon -

- If the invention clarrned is a process it w111 be deemed to have been publicly
‘known or used in India, if the product made from the process has been already
imported into.India before that date.

5) Obviousness or lack of Tnventive Step —

- The presence of inventive step is a “sine qua non’ for any patentable mventro.r,
therefore, if any claim for invention is.obvious, and, clearly does not involve
inventive steps, — then it is a ground for opposing 1 the grant of patent

- However, this question must be decrded in the context of any prior pubhcatlon
or public user except secref use.

- In order to succeed on this ground the clarrn must have been obvious to a man
skilled in the particular art on the priority date of the cIalrn

6) Invention not Patentable under the Act —

- This ground includes those cases where the patent Act 1970 has specifically laid
down that certain inventions are not patentable

- There.are 12 such cases. They are —

1. Frlvolous or obvious. or contrary to Natural Law

2. Contrary to Law, or Morahty, or Public Health.

3. Mere Discovery of a scientific principle or abstract theory.
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5. Tnventions relating fo A0 energy! + 5o i iU L Tl

6. Mere Discovery of New Property or use.
7, Mére Adiixure. T
. Mere Amangement or Re-arrahgéinerit .~
9. Métﬁtfd‘dr"Prb"cies’s"6'fT'eStingi'5-" A e SR
10. Medical, Surgical, Curative or prophylactic treatment of Humans or Animals’
PRt T e . S
11. Food, Drug, Medicine — Patent only for process, not the substance. "
12. Chemical Sibstances — Patent only for the process, not the substance.

7 Invention or Method not sufficiently and clearly described —
- Opposition can also be made on the ground that, the complete specification .
submitted, does not sufficiently describe the :invention or the method by which the

~ same is performed. :
- In this, the sole question to be decided is, whether the information given is

sufficient to enable a person who is reasonably skilled in a particular field to make -
an embodiment of the invention.

8) Failure to disclose information relating to Foreign Application —

- The applicant has failed to disclose to the Controller, the information as required
under Section 8 of the Act — Le. the information and undertaking relating to
foreign applications, or that he has furnished false information, and it is known to
him that he has furnished false information. |

- The applicant for patent is required to disclose the particulars regarding any
applications in respect of the same invention which he might be processing in

foreign country.

9) Convention Application time barred —

_In case of convention application, — the application was not made within 12
months from the date of the-first application for the protection of the invention
made in convention country by the applicant or a person from whom the applicant

has derived the title.

[I1] Procedure for Opposition : |
a) It may be pointed out that, a person who desires to oppose the patent,
should give notice of such opposition to the Controller as provided under

Section 25 of the Patent Act. , .
b)Once a notice is given 10 the Controller, the Controller has to notify the

applicant of such opposition, to give him an opportunity- of being heard
before the case is decided. . ' '
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c) If the Controller is of -the jopinion y :that the concerned invention was

obtained by the apphcant from the opponent Z:then he is empowered to
d1rect that the appl1cat1on should be proceeded w1th in the name of’ the

(opponent) on the date " on Wthh they were actually ﬁlled as provided
under Section 26 of the Act.
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d) In this commection, it may be’ po1nted out “that, the Controlléf '"riiéy also_, -
refuse to grant patent even.without oppos1t1on 1f he ﬁnds that the.
"~ invention was already pubhshed and dated on or before 1St J anuary, 1912
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CHAPTER” Vi

“COMPULSORY LICENCES —
CIRCUMSTANCES AND GROUNDS”

[I] Ob]ect of Grantlng Patents ST R RS ST R
Patent are granted to encotirage inventions and to ensure that the" mvennons are’
wotked in India.on a commercial scale, and to the- fullest extent that is reasonably -
practicable without undue‘delay. et
- Patents are not granted merely to enable the patentee to enjoy the monopoly for
~ the importation of the patented articles. |
- An obligation is, therefore, imposed on a patentee to Work the Patent in Ind1a on
a commeércial scale, and to the fullest extent. o S
- The patent may be worked by the patentee himself or through licensees.
- Failure to fulfill this obligation will call for the granting of compulsory licences
. or the revocation of the Patent itself.

[1I] Abuse of Patent Rights :

- Abuse of monopoly right granted under a Patent, is a common phenomenon in
all countries. ,
- Abuse can take place in the following ways —

i) Meeting the demand for the patented articles — solely by importation from
abroad and not manufacturing the patented articles locally, thereby
discouraging the establishment of new Trade and Industry.

ii) Refusing to grant licences to work the patents locally.

iii) Imposing unreasonable terms on the licensees, there by discouraging
voluntary licencing. -

iv) Imposing restrictive conditions on the use, sale or lease of the patented
articles, thereby prolonglng the patent monopoly right, even after the patent
has expired. , -

- These are the circumstances, and therefore, to remedy this evil a system of
compulsory licences by a statutory Authority, and revocation of the patent for
non-working, has been adopted in almost all countries including the United
Kingdom.

[III] “The Indian Patents Act, 1970
- As per the Patent Act, 1970 — The Controller of Patent has the power for

granting compulsory licences and revocation of Patents for non-working of the
Patents.

- His orders passed in this respect, are appealable to the high Court.
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'"'A[W] < Types of Llcences I

(A) ‘Compulsory Llcences v ';_:fﬁ'” ﬁ'..'m'b. ’j i
.; O There are 3 types ofCompulsoryLlcences They ale—"" Al EOE e _.,.’
-;: ‘, ST R S N POP RN [P _.JUJ, VB i ";'.Jl.*‘.':.‘mﬁ-,?-;- :‘.:'-:":1 -
1) When Reasonable Requlrements of Pubhc ot satlsﬁed s fun

- A Compulsory licence to work a Patented invention, may ‘be granted bytthe s ,‘
" Controller to an interested person ‘on the ground thatjetucisi 3t no 55us angly s it eY
) the reasonable requirements of the public with respect to the patented invention

-+, have not been satisfied; or L R TP TIU S

P Tt

b) the Patented invention is not available to the public at;a,reasonabfe prlce

Only after 3 vears : | -
An apphcatlon for hcence under this catego1y can be entertamed only after 3 o

2) Causes for falluLg to satlsfv reasonable requlrements :

i) Demand for the Patented articles bemg met by 1mportat1on from abrodad and not
manufacturing the Patented articles, locally, thereby htndermg the wOrkmg of the
patent in India. )
ii) Inadequate manufacture in Ind1a or failure to grant licence on reasonable terms
_ Resulting in prejudice to Indian industry and commercial activities. ™"

ifi) Imposing restrictive conditions by the patentee — resultmg in pre]udlce to the
industry or trade in goods not protected by the patent. - ey
iv) Imposing unreasonable terms on the licensees — thereby d1scourag1ng
voluntary licensing & resulting Invention prejudtce to the industry.

Non-working of the patent on a commercial scale in India.

3) Bonafide interest + Primafacie Case :
The applicant (who wants a licence) must establish that, he has bona ﬁde mterest
and also make out a przma facie case.

- When he shows a prima facie case, and that he has a bona fide intetest, — the
patentee will be called upon to show cause as to why the compulsory license
should not be granted. ‘

'4) Where another patent cannot be worked :

Compulsory license may be granted in respect of a patent, without the use of
which, another patent cannot be worked.

.= The terms and conditions of the license w,llLb,@ determined by the Controller... . . ... -
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5) Central  Government notifies - that certain ® for. -patents, . ..

compulsory licence should be granted. T

- The Central Government may notify in the Ofﬁmal Gazette- that, compulsory.

licences should be granted ir respect of certam patents or cIasses of, Jpatents. o :

- The Controller will grant a licence. to any person 1nterested and who apphes for
such licence. ~ x:70 7 b en e g L .-‘;'?".5_{-.‘- WRNE T

" Question: .. B R R R
Write a short note on: Compulsory Ilcensmg in patents

S r:'.. L

(B) Licence of nght

A patent may be endorsed with the words “Licence of nght” after 3 years-from,

the date of sealing of the patent. _
- Where a Patent is so endorsed, — any person who is interested in workmg of the

patented invention, may require the patentee to grant him a licence.

- If the terms of the licence cannot be mutually agreed upon, they will be settled

by the Controller.

- Thus, any person may obfain a l1cence as & mafter of right without havmg to

establish a prima facie case as in a compulsory licence.

Examples : Patents for invention relating to food and medicine, are deemed to be

‘endorsed with the words “Licences of Right” immediately on completion of 3

years from the date of sealing of the patent.

00 O 0.0.0.0.0. 00000 00w 0O O

(C) Revocation for Non-Working : |
- It may so happen that, in spite of grant of Compulsory licence or the Endorsment
“Licences of Right” having been made, — the reasonable requirements of the
public with respect to the patented invention remains unsatisfied, or that the
produot of the patented invention is not available to the public at a reasonable
price.

- In such a case, the patent may be revoked by the Controller of Patents under
Section 89 of the Act, on the application made to him, by either the Central
Government or any person interested.
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CHAPTER VHF L |

T

R R ,’

“REVOCATION AND RESTORATIONS OF PATENTS” -

CEE T S f-);-n i . .- _-- o ! ‘.-.- Ll acl‘-& ?:‘.-’ P - . - Wil .
Questzon : : . | , N A
 Writea short note on : Revocatmn of Patent. L

R AT T TR T AT 1!{ NTENI RIS

Answer: | B RO IR R

. Revocation of Patent—:

[I] General :

A Patent is a kind of limited monopoly, granted to ‘the true and ﬁrst mVentor asa

Say s

- Whether what he has claimed a5’ 1nvent1on is really" new, or merely What is
already known dressed up in a new form ? )
- Whether he has disclosed the invention completely, so that a pérson skilled in

the art, could use the invention after the EXPIry of the term without employmg

further inventive skill ?

These are all questions, which can seldom be finally determmed at the apphcatlon

stage by the Patent Office.

- The public should, therefore, be given an opportunity to challenge the vahchty of

the grant of Patent, if the patent does not fulfill any of the conditions laid down

under the Act for the grant of monopoly.. : .

There are various modes of revocation of a Patent, namely

1. Revocation of Patent in public interest, by the Central Government.

2. Revocation of Patent relating to atomic energy, by the Controller.

3. Revocation for non-working,.

4. Revocation by the High Court, on petition for failure to comply with the

requirements of the Central Government to use the invention.
- 5. Revocation by the High Court, on petition by a person interested on various
specified grounds. ;
The most common form of revocation is the last one.

[II] Revocation by an Intelrested Person:
Only a “person interested” can make an application for revocation.
~ This includes a person — -

e e e S
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- Who has manufacturing or tradmg 1nterest in the patented article; or -
"~ 'Who has financial interest in concerns manufacturmg snch articles; or
- Who possesses patents 1e1at1ng to the same subject;or., . ., L
- Who is engaged in research in. thé ‘same_field as the 1nvent1on relates ERRIN
---Also a defendant in a suit for 1nfr1ngement can counter claim for revocatton
Jlll‘lSdlCthIl :
- A petition for revocation, should be filéd before “Hight Court: -
- The High Court, within whose jurisdiction the petitioner stays or has hlS
bnsmess interest, has jurisdiction to entertain the petition.

[IH] Grounds for Revocation :

There are three classes of grounds for flie- revocation of 2 patent They are as
under — :
a) Grounds relating to right of the.patentee ¢ and his conduct.

b) Grounds relatmg to the 1nvent10n and its quahty

¢) Grounds relating to the descrrptron of the invention.

(A) Grounds relating to the rlght of the Patentee and hlS conduct :
These aré the following =

i) Patentee is not entitled to the Patent. _

ii) Patent wrongfully obtained as agalnst the person entrtled

iii) Patent obtained by false suggestion or representation.

iv) Failure to drsclose information regardlng forergn apphcatrons

v) Non compliance with direction for secrecy.

vi) Amendment of spe01ﬁcat10ns obtained by fraud.

(B) Grounds relating to the invention and its qnalltv

The following grounds come under this category — ‘

a) Subject of claim, not an invention.

b) Subject claim, not a pateéntable invention. :

¢) Invention claimed was secretly used before the: prlorrty date

d) Invention claimed already the subject of a prior grant. -

e) Invention claimed lacks novelty, having regard to prior knowledge or prior use.

f) Invention is obvious and does not involve inventive stép havrng regard 'to prior
knowledge or prior use. :

g) Invention not uscful.

All the above 7 Grounds are discussed in detall as under —

1) Subject of claim not a invention - RS
An invention means. any new and useful : T

- Art, Process, Method or Manner of manufacture;

Q
(e
O
O
)
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7+ -Machine, Apparatus or other Articles; - - T I TR T
8O- .- Substance produced by manufacture and mclude any new and use:ﬁJl
improvement of any of them; : :
~... - Thus, invention which is new and useful - R = L
By -t must relate to a-machine, atticle or- substance produced by manufacture or the L
1Y . procéssof manufactiterofam article; or - T et L

© it must bé an improvement of an artlcle or of a process of manufacture Novelty

— Inventiveness - Ut111ty - U T CeTe
" If an article or 4 process does not satisfy the above cond1t1ons of the deﬁnltton of
invention, then it is not an inventior;4nd hence, cannot be patented.

. 2) Subject claim not a Patentable invention -
As per the Act, certain iriventions are:not Patentable. They are —
. - Frivolous 7 Obvious = Contrary ‘to Netural Law
- Contrary to Morality / Pliblic Health 7 Law;:
- Mere discovery of Scientific principle or the formulation of an abstract theory,
- - Method of agriculture or horticultirre; | |

- Mére discovery of a new property or new use of a known substance
- Mere'adimixtlire; P e

- Mere Arrangement or Rearrangement;

- Methiod-of Process of testing; -

- Medical treatment of Humans / Animals / Plants

- Food —Drug - Medicinie — No Patent for substance;

- Only for chemical process patent can be granted No Patent for the substance
itself.

Thus, if a patent has been granted for the above inventions, which are not
patentable as per the statute, then they can be revoked.

3) Prior Secret Use — -

Prior Secret use will invalidate a patent unless such use was made for the purpose
of reasonable trial or -experiment — or by Government authority to whom the
invention was communicated by the applicant — or by a 3" person without the
consent of the patentee.

4) Prior Grant

If any claim made in the complete specifications, has already been claimed in a
valid claim of earlier pnonty date in another patent, the subsequent claim can be
revoked.

- This is based on the general principle that, a patent for an invention is granted
only to one person.
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- Thus, a Patent can be revoked if it is shown that, it is the subject matter- ofa
prior'grant. =T o R e T e
5) Lacks novelty or anticipation— =~ oone .
The definition of ‘invention’ states that, the invention must be, new..Thus, novelty
: in an alleged invention, is an essential condition for obtaining a Patent grant; lack- . -
: of noveltyis; therefore, a.ground for rcvocation.'_ ' TR N
; - ~Lack of novelty is also referred to as anticipation. o o
- Lack.qf novelty has 10 be determined, having regard to what was publicly known
or publicly used in.India.before the priority date of the claim, or what was
published in India or elsewhere in any document. '

~ 6) Obviousness or lack of inventive step — - o -
The definition of ‘invention’ does not refer to the need for an inventive step, as a
necessary. condition of patentability. It only stipulates that, the invention must be

new and useful. -

. However, the necessity for the existence of inventiveness in a Patent, is Q
recognised as the very foundation of patent law. , - d
- Hence, if the invention is obvious or lacks inventive step, it is not Patentable, %
and therefore, a ground of revocation. | : q;
‘Obvious’ means, — which is plain or open 1o the eye or mind. Obviousness and Q
Inventiveness are antithesis. ' O%
" What is obvious cannot be inventive, and what is inventive cannot be obvious. |
7) Invention not useful — d
For a thing to qualify as an invention, — it should be new and useful. O
_If it is not useful, then it is not an invention which can be patented. o
- Hence, an invention which is not useful, can be revoked. . O‘?
- A Patent which is not useful, must be capable of being revoked on the ground of j
inutility. ' - | | O
" - The practical usefulness or. commercial usefulness of the invention does not - O
matter, nor does it matter whether the invention is of any real benefit to the public :
_ what the patent law says it that, if it does not produce the result promised, it will O
invalidate the Patent. e}
; (C) Grounds relating to the description of invention O,

a) Invention not sufficiently described — and the best method of performing it,

not disclosed.

b) Claims not clearly defined or not fairly based.

(a) Invention not sufficiently described :

'e)
@)
Q
o
O
O
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It is duty of the Patentee to‘descr ibe fully the mventmn and it§ operatlon or use
and the method of performing it. St ek e
- Fallure to perform thls duty, 1s'a ground for revoca‘non B

RSN

(b). Non-Dlsclosm e of the best method known :
-The complete spec1ﬂcat10n should, dlsclose the best method of performmg the
invention which is known to the application at the time of filing it, and for which |
‘he is entitled to claim protection. Non-compliance of thxs requuement is made a

- ground for revocation of the patent. ST '

- The best method should be d1sclosed only 1f the patentee is entlﬂed to claim
protection for it.

~ (c) Claim not clearly defined or not falrly based :

“The: §pecification should contain‘a distinct statement of what is-thé invention:

- If the specification does not clearly define what the invention is, then this is
ground for revocation of the patent.

(d) Claim not fairly based :

- A Patentee is granted his monopoly in.order to protect the 1nvent10n which in
his specxﬁcatlon he has communicated to the public.

- He is not entitled to claim a monopoly more extensive than is necessary to
protect that, which he has himself said in his invention.

- The fundamental rule of the patent law is that, the monopoly claimed, must not
go beyond the consideration. : '

Broad and indeterminate claims of a speculative character are not allowed.

[IV] Surrender of Patents :

A Patentee may, at any time, offer to surrender his patent by giving notice to the
Controller. When such notice is received, the Controller will advertise the offer,
and also notify every person whose name appears in the Register, as having an
interest in the Patent.

- Any Person interested, may give notice of opposition to the surrender. The
Controller, after completing the procedure, and hearing the parties, may accept
the offer and revoke the patent if he is satisfied.

- The Procedure for advertisement of the offer, and inviting notice of opposition,
is necessary in order to protect the interest of persons like licensees, equitable
assignees, etc. with whom the patentee might have contracted obligations whlch
are dependent upon the continuance of the patent.

[V] Limitations on restored Patents :

When a patent, which has once lapsed, has been restored, certain limitations are
imposed on the right of the Patentee.
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*# If any infringement was committed during the per;od_.be_twe_en_ the date of lapse .
. and the date of advertisement of the application for the restoration; ~ the: patentee -,

is debarred from taking any action in respect of the infringement. -, e ot

#* The Controller may also impose conditions for the protect1on or compensat10n .
of persons who have begun to make use of the mventmn OF dvail themselves of

the invention durmo" the penod When the patent Was not effectlve due to the _
lapse. . S o & o

[VI] Ground for Restoratmn" o
‘The Patentee has paid prescrlbed fees. : : L e

f
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- CHAPTER-=VII - oo
“INFRINGEMENT” '~ .

‘ .

Infringement of Patents : - S P
- What is infringement ? e - :
- What is onus of infringement ? A S
- Defences available in an infringement suit. L o
- Remedies available to the petitioner

T

P L4V,

[I] What is Infringement ? o
What constitutes infringement, is not defined in the!P,;d;thi&, Act; but, obyiol}sly,
infringement of Patent is a violation of monopoly right confirmed by the grant of
patent, — It is the exclusive right to make, use, exercise, sell or distribute  the
invention in India, hence, infringement consists in the vio,laitiqn_of., any of these
rights. | R
In determining that, doing a particular act by the alleged infringer amounts to .
infringement of a patent. | " -

000000000000 O

RO e S !& !ﬁﬂe,:!&-:.wtf;—:‘-r.-‘tf* L4
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The following 3 questions are to be considered, in this regard - :
1) The extent of monopoly right confirmed by the Patent, - which is 't6- be
ascertained by the construction of specification particularly the claim:- (To
consider whether provisionally granted, or fully granted patent; If provisionally
granted — then on infringement, cannot have legal remedies); S

~ 2) Whether the alleged act amounts to making, using, exercising selling or
distributing a product or exercising, using, 2 method or process under the grant of
patent; : ‘ _
3) Whether doing any act by the alleged infringer, amounts to infringement of the
monopoly right confirmed by the Patent grant. : '
(Answer should be “yes’ — then only, it will amount to infringement).

I

S

[II] Onus in an act of Infringement :

Onus of proving an act of infringement, is on the plaintiff.

_ There is no infringement of an invalid patent.

- In infringement, it is immaterial whether the alleged infringement is doing the
act of infringement with or without intention. .

_If the defendant did not know that the patent is existing, he will not be liable for
the consequence of the infringement action, i.. damages or account of profit in
such cases, the immediate remedy — is injunction. '

it

2,2 e e e T )
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- Thus, to avoid the consequences; the onus'is pﬁjthq;_@iefgendant to prove that he
was innocent at the date of infririgément. ~ " "~ T

- The mere application of the word .‘Patentf or ‘Patented’, is not sufficient to show
that the article is Patented, unless it is accotipanied by the Patent Number.

.5,",!‘.“!5".'-' W PN

[III] Scopé of Infringement : -~ f-tTEL Pl
In the following 3 circumstances, the act will not arnount to infringement—
1) Declaration from Court: G
" When a Person has obtained a declaration fromr the Court fo'the effect that,
the use by him of any process or the making the use of or sell of an' article,
does not constitute infringement. | o | -,
- This is called Anticipatory action - |
2) Research or experimentation : - |
When a Patented invention is used for the purpose merely of experiment or'
Research, — it is not an infringement. : B N
3) Imparting instruction to students : - o |
When a Patented article or the patented process is used for imparting
instruction to students, — do not amount to infringement of patents:
4) Use in foreign Vessel / Aircratt {Land vehicle: '
When there is the use of the patented invention in a foreign vessel or
aircraft or land, vehicle which temporarily happens to be within the:
territory of India — is not deemed to be an infringement. ,

[IV] What constitutes infringement ?
(Essential features of Infringement) :

In order to constitute infringement, — the defendant must be shown to have taken
the invention claimed in the substance. :

_ It is seldom that the infringer takes the whole of the invention, - he may omit
some unessential part or step, and substitute another step or part.

_ But, if he takes all the essential features of the invention, — he has done

infringement.
This leads to the question — What are the essential features of the jnvention

claimed ?

The Patentee himself specified in his claims with particularity, those elements of

his invention, which he claims to be essential.

Thus. if the alleged infringer has taken all the essential features claimed in the

Patent, but has altered one or more unessential features. or has added feature
_ which may or may not itself involves a new inventive step, — it is called Colour

Imitation. |

O 0.0.0.0u0.0u

|
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L B Copying' the ‘essential features”, of the invention, is sometimes referred to.as
‘). - taking the ‘Pith and Marrow’.of the invention.. .+ ©.o w2

[V] Remedies available in case of Infringement: .

. The reliefs available to a successful‘plaintiff inia:suit for .infringement, are as
- follows — I i

1. An injunction; } U USS

2. Damages; - - i s s il BRI Tl B

3. An account of profits. L emEeLs AL e L

An action for infringement of a Patent, must be instituted by way of a suit in-
Any District Court or a High Court having jurisdiction to try the suit. "

- Where the defendant counter.claims for revocation of the Patent,

- The suit, along with the counter-claim, will be transferred to the High Court for
decision. S S TR -
_"The cause of action must have arisen, in a place within the jurisdiction of"the
Court where the suit is to be filed. - -

1) Injunctions :

i) Interlocutory injunction;
i) Final injunction. | o |
- The power to grant reliefs is subject to certain restrictions. Thus, where the
Patent is endorsed, — , _ ) |
a) “Licence of Right” and the infringing defendant is ready and willing to take a
compulsory licence, — no injunction will be granted. -
~ b) In the case of innocent infringement, — no damages or account of profits will
be granted. ' S
¢) Damages or account of profits may be refused in respect of any infringement
committed after failure to pay the renewal fee within the prescribed period.

(i) Interlocutory Injunction —
The plaintiff may, at the commencement of the action, move for an interim
injunction to restrain the defendant from commifting the acts complained of,
until the hearing of the action or further orders. ‘ -
- The principles on which an interlocutory injunction may be granted, are —
- The plaintiff should make out a prima facie case; and
- The balance of convenience lies in his favour.

(ii) Final injunction —
An injunction granted afier trial of the suit, will be limited for the duration of the
Patent. o
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- Injunction will be’ granted, ‘even:where the defendant-*has not’committed - *

infringement — and only threatens to infringe, but-damages will not be granted in .

such a case. - D o _ :

- When the infringement-relates to'a patéat endorsed “Licences of Right”, —no = " !

injunction will be granted, if the defendant is willing to ‘take a licence. - SR
2) Damages or Account of Profit :

A successful plaintiff; -in:a suit for infringement, entitled to the relief of damages
or an account of a profits, with certain exceptions. e
The exceptions-are:- /. & o 4l
- The infringement was infiocent. . ¥ : :
- The infringement was committed after.failure to pay the renewal fee within the
~prescribed period. ST I S
- Where the specification has amendment; and the infringement was committed
before the date of aendment. . L o |
- Where the Patent was held partially valid, — damages or account of profits in
respect of the valid claims, will be granted only under certain circumstances. '
- In assessing the damages, the sole question is, what is the loss sustained by the
Patentee, by reason of the unlawful sale of the defendant’s goods ?
- The loss must be natural and direct consequences of the defendant’s acts.
_ The object of damages, is to compensate for loss or injury.
- The general rule is that, the measure of damages 1is to be; so far as possible, —
that sum of money which will put injured party in the same position as he would
have been in, if he had not sustained the wrong. _
- There are two essential principles in valuing the damages First, that the plaintiff
has the burden of proving his loss; Second, that the defendant being wrong-doer,
damages should be liberally assessed, — but the object is to compensate the

plaintiff, and not punish the defendant.

3) Order for Delivery — up, or Destruction:

An order for delivery — up or destruction is made with a view to prevent the

defendant from making use of the infringing articles which might be in his

possession. It is a discretionary order. The property in the articles which are made

in violation of a Patent resides in the infringer though he is prevented from using
. them. | ST

[VI] Defences :

The defendant, in a suit for intringement of a patent, may plead:onezor:tnore of the
following defences — _ s . .

1) Plaintiff not entitled to sue for infringement.
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- 2) Denial of 1nfr1n0ement of any. threat ot of intention to infringe.
* 3) Express leave or hcence or nnphed leave Of 11cence to use the 1nvent1on
' 4) Estoppel or Res-judicata,. R -' :
5) Claims alleged to be mfrmged are 1nva11d on certain grounds (Revocauon of

V”.,PatentS) RERSCE LR T TURURNREI I SN S R

- (Right of pafentee and hzs conducﬁ T B T TE I T S
Patenteg is not entitled to the. Patentuf Lot
Lt ,r-Patent was; tob’ralned by false asuggesnon or representatlon
- Patent wrongfully obtained.
- Patentee did-not disclose information regarding foreign app11eat10ns
(Invention and its quality)
-, = Subject claimnot an invention.
- Non compliance with direction of secrecy.
- Ameridment of specificationss obtamed by fraud,
"= Invention not useful. ‘
- Invention s:obvious and does not mvolve inventive step.
- Prior grant: _
- Subject claim not Patentable invention (as per the Act)
(Description of Invention)
- Invention not sufficiently descnbed
- Non disclosure of best method known.
- Claimnot clearly defined or not fairly based.
6) The acts complained of, are n aceordance with the condition specified in
Section 47.° _ :
- Government use — Experiment — Research Education;
7) Existence of a restrictive act by Plaintiff, declared unlawful.
8) Acts comiplained of, eome within the scope of -
- innocent infringement; ‘
- done after failure to pay renewal fee
- done after the date of amendment of the spec1ﬁcat10ns
9) Alleged invention not novel, or is obvious (Lord Moutons defence or Gillette
defence)
10) Counter claim for revocation may be miade by the. defendant in his written
statement, instead of a separate petition for revocation.
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~ Full Buestions ard Short Notes o~~~
o T Dpgtame feT0T L

. Full Questions — - = |

1)-

. 2)
3)
4)

5

7)

8)

9)

10) Provisional and Complete Specifications./Discuss the provisions of the Patents Act
11) What is a Patent 7 What are not regarded as inventions under the Patents Act, 1970.

12) What is Patent 7 Can a patent be granted for every invention ? (April, 2010).
13) What is a Patent ? What is the object of the patent law 7 What are the rights and

14) State the rights of a Patentee and Limitations on the rights. (Nov. 2004).
15) Explain the limitations on the rights of a patentee. (Nov. 2015).
16) What are the rights and duties of a patentee in respect of the patent granted to him.

{7)What is anticipation ? Discuss the various ways in which a patent may bé"

“An invention to be patentable must be new, non-obvious and useful” — Elaborate.
(April, 2004). / “Ali inventions are not patentable” — Discuss. (Dec:; 2013; Nov.
2016; May, 2017)/ Discuss the inventions which dre not patentable; (Nov. 2017).
Discuss the characteristics which an invention must have to be entitled for & patent.
(May, 2015). | - S :
Explain the procedure for restoration of lapsed patents. State the rights of a patentee '
in respect of a restored patent. (April, 2004). :

State the grounds of revocation of patents under the Patents Act, 1970. (April,
2004; April, 2005; Nov., 2005; Nov. 2014) ' -

State the provisions of the Patents Act, 1970, in respect of suits concerning o

infringement of patents/Discuss the defences which may be pleaded in suit for
infringement under the Patents Act, 1970 (April, 2004; May, 2006; April, 2008)
Explain the circumstances under which a Patent is deemed to be infringed. (Nov.
2009)

Discuss the procedure for grant of a patent/obtaining patent under the Patents Act,
1970./What is a Patent ? Elaborate the procedure for obtaining a patent (April,
2004; Nov. 2004; Nov., 2006) . '

Define the term ‘invention’ and enumerate the inventions not patentable under the
Paterits Act, 1970. (April, 2007; April, 2009; December, 2012)

Discuss a) the rights of a patentee, and b) the defences available to a defendant in a
patent infringement suit under the Patents Act, 1970. (Nov., 2007)

with respect to provisional and complete specifications. (Nov., 2007; May, 2013)

(Nov. 2004; Nov. 2005; Nov. 2007)

obligations of a patentee ? (April, 2010; April, 2011).

(May, 2016).

anticipated. (Nov. 20011).

18) State the grounds of revocation of patents under the patents Aét, 1970. (Nov. 28083

May, 2014; May, 2017)
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7‘-,:'1i19) Explain the process of reg1strat1011 of a patent under the Patents Act, 1970 (Nov

= 2008) : T

20) State the grounds of opposmon of patents ,under the Patents Act, 1970./Who can
~ oppose grant of patent ‘'and on what grounds ? What is the procedure for opposinga
patent ? (April, 2009; Nov. 2010; April, 2011; Nov. 2011; Nov. 2017)

oK 21)Dlscuss the powers of the Conttoller in granting. compulsory licénces: "What are the
;% terms arid conditions on which such licencé hay be grarited 7 (May,2012)

A 22)W11at is convention apphcatlon ? What are the special; and supplémentary
E 1w provisions relating to convention applications under the Patents Act 1970 ?.(May,

2012)

ShorttNotes — ‘
1) Patent of Addition. (Nov. 2004; April, 2005 Nov 2005; April, 2009; Nov. 2009;
~ Nov. 2011; May, 2012).
2);+PriorityDate.(April, 2004).

3) Specifications. (Nov. 2004; April, 2005; Nov., 2005 Aprll 2008; Aprll 2011

.. May,:2012; December, 2013; Nov. 2014; Nov. 2015)
4) Patent Co-operation Treaty. (Nov. 2005; May, 2006; Nov. 2010)
5)- Rights-and Obligations of Patentee. (May, 2006;. May, 2017)
6)-«Patent Agents. (April; 2004; Nov., 2006; April, 2007)
7) Rightsofa Patentee. (Nov. 2006; Nov. 2008)
© 8) Patent protection for micro-erganisms. (Nov. 20011).
.~ 9)+Provisional and Complete Spec1ﬁcat10ns (Aprll 2007; Nov. 2007; May, 2015;
May, 2017). .

0. 10)Restored Patent, Nov. 2005).

11) Surrender of Patents. (Nov. 2009; May, 2013) .

12) Date of Patent and Priority Date. (April, 2010; Nov. 2014; Nov. 2015)

13) Process of patent. (Nov. 2010)

14) Transfer of Patent. (December, 2012; May, 2013).

15) Revocation of Patents. (December, 2012).

16) Compulsory licensing in patents. (Nov. 2010; May, 2014; May, 2016; Nov. 2016;
- Nov. 2017). .

17) Object of Patent law (May, 2015)

18) Classification of Patents (Nov. 2017).

19)Right Management Informatlon (Nov. 2014).

20) Reasonable requirements of the public. (May, 2616; Nov. 2016). -

21) Anticipation. (May, 2017).
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9) Discuss the classification of Intellectual Property. (May, 2017).
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- Full Iluestiuns and Shart Nnteg un

Eeugraphmal Indlcatmns & Des&gns Act” i

{ -’ $ooare .‘-.';1,‘ ”r.",:j'-_ LoLrE

Full Ouestwns — R R B o T I IF L PR

1) State the effects of reolstratlon of GeogTaphmal Indlcauons (December, 2013 -
‘Nov.2014). : _

2) Explain the proh1b1t10n on reglstratlon of certam 1ndlcat10ns as geographlcal
indication. (May, 2015).

3) Explain the procedure of registration of Geograph1ca1 Indications. (Nov. 2015)

4) Explain -in detail, the term “Industrial Design”. Enumerate the prooedure of
registration of Industrial Design. (December, 2012; May, 2013). -

5) State the law on registration of Designs. (May, 2014). b

6) Explain various forms of Intellectual Property and- thie Leglslatlons in- Ind1a fot ¢
protection theréof. (April, 2010). :

7) Explain the nature and scope and types of Intellectual Property (Nov 2014 Nov
2015). v

8) Define the term “Intellectual Property”. Explain the main features of th1s property
Whether it is different from other kinds of intellectual property ? Explain. (Nov
2010; Dec. 2012; May, 2013; Dec. 2013; May, 2014; May, 2015; May, 2016).

10) Explain the term property. Analyze Intellectual Property as a form of property:
(Nov. 2017).

11) Explain the need for protection-of Intellectual Property Rights. (Nov. 2016).

12) Discuss and compare the salient features of trademarks, Patents, De31gns and’
Copyright as Intellectual Property. (April, 2011).

13) What is meant by the term “Intellectual Property Rights” ? What is the Q
justification for the protection of Intellectual Property Rights ? (May, 2012). C’j
Short Notes — >

1) Geographical Indications (Nov. 2006; Nov. 2007; Aprll 2008; Nov. 2008; April,
2009; May, 2012; May, 2014).

2) Prohibition of registration of certain geographical indications. (NOV 2011)

3) Prohibition of Registration of certain Design. (May, 2016) - O

" 4) Designs which are prohibited for registration under the Des1gns Act, 2000. (Nov

.2008).
5) Requirements of Registration of Designs. (May, 2014)
6) Piracy of a registered design. (December, 2012; May; 2013). -
7) Intellectual Property Appellate Board (IPAB) (Nov. 2008).
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: 8) Woﬂd Intelléctual Ploperty Organisation (WIPO) (Aprll 2010) D
v -_‘9) Berne Conventlon (Nov 2016 Noy. 2017) e ey c-__,_:.,f R

QB Problems —

iR '1) DhOIll has been g1 anted L patent by the Indlan Patents Ofﬁce on. 3lst
L " December, 2007 — ' PR S EARS! :‘::; : N
a) For how long will Dhom have the patent over h1s mventlon 9. T
Answer : Under Section 53 (1) of the Act, the térm’ of everv ‘patent granted,
after the commencement of the Patents (Amendment) .AGt; 20020 and the -
term of the patent which has not expired and'has notidsased to have effect on
the date of such commencement, under this Act,- shall be 20 years from the
- date of filing of the application for the patent: . -~
b) If Ganguly wants to challenge the patent, in which Court has he to ﬁIe a suit ?
Answer : A suit has to be instituted in a District Court or in appropriate cases, the
High Court : o
¢) Can Dhom file an action for infringement agalnst manufacturer who is makmg
the invention in Nepal ? Why ? _ S
Answer -: No, because, the patent is not registered in Nepai If Nenal is a
convention couniry, then enly the infringement action can be initiated.
d) Can Dhoni get a patent in England in respect of the same invention, If he apphes
in 2008 ? Why ?
‘Answer : Yes; provided, that no other similar invention has already been ,qranted a
- patent.
e) If Dhoni had initially applied under the PCT then, Would he have gained any
advantage ?
Answer : The advantapge would be the crystallizing of the priority date for the same
invention I multiple countries simultaneously.

. 1 ; : LT I o . .- o
f_ ;r;;;_” 1 i ‘i ",_.’_,.":; AR o DAL

.‘:.

2) A detective agency wants to register the trademark "I Section I Section I" for
its firm. The Controller General of Patents, Designs and Trademarks has
refused to grant trademark on the plea that it sounds similar to the trademark
ICICL
a) Is the stand of the Controller correct ?

- Answer : Yes, the Controller refusing to grant/register trademark is correct. Under
Section 9 (d) of the Act, thére is the ‘absolute’ ground for refusal, that is. if the
-frademark is of such nature as to deceive the public or cause confusion. then the
trademark shali not be registered.
b) Can there be any other ground of refusal 7
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~ Answer : Yes, under Section 11 of the Act, ifthe trademark’is ‘relative’ ini nature
" (i.e. ‘relative’ grounds for refusal. Tt means —-(a) if there is likelihood of confusion” -
caused to the public including the likelihood of association with anearlier
trademark by virtue of its identity with the earlier trademark and similarity of goods
~ or services caused by the earlier trademark. (b) if the earlier trademark is well- .
" Xnown trademark in India and the later mark would :také unfair.advantage. of the
carlier mark or would be defrimental o the distinctive character:or repute of the
earlier trademark. .. T A T AT L T R |
¢) What are the remedies available against the refusal ? .. -
Answer : The remedies that the consent of the proprietor is obtained and it is for
honest concurrent use [Section 12 offthe Act]. — ©. - S

g LY

3) Hari has written 2 book on Graphology. The book-has been published by

Penguin. S . S
* a) Who'is the author of the work ? -

Answer : Hari is the author. : : o
b) A journalist uses extracts of the book in the review of the.book published in
a magazine. Will this amount to infringement ? Why ? o |
Answer : No. Covered under Section 52 as Fair Use —:criticisi or review mot — ~
amounting to infringement. , o e
¢) A student extensively quotes from this book in his exam. Will this amount to Oi

infringement ? Why ? - o
Answer : No. Covered under Section 52 as Fair Use — reproducing formexam
purpose not amounting to infringement. - S Oi
d) Hari's friend Suresh makes 20 photocopies:ef this.book and distributes it O
amongst his friends. Will this amount to infringement ? Why ? d

Answer : Yes, it will certainly amounti to infrincement. Because, reproduction of
whole or part of the work/book shall not be allowed except for grounds enumerated
in Section 52. Making 20 copies and distributine among friends certainly amounts-
to infrinpement. Both, Hari and the person making photocopies are liable for civily
as well as, criminal action. '

4) Reebok Pvt. Ltd., an Indian Company, is long-standing manufacturer of
Sports goods under a registered trademark 'RK, having sales in India. Only
recently, nike UK has: launched its sports goods in Delhi, and in the UK under
the trademark "RK-1". . -

i) Reebok desires to commence legal proceedings against nike in India . Advise
on options available and reliefs that may be prayed for.
Answer : Reliefs — Ex-parte Injunction, Injunction, Damages OL @il account of
orofits, Delivery of infringing labels/marks for destruction.

O0O0OO000D0000.00
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[ 1)) Reebok desires to commence Iegal proceedmgs against nike in U, K.-Advise.
, Answer : Legal proceedings in. the U.K. would not be enteftained.“Trade Marks
v Act; 1999 is a territorial law having applicability in India. The cause of-action has
0 eearisen tin India and thelefore courts Jin Indla are s the apmomlate fomm for -
ioadjudication:: i K L iash i aedk G g AT : '
iif) Assume ‘RK' was an unreglstered trademalk What optlon would Reebok .
~ then have ? - - :
. Answer .: Reebok. Would rhave 2>Common? zlaw'arehef aVIZ -a.suit for passing off
-,-a,qamstmkeUK e g ;»1 wnii UGN g e

5) Sanchit and Sagar filed patent application -With provisional specification on the
same date for the same invention. After that, Sanchit filed a complete.
speciﬁcation much earlier to Sagar, both' ﬁled' within the 'allowed period.

i) If Sanchlt adopted the ldea frorti Sagar dlshonestly _

Answer : If Sanchit adopted the!ided from Sagar. dishonestly, then 1t w111 amount
infringement of Sagar's rights to patent. And hence, Sagar will have right to
mstitute suit for Declaration, Imunctlon and also for damages and accounts of
profits. = ‘

iiy Both Sanchit and Sagar are honest mdependent mventors conductmg their
own separate experiments. e

Answer : As Sanchit has filed a complete Snemﬁcanon much earher to Sagar;

Sanchit will have exclusive right to make or use the patented article or use of the
patented process. But if Sagar has discovered new process other than Sanchit's

experimental process, Sagar can get patent on his new process:.which will be
improvement in Sanchit's patented process, but Sagar have to get consent and
permission from Sanchit, because, Sanchit has filed complete Specification much

earlier to Sagar. So. Sanchit is the exclusive owner (i.e. First Inventor) of patented
process.

'6) Sameer-Raja, a team of music directors, create a musical work. Lyrics written
by Sameer, are blended to create a song. T-Series video company acquires
rights enabling them to make a sound recording,.

i) List the various classes of works in which copyright subsists.
Answer : Musica] works, Literary works, Sound recording, efc.

A i) List the Authors in relation to those classes of works created.
1 Answer : Musical works — Authors : Sameer-Raja.

Literary woihs — Authior : Sameer.

Sound recording — Author ; T-Series video company.
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+dii) What must . T-Serles video company have done to’ acqulre rlohts to make
' 3 W
~:the sound recordm R R P RN L At VI SR LSS “1(, {ra% i',_ ;

.'3,-4 : v *‘

. Answet : T-Series Vldeo companv would “have elther nrocured a hcence or an

~ assignment in the ‘musical works and the lyrics.” It would have enabled to produce
- the sound rec01d_,c,r embodvmo the. two works nrotected under the Con\/JIht Act
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7) Aml q research sc1entlst,Jdlscovers_,.a,enew phenomenon in physu:s. Usmg ’s—?
pr1nc1p1es underlymg this new dlscovery, Anil and Amit invent a product . H

having substantlal commermal potentlal Anil and Amlt have come to you for

advicé.ir - N T
a) Would you advise Aml to obtaln a patent m respect of hlS d1scovery ‘? Give fm
reasons either way. - - eune it &

€.
JAd,

" Answer : No, Anil would be.advised agalnst makmg anyieffort-to obtain a patent in
respect of the said discovery. Under the Patents Act; 1970, only inventions are
capable of securing patents and Section 3 of the said Act also- dlscusses ‘what are

o e L R
i U T A
PR Wb

not inventions” — i
Section 3 (c) : What are not- 1nvent1ons — mere discovery-of & scientific principle of }{; :
the formulation of or the discovery of any living thing or non—hvlng substance ;; )
occurring in the nature. %8
. Since Anil’s work clearly falls under Section 3 (¢). the same, Would not b eranted a }‘g —
patent. g

b) Would Anil and Amit together, be eligible for a patent ? If no, who amongst 0
them would have a better right ?

- Answer : Yes, Anil and Amit would be eligible for annlvlna for a patent grant in
respect of the product developed by them.
¢) The inventor(s) would like to file a Complete Specification, but thelr claims are.
not yet ready. What advice would you give them under thecircumstances ?
Answer : The inventors should draft and file the ‘provisional specifications’ in
respect of the patentable invention. They are not required to file their claims at this O
stage: however, the applicants must file the complete specifications: within ene year &Gl
from the filing of the provisional specifications. e . fit.
d) Further, the inventor(s) would like to discuss the dlscovery and the—product at a ]
scientific conference. What advice would you give them ? Cohe o
Answer : Since the discovery is not the subject matter.of the natent the scientist &
can discuss the same at the scientific conference. However, they.are advised not to %
make any mention of the product, unless they have filed. atleast a provisional C
specification in respect of the invention embodied in the Droduct
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8) Mr. Mulla forms brﬂllant idea about how a beautlful glrl can madly fall in Tove

_ :mth a lazy boy, on’ whlch a beaut1fu1 and thought provokmg story can be .
'wrltten. ‘He' commumcates it to Mr. Dalla Dalla appreciatés the idea given to

hlm by Mulla. Dalla clothes the ldea in the form of a book, which he publishes

* in his own name. Mulla claims that the orlglnal idea belongs to him.

.. j) Can Mulla claim:a; Jomt ownershlp over a copyrxght m the book so to clann
foyalty ifi'the book 7 T Yes/Ng \“jf?hy 7 TR

‘Answer : No, Mulla cannot. c]almﬂomt ownershm over a copyright. Dalla is the
first owner of the coovnghtrsBecause .there .is 1no° convrl,qht in ideas. Copyright
sub51sts only .in material form in which the ides” are exoressed It 1s not an
mfrm,qement OF copyright to adopt the 1deas of another. * |
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Tlme' 3"‘H0urs : L Marks 100

[
I

N.B.
1. All Questions are compulsory.
2 Marks ass1gned to each Questmn are shown on the right side.

Flv.-

Q. 1.: “An invention to be patentable must be new, non-obvious and useful” - Elaborate.
OR :
Explain the procedure for obtaining a patent. =12.

Q. 2 : State the grounds for revoeation of a patent.
OR

~ Explain the procedure for restoration of lapsed patents. State the rights of a patentee
in respect of a restored patent. =12

Q. 3 : Explain the procedure for registration of trademarks under
‘the Trade Marks Act, 1999.
OR
Explain the various circumstances in which registered trademarks can be removed from
the Register of Trade Marks. =12.

£
Q)
&
Q
Q
4
O
by
O
Q. 4 : What is the distinction between an “infringement O
action” and “passing off action” ? Discuss the issues involved, and the nature of 1
relief which can be granted or sought for, in the said two actions. Q

OR O

Explain the meaning of “Permitted Use” and “Registered User” under the Trade ™
Marks Act, 1999. State the provisions regarding Registered Users of a trade mark. O

=12. Cj

G,

@)

Q

O

O

O

Q.5 : “There is no copyright in ideas” — Elucidate.
OR

State the works in which copyright can subsists. Who is an Author in the works in
which copyright exists ? =12.

Q. 6 : Explain the meaning of the expression “infringement of
copyright”. State the defences available in an action for infringement of copyright.
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Discuss the remedles in cdses of mfrmcrement of copyncht.s g g s matt =12,

57 £ Q 7.: Write short notes on Anv Twos - SRR IR AR BRIV '-.=-14.=

- a) Priority Date. : S T R R U L2 e

7 b) Certification Trade Mark. . [ _ .- .
STy o, ree)’s Patent Agentsci- -t v L0 v e ol 0 Uil a0 Y
d) Musical Work. ‘ T L U N U IO BN
‘“<' "!Q 8 Answer the followmg gwmg reasons (Anv Three) RTINS et =14,

P ara) - P is the registered proprietor of the trade mark - “WHISPER”..On:a'itrip to: Délhi, ‘P’
 comes across a similar product displayed with the words “WHISPER” with same.
-golour combination-as his own. ‘P’ comes to you for advice, Set out'in detall the advnce
you will give to ‘P°.

7'b) ‘A’ afitness instructor applies for a patent for a special reducing programme.devised
by him. If you are the controller, how would you decide the application ?

) ‘N".a“ppii'es' for registfation of a trade mark “HERBY?” for herbal biscuits. How would
you, as the Registrar of Trade Marks decide the application ?

d) ‘J’ compiles examination question papers and claims copyright over it. Is J’s claim
' proper ?

| [November, — 2004]
(Old and Revised Course)

1. All.Questions are compulsory.
2. Marks assigned to each Question are shown on the right side.

Q. 1: What is Patent ?-Elabqrate:the procedure for obtaining a patent.
o OR o :
State what arenot mventmns under the Patents Act, 1970 _ _ _ =12,

¥

Q. 2 : Discuss the defence which may be pleaded in a suit for infringement under the Patents
Act, 1970,

: OR 7
Stote the rights of a Patentee and the limitations on the rights. =12.

R i,

Q. 3 : Explain the procedure for registration of trade marks under the Trade Mark Act, 1999.
OR -

2
g{<
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What is a Trade Mark ? How can @&‘person become a propri_etqr_i_of a Trade Mark ?
£t - Howecana proprietor.of a Trade Mark protéct-his Mark ? F wira StIEen il =12.

Q.:4.: Explain the circumstances in which a registered Trade Mark can be removeéd from the

'Register of Trade marks. . RAN NS SECEE

P B T T 1
OR Anp S ahgest mobgmloon o

* What is the difference between an infringement actidn a_l‘,ld passing off a_ctioh:? What are the.

issues involved in each of these actions ? AL =12.

Q.5 : Whatis copyright ? Who is the Au'th_‘or, in the_vari(_;us ‘works in which copyright subsists ? - :

| OR .
State the term of copyright in various works. - ' o e e T =10

r oy}

| Q. 6 : State the rights of Broadcasting Organization and of Performers under the-Copyright

Act, 1957. , e o
. OR _ .
State acts which do not constitute infringement of copyright. . : S =12.

Q. 7 : Write short notes on Any Two : =10,

a) Patents of Addition.
b) Specifications.
¢) Artistic Work.

- d) Deceptive Similarity.

—

Q. 8: Attempt Any Three giving reasons : ' =18.

a) ‘A’ declares that he has invented a ball which instead of falling towards the ground,

~ rises up in the air defying the principle of gravity. Can he seek a patent for his invention
9 ' :

-

b) A neurologists invents the cure for epilepSy by delivery of mild electric shocks to the
brain. Will he be entitled to claim a patent for such a method of treatment ?

¢) The 'Himz-tchal‘ Emporium sells Kuilu Shawls. It applies for registration of the Trade
Mark “KULLU?” for such shawls. Can such Trade Mark be registered? '

d) A student submits a dissertation for his Ph. D degree. His guide copies a portion of it
and uses it in his new book. Can the student claim copyright on his dissertation and take
an action against his guide ? : '

- 1. °
NEEN 1T S L
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1. All Questions are compulsory ‘
- 2. Marks assigned to each Quesflon are shown 011 the right sidersn .'d gem £

~y

TR AU PP B SRR | R Tt

Q.1 : Answer Any Two: ' LR -;f.“«"::i"::.:"m- . =20.
1. State and discuss the works in whlch copynght sub51sts under thé Copynght Act, 1957.
2. State the grounds of revocation of patents under the Patents'Act, 1970:: ©

3. State the effect of registration of a Trade Mark under the Trade Marks Act, 1999.

]

Q. IIl : Write short notes (not exceeding 10 sentences) on Anv Four : 20.
- 1. Copyright Societies.

. Registered users under the Trade Marks Act 1999

. Patent of Addition.

2
3
4, Specification.
5
6

. Collective Marks.
. Adaptation under the Copyright Act, 1957.

Q. IV : Attempt Any Two : . _ ' =2,

1. Ganesh applies for a patent in respect of an invention and the same is granted by the
Indian Patent Office in July, 2003. '

a) For how long would Ganesh have the exclusive right in respect of the invention ?

b) If Ramesh wants to challenge the patent, in which Court he has to file 4 suit-?"

¢) Can Ganesh take an action for Infringement against a manufacturer who i8 makmg the
invention in Pakistan ?

d) Can ganesh get a patent in U.S.A. in respect of the same invention, if appli'es in 2005 ?
Why ?

e) If Ganesh had initially filed a PCT application, what would have been the advantage ?

. Dr. Singh has written a book on Intellectual Property Law. The book has been published

by Western Law House.

a) Who is the author of the work ?

Answer : Dr. Singh is an author of the book on Intellectual Properr_:{ Law.

b) A journalist uses extracts of the book in the review of the book published in 2

magazine. Will this amount to infringement ? Why ?

Answer : No, this will not amount to infringement as extracts can be used for review purpose,

under Section 52 of the Copyright Act, 1957, certain acts does not amount to-inﬁ’ingement of
copyright. '

¢) A student extensively quores from Dr. Singh’s book in his law exammatlon Will this

amount to infringement ? Why ?
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Answer : No this will also not amount to- 1nﬁm0ement under Section 52 of the Convrlght

_ Act, 1957 certain acts not to be infringemeht of copyright:, o e -
d) Shyam makes 10 photocopies ‘of the book and dtstrlbutes them afnongst hlS fnends ©o
Wil this amount to infringement ? Why ? L )
Answer : Yes, this will certainly amount to: mfrmcrement because under Section 51 of the-
" Copyright Act,"1957. making photocoov of the ook and dlstnbutmg the saine amounts to 3

mfrmgement of convrlcht T S A ‘ . o _--

' SN i P T Py T
3. A man by the name; Shahrukh swant to applyf.forureglstratwn -of h;s personal name -
“Shahrukh” as a Trade mark for Cola drinks.
a) Will the Mark be regarded as distinctive ? Why ? T A O
b) Can he seli his drink as “Shahrukh’ iy Cola” 7 Why ? : -
¢) Can Mr. Shahrukh Khan, the actor; oppose the application ? ‘Why.? 9
d) Will it make any difference, 1f the riarhe was a famous and historical name 9

: I4I,“.}.:EI'..". i -':_i.‘. div s

€

_(O1d and Revised Course)

N.B. :

1) Answer Section [ on the Question Paper 1tse1f

2) Use Answer Sheets and Additional Sheets for Section II;

3) Section I shall be collected at the end of the first hour of the exaimination.

SECTION —I (40 Marks):

Q. I: Tick the appropriate option :

1) A patentee may, at any time by giving notice in the prescribed manner to the Controller, offer to
surrender his —

a) Design.

b) Trademark.

¢} Copyright.

d) Patent.

2) Dei‘me the term ‘invention’ under the Patents Act, 1970. (Answer in 2 single senteﬂce).

---------------------------------------------------------------------------------------------------------------------

3) Oneofthe ............... grounds for refusal of registration is when a mark comprises or contains
scandalous or obscene matter.
a) proper.

b) absolute.
¢) relative.
d) legal.
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4) When the identity of the author is not known, copyncht Hn hterary work subs1sts until
................ from the followmcr calendar -year after.the year mfwhxch the literary. work was

| _ publlshed

..a) 20 years. .-
b) 40 years.
c) 60 years, _ - -
d) 75 years. T

' 5) Define the term goods under ’the Trade Marks rAct !1999 (Answer in one sentence)

6) What is meant by the term “performance” under the Copyright Act; 1957 ? (Answer in a

single sentence). _ R
7) The Registrar shail classify goods and services, as far as may be, in accordance with the
............. classification of goods and services for the purposes of reglstratlon of trade marks:;
a) National. kB . - S
b) International. .
c) Global. ‘ ' ST
d) American. ' ' S

8) An individual can apply for a patent as an inventor.
a) True.
b) False.

9) Which of the following would be a ‘permitted use’ as per Section 2 (r) of the Trade Marks Act,
1999 ?

a) Use of a trade mark by a register user of the trade mark in relation to:goods or services
with which he is connected in the course of trade. -
b) Use of trade mark by an unauthorized user in relation to goods or services which are
identical to the goods and services of the registered user.
¢) Use of trade mark by a registered user of the trade mark in relation to goods or services,
such use being in non-compliance of the conditions and limitations of registration.
d) Use of a trade mark by any user so as to tantamount to passing off goods as those
belonging to the registered user.

10) The definition of the term ‘mark’ under the Trade Marks Act, 1999, is an inclusive definition.
a) True.
b) False.

11) What is an ‘international application’ under the Patents
Act, 1970 ? (Answer in a single sentence).

12) Match of the following in column ‘A’ with the correct classification from column ‘B’ whether
they are patentable or not patentable under the Patents Act, 1970 : o
GA’ tB 3
1) Algorithms. a) Patentable.
2) An invention which is new and useful. ~ b) Not patentable.
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. -3)System of aiding hearing.i. . .ieisc) Not patentable. -+ . ie oo A
¢« -i4)Discoveryof a scientific principle:”.. - 7 d) Patentable.: .r.ivient vt R
113) Third parties can commercially exploit a patented product” without obtaining thée patentee’s - ‘?‘{g '

consent. ' e _ S TR

. ) . ‘;E
a) True. 3
b) False. i

14) Which of: the followingwould'be efititled to copyright protection .
a) Inventions. S ‘
b) Logos.-f+ . ¢ SRR ST PN g
c) Paintings. ' o
" d) Hybrid Seeds.

15) The re-arrangement of known devices, each functioning independently of one-another in a known
way, is an invention which is patentable under the Patents Act, 1970. '
“a) True. "
b) False.

16) A mark shall be deemed to be ..oooeveiinnnn to another mark if it so nealy resembles that, other .
mark as to be likely to deceive or cause confusion. : :
a) Identically similar. ‘
b) Perceptively similar.
c) Deceptively sitnilar.
d) Similar.

17) Copyright in a work, can subsist even if that work is not registered under the Copyright Act,

1957.
a) True.
b) False.

18) If an application for a patent 4s filed along with a provisional

specification, then a complete specification is required to be filed within ...... months from 3
the date of the filing of the application.
a) three. j
b) six. (@
c) twelve. |
d) eighteen. _.h_;
19) .eeeenn means, a trade mark distinguishing the goods or ST A -

s e A

services of members of an association of persons which is the proprietot: of the mark from
those of others. : .

a) Certification Trade Mark. TR AT
b) Collective Mark. . oddpr s
o) Trade Mark. e
d) Geographical Indication

=
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20) Wthh of the followmg is 1nvent10n under the Patents Act 1970 ? a
' a) Frivolous invention. , . R

b) Method of horticulture, , ‘

.¢) A computer program per Section. .. -+ v r it e e e e
d) Presentation of information. ' ' il
e) None of the above

: 21) Which of the followmg cml remedy can be used to protect a copyrlght in Indla ?
. a) In_]unctlon '
b) Damages.
" ¢) Account for profit.. . .. sl
d) All of the above.

22) The Pafents Act, 1970 extends to. the Whole of India excluding J ammu and Kashrmr
- -a) True: .
b) False.

- 23) Accordmg to Section 18 ‘of the Trade Marks Act, 1999, a registered trade mark may be iveeninen
01 transtitted with or without the goodwill'of the business.concerned.

a) assigned.

b) sold.

¢) licensed.

d) transferred.

24) What are the two rlghts of patent agents under’ the Patents Act, 1970 ? (Answer in a single
sentence).

25) What is the purpose of a certification trade mark ? (Answer in a single sentence).

26) Broadcast means communication to the public by any means, of wireless diffusion.

a) True.
b) False.
27) Which of the following is a rlght conferred by copyright under the Copyright Act, 1957 7
a) Statutory Right.
b) Moral Right. ‘
¢) Multiple Right |
28) Match the question in column ‘A’ with the correct mtellectual property right from column ‘B’ :
. ¢ A’ - ‘ ‘B,
1) Logo for identifying the a) Copyrlght
goods of a shoe company.
2) New method of - . b) Trademark
producing electricity.
3) Dance perforrance. c) Patent.

29) The Paris Convention is not an international patent filing system.
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a).True. . SR LTI PRL SR AP 1 PR AR (35 N MR R
b) False. | ' ' e
30) An application for patenting an invention, may be made by any person claiming to be the
inventor of the invention. A
2 a) first.

Lo b) true and first.

v ¢)sole. ol

~ d)yonly.

---------

31) A trade mark identiﬁes,the.product and its origin, and guarantees its quality.-
a) True. ' '
b) False.

32) Define the term ‘registered proprietor’ under the Trade Marks Act, 1999. .(Answér in a
single sentence). ' .

33) What i§ the term of copyright in literary, dramatic, musical, and artistic works, other than
photographs, which are published during the lifetime of the author 7 (Answer in a single
sentence). '

34) PCT is an acronym for -
a) Public Copyrights Treaty.
b) Patent Co-operative Treaty.
c) Patent Copyrights Treaty.
' d) Patent, Copyrights and Trade Marks. .

35) Every performer shall have-asspecial right to be known as ........... in respect of any performance.
a) broadcast marketing right.
b) performer’s right.
¢) performer’s reproduction right.
d) exclusive reproduction right.

36) e, is an example of a certification trade mark.
a) Zandu,
b) ISL
c) Cadburys.
d) ICICL

37) What is meant by adaptation in relation to a draimatic work ? (Answer in a single sentence).

38) A movie whose screen play is based on an adaptation ofa
well known novel. Which intellectual property right can give it a protection ?
a) Trademark.
b) Related Rights.
c) Patent.
d} Copyrights.
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}{, r(Answer 1n a smgle sentence) .;,-,; L0 _5_ . . ‘:.‘..‘_.g‘.j:._,.;. :-.

_ SECTION -1 (60 Marks)
Bk RS T T PR O U PO ST Frate evss b e SO ALY
Qe IL: AnswerAanwo : - Gt et mebohe e st ‘Sir1—?20
1) State and discuss the works in which copyrlght subsxsts under the Copyrlght ‘Act,
1957. & e
. 2) State the grounds of revocation of patents under the P'ttents Act, 1970 ciE i
3) State the effect of registration of a Trademark under the Trade Marks Act 1999

= Q. lII Write short notes (not exceeding 10 sentences) on Anv Four =20.
a) Copyright Societies.

_b) Registered User under the Trade Marks Act, 1999.
¢) “Patent of Addition.

_d) Specification. .

e¢) Collective marks.
) Adaptatlon under the Copyrlght Act, 1957.

Q.IV:AttemptAanwo: ' _ _ =2,

(a) Ganesh applies for a patent in respect of an invention, and the same is granted by the Indian
Patent Office in July, 2003, '

a) For how long Ganesh have the exclusive right in.respect of the invention ?

b) If Ramesh wants to challenge the patent, in which Court has he to file a suit ?

«©).Can Ganesh.take an,action for Infringement against a manufacturer who is makmg the invention.in
Pakistan 7 Why ?

- d) Can Ganesh get a patent in USA in respect to the same invention, if he applies in 2005 7 Why ? ?

e} If Ganesh had initially filed a PCT application, what would have been the advantage ?

(b) Dr. Singh has written a book on Inteflectual Property Law. The book has been pubhshed by
Western Law House. .. :

a) Who is the authox of the work ?

Answer : Dr. Singh is-an authoer. of the book on Intellectual Property Law,
b) A journalist uses some extracts of the book in the review of the book pubhshed in a
magazine. Will this amount to infringement ? Why ?

Answer : No, this will not amount fo infringement as extracts can be used for review purpose, under
Section 52 of the Copyright Act: 1957, certain acts does not amiount to infringement of.copvnght '

¢) A student extensively quotes from Dr. Singh’s book in hlS Iaw examihation: Will this amount

to infringement ? Why ? SRR
Answer : No, this will also not amount to infringement, under Section 52° ofthe Convrlght Act 195 7
certain acts not to be infringement of copyright. R e

d) Shyam makes 10 photocopies of the book and distributes them amongst ‘his*frieiids. Will this
amount to infringement ? Why ? -

L md VL Ph
,-.Nmf hi’x.i 72 2 L
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‘Answer : Yes, this will certainly amount to infringement. because, under Section 51 of the Copyright
Act. 1957. making photocopy of the book and distributing the samedmovifits'to infringement of

copyright.

(c) A man, by the name Shahrukh, wants to apply for registration of his personal name
“Shahrukh” as a trademark for Cola drinks. . .. . .. ... ol foToo o R
a) Will the Mark be regarded a8 distinctive ? Why 7~ = F. ~ ™ o A

b) Can he sell his drink as “Shahrukh’s Cola” ? Why ? : -

¢) Can Mr. Shahrukh Khan, the actor, oppose the application ? Why 2 -»nf v 2ee

d) Will it make any difference, if the name was a famous and historical name ?

e) Will the mark be regarded as distinctive ? Why ?

[November, — 2005 2271103
(Old and Revised Course) ,

Instructions :
1) Answer SECTION I and SECTION II separately;
2) Answer SECTION I on the question paper itself;

3) Answer all questions.
With Solution

. . £ wenf . ' . o o g . - - .

iy T I O N T Ay [ T R CI] 2 ra AN S R g T et o , PO R T .. . B .
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’jﬂ. U5 e % .O th s o iz Ly Yo LR ;i 5 SE 95 s
St i e, TN T oy A2 I e N . - R A b ot N L2 b g : ERAN )

N.B. '
Section I contains Question No. 1 onfy fiaving 40 Objective Questions which are not relevant in the
context of present Question paper pattern, fience not included here. | =
@
SECTION - 11 %
Q.2: Answer Any Two : = 20. 5
(1) Explain and discitss the meaning of the term ‘copyright’ under the Copyrights Act, ‘i
1957. P
(2) State the grounds of refusal of registration of a Trade mark under the Trade Marks ;«a
Act, 1999. C
(3) What are not inventions under the Patents Act, 19707 - %
Q. 3: Write short notes (not exceeding 10 sentences) on_Any Four : =20. S’
1) Fair Use. Q;.
2) Assignment of Trade Marks. %
3) Patent Co-operation Treaty. Bl
4) Performer’s Rights. "C
5) Restored Patent. o ?;ﬁi‘
6) Passing Off. e i
: Bt
Q. 4 : Attempt Any Two : =20. ‘i

1) B D Pvt. Ltd. launched a range of readymade garments for men under the name “Preity” in '
the year 2000. - ;
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a) If the Trade mark has not been; apphed for: reolstratmn, does BD 1Pvt.{Ltd.:Havé any
L:;‘_gnghts in the said ? Why 2. i oo et to sapooidy maideerr S2@L 1af m"uir,,_ '
Answer ¢ Yes, BD PVT. Ltd have a right as thev have desiened and made the tail-work'job of
exclusive ready-made garments for men. so they have a right to sell the goods in the market as the
_ ... company is not-registered. it cannot. file a SLllt of infringement or passing off or any kmd of ,
ss ¢ misappropriation. | A Ee e i A ;
: b) If BD Pvt. Ltd. were to apply for 1e01st1 ation of the markﬂwll it be granted ? Why i
Answer : Application of registration to.be:made’ to Patents and Trade Mark Registry to the
Registrar. So as to have the exclusive right§ of heif produgt s amsre mamunms s momr s o w o
¢) Can actress Preity Zinta oppose the grant of the Mark ? Why ?

Answer : No. actress Preity Zinta cannot oppose as she is not manufacturing the sumlar. Ve

e 'of
garments. Opposition is to be made bv the same ‘Kind offbi}o’ HEEBWhEr (i, First owner and true
owner). v IBGoEbE T b ploc e .
d) If another garment manufacturer brings out a mmﬂar ralige of ‘prd‘ducts wnder the Mark
“Preity” will it amount to infringement of BD’s Mark ? Why ?

Answer : Yes, it will amount to infringement of BD%:Mark as the sound and letters are
deceptively similar.

O RN T

2) Scientist ‘A’ working in B.A.R.C. and involved in atonuc energy research discovers a
scientific principle. His collegue, Scientist “B* uses the principle and mvents ‘a novel,
inventive, and useful working device based on-the principles. N
a) Will Scientist ‘A’ be granted a Patent for his discovery ? Why ?

Answer : No. Scientist ‘A’ will not be eranted a Patent for hi§ d1scoverv uiidef Seetion 4 of the
Patents Act. 1970, inventions relating to atomic-energy are not patefifible.” ~~i0*°

b) Will Scientist ‘B’ be granted a Patent for his invention ? Why ? ey
Answer : No, Scientist ‘B’ will not be granted Patent for his invention. as hIS 1nvent10n 1s related
to the principles of atomic energy which is not patentable. ' L v

¢) What will be your answer to b) above, if the invention is not related to atomlc energy ?
Why ?

Answer : In such a case, the Scientist will be granted Patent if his invention is flot related to
atomic energy, as his invention will be treated as a novel, inventive and useful workmg device.

S L A D

3) Dr. Singh has written a book on Intellectual Property Lasw. The book has been pubhshed by
Western Law House.
a) Who is the author of the work ? '
Answer : Dr. Singh is an author of the book on Intellectual Property Law.
b) A journalist uses extracts of the book in the review of tlie book published in a magazine.
Will this amount to infringement ? Why ?
Answer : No, this will not amount to infringement as exiracts can be used for review purpose.
under Section 52 of the Copyright Act. 1957, certain acts does not amount to mﬁ_,qement of
copyright. : ‘
¢} A student extensively quotes from Dr. Smgh’s book in his law exammatxon. Will this
) amount to infringement ? Why ?
g Answer : No. this will also not amount to infringement, under Section 52 of the Cogxnght Act.
= 1957, certain acts noi 10 be infringement of copyright. - : e
E;""_ d) Shyam makes 10 photocopies of the book and dlstrlbutes them amongst hlS frlends Wzll
i}

this amount to infringement ? Why ?  * e
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.. Aniswer s Yes. this will certainly amount {6 infringement, because.-under-Section:51 of the

‘Cobyrieht Act, 1957, making photocopy of the -book and . distributing " the same samounts to
.- infringement of copyright. - .- N AT S I B LA
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Insttitetions ¢ - e e 5 et
1) Answet Section 1 on the Question Paper jtself, . .- A o o
3) Use Answer Sheets and Additional Sheets for Section II; S R
3) Section I shall be collected at the end of the first hour of the examinatjon. RS )

T B, - e P : g
. SECTION-I(40Marid). .~ .. . -

Q. 1 ¢ Tiek the appropriate option ; ' ' ‘ s

1) tavention : Novel : Idea : 7 - _ o Co o E
i) Utility, 1i) Expression, iii) Publication, iv) Protection. : ' A
s

/O %

A

WY

= z’t:"u’ 2
ﬁO'ﬂ&&Oﬁ&

)i

%) What s the term of copyright in literary, dramatic, musical and artistic works, ofher than
photographs which are published during the lifetime of the author ? (Answer in a single
senteice), | L '

3) Match the questions in column ‘A’ with the correct intellectual pl_:(ipér.ty r.ight from cdlﬁmn':B".
1. New form of jet Engine. Copyright.
2. Shape of a soft drink bottle. Trademark.

3, Logos of a product. Patent.
4, Books. Industrial design.

Q.

]

OO

2
it

%
i

s,
2,

4) Anton Pillar Orders : Interfocutory Injunction : Damages. , :
) They are civil remedies to which a plaintiff is entitled in a suit for infringement.
ii) They ate criminal remedies to which a defendant is entitied in a suit for infringement.
iii) They are issues in a suit for infringement of copyright. '

AR OE0)

5) Once an inventor has patent application ready, it may be sent straight to the Indjan —
i) Patent and Trade Mark Office.
i) Department of Commerce.
. iii) Patent Examiner.
iv) Both i) and ii).

i

OO0
B rerh A SF TS

A
Lzt

Ry
1

O

6) What are the obligations of a Patentee ?

e
b

Bl
v
RS
]
st
5

i Eress

) T is the authority to determine and decide the terms and coxidiﬁfqiifs@@,f%g@“rhpulsdry licence.
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i) Controller.

ii) Central Government. . ’ ‘ B IR TIEI R
jii) State Government. - A R RS
iv) Registrar. |

8) FDA, FPO, AGMARK, IDA‘are = . . Lt e T I A I R

i) Registered trade Marks. SRR PR DIDRRER N AL R
{i) Certification Marks.*:i b1 2 bl a0
iii) Service Marks, -7 0 o o
iv) Collective marks, . oo Fibli setiei a0t S

iy

9) Licence Deed and Assignment of Patents-are tobe— -
i) In writing and registered in the patent office. -
ii) Published/Advertised in the official gazette.-
 iii) Sealed under the seal of the patent registry. "
iv) Allof theabove. sk o N

10) What is a Patent of Addition ?

11) India has been recognizing products patents in food and drug industry siricel-
i) 2000. '
iii) 2005. S : '
iv) 1999.

12) voeenns indicates the characteristics qualities of a product that originates from a particular place or
region. S

13) The term patent is —
i) 10 years.
ii) 20 years.
iil) 40 years.
iv} 65 years.

14) Painting : Artist : Music ?
i) Composer.
ii) Writer.
iii) Dancer.
iv) Lyricist.

15) Colorable imitation : Immaterial; Variation : Mechanical Equivalents.
i) These are grounds for refusal of registration of a Trademark.
ii) These are essential requirements for granting a patent.

iii) These acts amount to infringement of « patent.

16) Which of the following would be entitled to protection under Intellectual Property Rj_ghts 7.
i) Performances. T PEETAREE

e o rime, iy it e e AT P o LTV A SR e D e Ko A AR LA
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il) Broadcasts. | | | L e
 iii) Integrated Circuits. _ - e mmamog s Lo
iv) Inventions. - * St Y g

17) UPQV is an acronym for —

1) International Union for the Protection of__Plant Varieties. 1, 2214 Shoess

ii) Universal Protection of Varieties 0f Plants. |+ st e meas
iii) Union for the Preservation and Protection of Plant Varieties: * = -

18) Which of the following is false concerning the claims under patents specifications ? -
i) They define the scope of the invention.
ii) They should be put at the beginning of the specification. ;. -~
iii) They must explicitly describe the invention. =m0
iv) They set the boundaries for the invention. s -t il et

. EERRLAM N LS SERRNER o S TA I S

19) e identifies the product and its origin, it also creates an image:of the product.
i) Trademark. -
ii) Certification Mark. Camnginh
iii) Collective Mark.
iv) Service Mark:

20) What most accurately describes a Trade matk ?
i) An original literary work registered by a company.
ii) A protected ornamental design for an article of manufacture.

iii) A brand name. _
iv) A protected original work of authorship like a novel.

21) I can use the symbol ® to claim mYy right in a trademark before I apply for a trademark

registration.
i) True.
ii) False.

22) Methods of surgery or medical treatment are not patentable in India.
i) True.
i} False.

. : ‘e et e S e A T e e A bt gt e e AEARER s o
. . it el e e A - et e e n e e Ko P d Sl S daseain g i ARl i L st
; R S T Uty 3 IO, ¥ Ut e R DAL g B sl e L O I e s B T v = ALY PAR AL s A M 5 5 e s ﬁ 5052000 P
ket bt 2 % g Ay Y. e & i Lk : e £l Rl 4 AL
Lt i EEES hES s sl Facl 5

. A= 4 o : Tt T : () i ; : X
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23) Invention : Patent : Signature. R
i) Copyright. CoaRh
ii) Trademark. SR
iii) Design. ,
iv) Patent. v s
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24) WIPO is an acronym from - ) Lo omp e i {
i) World Industrizl Property Organization. TP

o

ii) Women’s Inteilectual Property Organization.
111) WOl’id Inte].lectual PrOperty Organization. PN : f’,‘{_}?jr',.
iv) World Indian People’s Organization. SRR TSt I H
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1) N TR means, 2 Trademark distinguishing the goods or services of members or association
; - of persons which is the proprietor of the mark from those of the others
gaprnt “n:vir ) Certification mark, axaed oy o ol L e
ii) Collective Mark. ' '

iii) Trademark.
iv) Geographical Indlcatlon

26) Why is it necessary to protect the Intellectual Property Rights ?

i) Because, it is both, just and appropriate that the person putting in the work and effort into
or intellectual creation has,some Jbenefit.asa result of this endeavour.
ii) Because, by giving protection to ‘intellectual property many such endeavours are
encouraged, and industries based .on. such work can ‘grow.as.people see that such work
brings financial returns. _
iii) Because, India is- developmg country and it must create af least 25 new laws every year.

27) e is a treaty that provides for the filing of application with a view to obtaining
patent protection in a large fiumber. of countries. :

i) Paris Convention.

ii) Patent Co-operation Treaty

1ii) TRIP’s Text.

iv) Beme Convention.

28) What do you'meaﬁ by Deceptive Similarity ?

29) Section........... of the Trademark Act, 1999 defines the: term trademark.
0} 2 (1) (za). ii) 2 (1) (zb). iii) 2 (1) (G). iv) 2 (1) (ze).

30) All the collective marks are trademarks; but ail trademarks are not collective marks.
i) True. ii) False.

31) Exclusive Marketing Rights refer to the exclusive rights to ......... an article or substance in India.
i} Manufacture.
ii) Market.
iii) Sell or distribute.
iv) Assign.

32) According to Section 13 of the Copyrlght Act, 1957, what are the classes of work in which
copyright subsists ? (Answer in a single sentence).

33) What is meant by the term ‘publication’ under the Copyright Act, 1957 ? (Answer in a
single sentence). '

34) Which of the following would be entitled to Copynght protectlon‘?
i) Books.
ii) Music.
'1it) Invention.
iv) Logos.
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v) Palntrngs N E TH P SRR N T B .
Tu L L U L L T STy s g
.35) A new way to process milk, so that there is no fat in any cheese rnade from 1t Whlch IPR can
give it protection ? _ SoA .
1) Trademark. ' RECIRURRIS
. ii) Patent. I _ T bl bl e
-jii) Copyright. ‘ ' ,
" iv) Service Mark. - R B LA *
sn volls png dwow ot ol g, o LD S SRR
36) What do you mean by Abrldgment under the. Copyrlght Act 1957 ?

e RS s sl

37) Whit d¢" you “niedn’ byAdaptatron under the Copyright Act, 195772 -

38):Match the works in coluthi!'‘ A’ ‘with the:correct acts that are authonzed to be done from column
‘B’ under the Copyright Act, 1957.

it 8 31‘A= P T TR : ' ‘B '
— 1. Musical Work. a) To sell or give on commercial réntal any copy.
2. Computer prog Ramesh. b) To make any adaptation of the work. -
3. Artistic Work. : ¢) To make a copy including a photograph of any 1rnage
forming part thereof.
4, Cinematograph film, d) Depiction in 3 dimensions of a 2 dimensional work.

39) Define an Indian work under the Copyright Act, 1957, (Answer in a single sentence).
40) Define the term ‘Performer” iinder the Copyright Act, 1957, (Answer in a single sentence).

SECTION —-1II ( 60 Marks )

Q. I : Answer Any Two : | =20.

1) State and discuss the works in which copyright may subsist under the Copyright Act,
1957. .

2) State the provisions of the Patents Act, 1970 in respect of suits concerning
infringement of patents.

3) Discuss the grounds for refusal of registration of a Trademark under the Trade
Marks Act, 1999.

Q II] Write short notes (not exceeding, 10 sentences) on Any Four : = 20.
a) Patent Co-operation Tréaty.
b} Rights and Obligations of Patentee.
¢) Fair Use.
d)’ Passing off Action.
e) Certification of Trademarks.
f) Anton Pillar Injunction.

Q. 1V : Attempt Any Two : =24,

(1) Ramesh and Dinesh filed patent application with provisional specification on the same date
for the same invention. After that, Ramesh filed a complete specification much earlier to




JPR 1830 % “Anthors = ‘Prof: Prakaslzf( Mokal &Adv. Iskwm‘lal Agarwil.

Diriesh, hoth filed within the allowed perlod Examme the stalus of the patent applications filed
. by both Ramesh and Dinesh:© % 3 o7 i0 ot "l s f‘-’.‘l._*‘ ACH 26 BRI g T g v 120

2) If Ramesh adopted the idea from "Dinésh dlshonestly TR IRE ?J«aﬁ sesithal ST

Answer : As Ramesh fi led the compete specification much earllel than to Dinesh, it w111 not amount

to infringement. -

b) Both Ramesh and Dmesh are honest mdependent mventms conductmg thelr oWnR separate E
-’ experlments - e - R 4 :'.‘e.'. . B e P R T T L e

" Answer : The inventions will be patented of both Ramesh and Dmesh as thev are thexr own -
B‘separate experiments. - L : :

‘ : e oty
Do o, ,';‘-.: St
[T SRR PR L A

CwaniERL afw o

'(2) Rayaan, a chocolate company, marketed its ploduct Dollops Cakein a bl oWI WY apper with
a distinct white creamish font and a.small girl wearing a white frock holding one piece of
Dollops Cake. The wrapper was very fariliaf ith kids, and on seeing the wrapper they were
able to identify Dollops.Cake. Fletcher, another chocolate company, came up with a product
Dollops Cream Cake using Rayaan’s idea. The wrapper was brown in colour with the Whlte

ST gy’

e LA LA B A W 32T LT v Vs

% . creamish font but with smaller letters and little grammatical changes. A small _boy wearlng
&y white trousers holding a piece of Dollops Cream Cake, was dlsplayed on the wrapper. L
f ; a) Can Rayaan apply . for rerrlstratlon of the word DoIIOps Cake as a Tr ademark in. respect of
¥ his product ?

Bl Answer : Yes, Rayaan can apply for registration of the word ‘Dollops Cake’ as a Trade Mark in
%{ = respect of his product.

- b) Can Rayaan claim protection under common law ?

Answer : Yes. Rayaan can claim protection under the Common Law by making an application for
reglstratlon of Trade Mark. '

¢) Does Flétcher’s action amount to passmg off ?

Answer : Yes. Fletcher’s action amounts to passing off as the Ice-cream wrapper colour and letters
are identical and deceptively similar,

d) State which Court Rayaan to approach to seek relief ?

Answer : Rayaan can approach any Court inferior to a District Court having 1ur1sd1ct10n to try 4 suit.
¢) Can Rayaan make a criminal complaint ?

Answer : Yes. Rayaan can make a criminal complaint.

R e R T T e
I 4 8

L

(3) Joy, a company, brought into market, a play toy named “Popper”, a spring balance on
which children can stand on and jump, and it became instantly famous. The spring was made
of iron, and hence, it had many practical problems. Freek, another company, came up with the
same toy with a different name “Snooper”, made of a material which solved all the practical
problems which “Popper” had.

a) Whether Freek can claim patent protection for “Snooper”, a modified version of “Popper”
Answer : Yes. Freek can claim patent protection for “Snooper”, a modified version of “Popper”.

b) Would “Popper” anticipate “Snooper” ?

Answer : Yes. it can. The modified version is always possible.

¢) Can Freek file a PCT application to get a global patent ?

Answer : Yes. Freek can file PCT application to get global patent.

d) Would it make any ‘difference to thc patent prospect if “Snoopei™ was displayed at an
exhibition before the date of making the patent application ?

Answer : No, it would have made no difference,
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e)Added to the above facts, assume Freek adopted the same logo and style;of writing, as that, of | Q

Joy in such a way that, it was strikingly similar to that of Joy Can Joy: proceed against Freek

for copyright infringement in respect to the style of Wrting 210 Jensht gt g b e 0BT
Answer Yes. certainly. Joy can proceed acamst Freek for mfrmgement e ' : N
[1“~Iovember2 20@6 R T

_(Old and Revised Course) :

‘Wztﬁ .S'o[utzons
N.B. :
1) Answer Section I on the Question Paper itself;
2) Use Answer Sheets and Additional Sheets for Section IT;
3) Section I shall be collected at the end of the first hour of the esamination.

- SECTION -1 (40 Marks):

Q.1 : Tick the appropriate option :

1) A mechanical product patent expires after ...... years from the date of filing the patent application.
a) Fourteen. |
b) Seven.
c) Sixty.

'd) Twenty.
2) Opposition to the grant of a patent, must be filed before the expiry of a period of ......... months

from the date of publication of grant of a patent.
a) 24.
b) 18.
)12,
d) None of the above.

3) Copynght does not subsist in identical works.
a) True.
b) False.

4) Ordinarily, application for patents shall be open to the public, after a penod of ..., months
from the date of apphcatlon

a) 24.

b) 18.

c) 16.

d) 3.

5) A method of playing game(s) is a patentable subject maﬁer under the Patents Act, 1970.
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oo a)True. . s b e L e IR : .
b) False. '

6) Define a ‘Reclstered User® as under Section 2 (x) of the Trade Marks Act, 1999 el
Answer : A “Registered User” as defined under Section 2 (x) of the Trade Marks Act, 1999, is a
" person other than the registered proprietor of a trademark.~who .is‘registered as-a registered user in
respect of anv or all of the goods or services in respect of which the trademark is registergd. -

’l.‘-J

7) Meaning of ‘pubhcatlon’ as under the Copyrtcht Act, 1957 (Answerin a smgte sentence)
Aunswer : Under Section 3 of the. Copyright Act. 1957, pubhcatton Imeans. maklng awork avaﬂable
to the public by issuing copies ot by communicating the work to the public. ety

8) Registration of registered trademark must be renewed every ....... years.
a) 5. ' - - o
b) 10.
c)7.
d) 15.

9) Preliminary advice as to distinctiveness of a Trademark can be obtained from the Registrar of
trademarks.

a) True.

b) False.

10) Under the Copyright Act, 1957, C0pyr1ght shall subsist in an Artistic Work durmg the life of the
Author plus ....... years following the year in wh1ch the author dies.

a) 65.

b) 20.

¢) 50.

d) 60.

11) Define the term ‘invention’ as under the Patents Act, 1970.
Answer : ‘Invention’ as defined under Section 2 (i) (j) of the Patents Act, 1970, means, a new
product or process involving an inventive step and capable of industrial application.

12) Unless otherwise stated, the rights assigned under the Copyrlght Act, 1957, must be exercised
within ........ year(s).

2) 1_

b) 2.

c) 3.

d) 4.

13) Who amongst the following, is not a ‘Performer’ ?
a) A Magician.
b) A Singer.
¢) A Lecturer,
d) A Lyricist.
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14) An honest concurrent user of a tTademark may be permltted reglstratlon of the mark by the -

o -'Reglstrar : ' o
P + -« a) True. True e _ O;
: b False { Ve oS e *_.--';‘-“’_‘-’” i N ii
ot { JJ ):‘ _,_.-,,.f.r ] --;'E e el STITALI, j':;.s . - o O‘
o 15) Acqulescence could be a good defence inan  action for 1nfrmgement of trade mark ' O
BRI} 1§ 1S o 11 £ M S G S NI TR IR : A
Ci 0 b)Ee ST fj
fr {aunginse slgnia aol Jweu%’s X T AT T TR O
o 16): Ordmary dlctlonaryxwords: like? Cycle Parachute Parrot are not reglsterable as trade marks, -+ . . 3
‘a) True. IR L S - Q
:;:, b) False. ' N
: . 17) Opposition to the reglstratmn of a trade mark must be filed within ......... months of its
T advertisement. o
a)3+1.
b)1+1.
c)2+1.
dys:

18) An individual cannot apply for a patent as its inventor.
a) True.
b) False

AT

Sty e

19) Under the Copyrlght Act, 1957, an Author of a work may relinquish all or any of the rights in his
works.

a) True.

b) False.

20) The Copyright Act, 1957, does not extend to the whole of India.
a) True.
-b) False.

21) For Copyrights to subsist in a particular work, the work must be.—
a) Novel. '
b) Different.
¢} Original.
d) Unusual.

22) Commercial (business) secrets can be protected under —
a) Trade Marks Act, 1999.
b) Patents Act, 1970. o)
c) Official Secrets Act. . A
d) None of the above, - o

%ﬁgtiﬂ{Q;:QuQ—-O 2 On O O'—D " Q,: O O Q:a_pmibo""”“o P‘Q’fﬁl}‘o“t

i3
23) The date of the .......... is the relevant date for setting the priority date of the patent. i
a) Patent grant. - qa

‘ ' 4

O‘t

i
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- b) Examination report. - Ce e : _ e
c) Patent application. - . . BRI RTINS
d) Publication. . o ' ‘ S o
A T S F T (RTINS P B BT HEU IS L
pZ: ) RO . Mearis, a mark distinguishing the goods and service of member of an association of
persons which is the proprietor of the mark from those of others.’ - L
a) Certification Mark. - S o
b) Collective Mark.

c) Geographical Indication.

g -

25) Translation of a book would be protected under— .. ... = ..~ 7 f
a) Derivative Rights. ‘ PR
b) Copyrights. ' e
¢) Related Rights. _
d) Personal Rights. - ..~

26) Which of the following are the rights conferred by the Copyright Act, 1957 2
a) Statutory Rights. .
b) Multiple Rights.
c) Moral Rights.
d) All the above.

27) Match the questions in column ‘A’ with the correct intellectual property from column ‘B’.
] A! GB’

1. A Pharma Drug. a) Copyrights.
2. Kodak. b) Geographical Indication.
3. Champagne. c) Patent.
4. A Painting, d) Trade Mark.

Answer :

l.e. 2.d. 3.b. 4.a

28) What are the two rights of a Patent Agent under the Patents Act, 1970 ? o

Answer : 1) Every Patent Agent whose name is entered in the register, shall be entitled to practice
before the Controller; and 2) shall be entitled to prepare all documents, transact all business and
discharge such other functions. as may be preseribed. in connection with; anyiproceeding before-the

Controller, under this Act.

29) Copyrights in sound recordings shall subsist until 60 years from the date of ifs ............. .
a) Recording. : -
b) Publication.
c) First Sale.

30) A trade mark proposed to be used is registrable under the Trade Marks Act, 1999.
a) True. '

b) False.

31) A mere arrangement of known devices each functioning independently, is not patentable.
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a)T_rUB_ : ' I oo noan
o) False. . - : LU '
32) Complete Spemﬁcatlon must be ﬂled w1th1n ... months from the date of filing the provisional
spec1ﬁcat10n T m s pe s e _ _
) a) 12 + 3 7 Y BRI B 3 S 4 Tk S T EE I SRS R
b)12.
c} 15+ 1. o .
16 . S e e

33) Copyrights in future works can be licensed. -
a) True. '
b) False.

34) Assignments of Copyrights is invalid, if the same is not in writing,
a) True. .
b) False. C L o IR

35) Broadcasting Rights shall subsist for ......... years.
a) 23.
b) 50.
c) 10,
d) 5.

36) Validity of a registered trade mark in continuous use is ............... .
a) 25 years.
b) 15 years.
¢) 12 years.
d) in perpetuity.

37) AIR (All India Reporter) can claim copyrights in the head-notes appearing in their publlcatlons.
a) True. .
b) False.

38) The ............ Convention protects Literary and Artistic Works.
a) Berne.
b) Madrid.
¢) Los Angeles.
d) Milan.

39) An owner of copyrights can assign these rights partially.
a) True,
b) False.

40) Match the questions in column ‘A’ with the correct answer from column ‘B’.
‘Ai GBS ‘ ,
1. Pharma Drugs. a) Not Patentable. - Chevanaghat
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4, Anew type of vehlcle =
Answer el s
1.b. . 2ia- '-3."0."2' 7_4. d'.i ]

-Q’ “l‘Answer Any Two DU pEve

1) Procedure for- grant of a‘"Patent:as imder ‘the Patents Act 1970
Answer :

a). File aoohcatlon in the Patent office along with the p_rescnbed fees,

b) -Accompanied by provisional/- Complete Soec1f1catlon* EERARE

c) Soeelﬁcanon should give the detalls of the mventlon and elalms which the Patentée’ WlSheS t0
, grotect, .

' d) Of recewmg such aoohcahon the Controller forwards-the aooheatton to an examiner to conduct
- a’thoroﬁ,éh scrutmv of the” aophcatlon whether 1t1s in’ conformfv w1th the rules prescnbed under
”theAct R T N TR RN

Where the eXa rmner deten‘mnes Some: oblectlons or amendment’s‘ 1that are to be made w1th respect
to the TWention hie irforms the ControlIer who 1i 111 tum vu s it to the notlce of the applicant:’
Post’ Giterations-/ ‘amiendniénts, 1f the aoohcahon 1s aooroved 1t 1s oubhshed in the ofﬁmal

Gazette; TR
If the apohcatlon is unopposed within a period of 3 + 1 months from the date of oubhcatlon a

Patent is granted to the applicant.

2) Under Section 13-of the Copyrlght Act, 1957, copyrlght shall subsist in original literary,
dramatic, musical, and- artistic works: Explam the coneept of ‘Orlgmal’ as under Section 13.

Give examples.

Answer : B I
Copyright as defined under Section 14 of the Copyright Act, 1957, means the exclusive right to do or

authorize others o do certain acts in relation t0 —
Original, Literary; Dramahe mus1ca1 Works
Artistic Works: ‘-
Cinematograph Films; and
Sound Recording. - . :
Copyright subsists only in a original work. The word ‘original* dees not.mean that the work must be
the expression of original or inventive thought. The originality which is required, relates to the
exoresswn of the thou,qht but the expression need not be in.an. original.or.novel form,

There is 10 coovnght in ideas, however original or brilliant. thev,mav be

3) State the grounds for absolute'grounds for refusal of re_gl_stretloh_ of a trade ntark under the

Trade Marks Act, 1999 e

Answer :
Section of the Tiade Marks Act, 1999, lists the followmg ,qrounds bem,c_r absolute ,qrounds for refusal

of a trademark reglstratlon —
1. Such trademarks wh1ch are dev01d of any distinctive chalaeter ie. not caoabie of dlstmcrmshmg

the goods or serv1ces of one oerson from those: ofanother T

T 7‘7 E J_i_
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- 2. -Trademarks which consist exclusively of such marks or indications which may serve_in trade to, : O
~ desionate the kind. quality. quantity. intended purpose. -values;;geoqraphical origin, efc. . 1
. 3. Such_trademarks which consist .exclusively ~of marks or indications -which have become iC?
- customary in the current Janeuace or in the bonafide or established practices of the trade. - g O
4, - Such trademarks which are of such nature as to deceive the public or cause confusion. | : _ R
5. Ifit contains any matter Jikely to hurt the religious sentiments of any class / section of society. -‘;;1"1"“ O

6. If it comprises or contains scandalous or obscene matter. x 1 -

7. - If its use is'prohibited under the FErmblems and Names (Prevention of Improper Use) Act, 1950.
8.5 A mark shall also be not registered as a frademark if i consists exclusively of the-shape of goods
which results from the naturetof goods “hemselves or the shape which gains substantial value to
‘the poods. - St
209l B dunasy

Q. TIL : Write short notes (n'ot'éx‘ce"e‘dinﬁ‘-lb':‘é_gﬁténcm Amf?i'F'bui-"‘: - 20
a) Patent Agent.. B , : —

- Answer : S o : ' S o
" (Sections 125 to 130) — A person shall be qualified to be a patent Agent, if he is,a citizen of Iridia, has
Gormplated 21 years ‘of Age, has Cbtainied " depreé in sciEnce. éngineering o technology from a
fecomized University in'India and, - addition, has passed the qualifying ‘examination.
Every Patent Agent shall be entitled to.practice before the Controller and prepare all documents.
tansdct all business and dfscharge such other functions as may be prescribed by the Controller. ~
. The.Patent Agent is.authorized to sign all applications and communications to the Controller on
Behalf of the Patentee, who has duly auttiorized him in writing to do so. |

bjiMeaning:of Copyright.
Answer : :
The statutory definition. of cop: ight is given under Section 14 of the Copyright Act, 1957. It means
the exclusive riglit to do ‘orauthorize ofhers to do.certain acts in relation to —
" Orieinal literary. dramatic, musical Works:
- Artistic Works:

Cinematographic Works:

Sound Recording,
Copyright subsists only in original work, The word ‘original’ does.not mean that the work must be
the expression of original or inventive thought. The originality which is required. relates fo the
expression of the thought, but the expression need not be in an original or novel form,
There is no.copyright in ideas, however original or brilliant they may be.

¢) Meaiing and purpose of Trade Marks. . - "¢~
Answer - - | a : : o

Section 2 (1) (zb) — “trade mark” means. & mark capable of Being.represented gepgraphically and
which is capable of distinguishing the goods or services.of ore person from those of others and may
:nclude shape of goods, their packaging and combination of colours; and —

cal

L. in relation to Chapter XII (i.e. “Offences. Penalties and Procediae”._other than Section 107), a

registered trade mark used in relation to goods or services for the purpose of indicating or so as to
indicate a connection in the course of trade between the soods or.services. as the case may be. and
; - T s 4 .

R LS S

some petsonhaving the right as propriefor f0 uge the mark; and L
2. in relation to other provisions of this Act. a mark used or proposed:to be used in relation to goods
or services for fhe purpose of indicating or so to indicate a connection in the course of trade between

N . PR T T B oA cd L
the soods or services, as the case may be. and some person having the right, githerds proprietor or by

f“|>
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- way of permitted ‘user to use the mark whetlier with or Without'any . 1nd1oat10n of the 1dent1tv of that
i person ‘and includes ¢ a certlﬁcatlon trade mark or collectwe marki:d ¢ 'r._gw*)' L
, {’l/1l"f‘J:U:-' et TR SR (TR 3 i

GUE farso
A trade mark is a vrsual svmbol in the form of‘ word ‘device. label aDDhed to ar thlelS of commelce
wrth a view to mdicate to the purchasing public that they are goods manufactured or otherwise. dealt

#---in by a particular person or- orqamzatton as drstmgulshed from similar goods manufactured o dealt in

'b’ymthers: N L : B T A ==
Tn essence. a trademark is a v1sua1 reoresentatlon attached to he ‘goods for the DurDOSe of lndlé;ﬁnc
their trade origin. ;; . . .00 b =

A patent is a statutory erant contammg certam monooohstlc TlthS on the grantee for a deﬁmte

penod sub1ect to certam condmons
L NENTH Lt . E LT

d) Rwhts ofa Patentee. R

Answer : ' : _ 7

Subiect to other provisions contained in the Patents Act, 1970. and the conditions SDectﬁed in Section

47,2 patent granted under i this Act shall confer upon the patentee —

a_) where the sublect matter of the natent is a product. the exclusive rlaht to Drevent tlurd oart1es
-who do not. have hIS consent, from the act of making, using. offering for sale, selling or mloortmg
for those purposes that product in India:

b).. where the. subiect matter of patent is a process. the exclusive right to prevent third Darties who do

. -not-have his consent, from the act of using that process, and from the act of using, offerin ring for

sale, selling or importing for those purposes the product obtained directly by that process in India.

). Geographlcal Indlcatlons.

Answer s

According_to Sectton 2 (e), “ @g@ohtcal Indications”_in relation to goods means. an indication

Whtch identifies such oods as a; ricultural oods. natural goods. manufactured goods as originatin

or manufactured in fhe terriiory where a given quality, reputation or other characteristics of such
goods as gssentially attributable fo its geographical origin and in case where such goods are

manufactured goods, one of the activities of either the production or of processing or preparation of

the ,qoods concemed takes olace in such territory. region, or locality. as the case may be.

2

R T O S ST E T e

f) Passing off.

Answer :

Passing off is 2 form of tort. The object of this law is to protect the ,c_roodwrll and. reputation of a
business from encroackment by dlshonest competitors.
No man is entitied to represent his goods as being the goods of another man and no man is permitted
to use any mark, sign. symbol, device. or other means. whereby he makes a false representation to
somebody else. who.is the ultimate customer. -

The law of passing o H fias beer extended 0 profession and non-trading activities.

Vs

75

A
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Q. IV : Attempt Anv Two: =0.
1) Zel Pvt. Ltd., an Indian compainy; is [ong-standing manufacturer of sports goods under a

registered trademark OZONE, having sales in India. Only recently, Strauss USA: has
Iaunched its sports goods in- Mumbal, and in the USA, under the frademark OZ-1.

a) Zel desires t0° commence legal proceedmgs against Strauss in India. Advise on’ optiors

available and reliefs thiat'may be ‘prayed for. IR

Answer : 1) Ex-parte Injunction: 2) Injunction (subject t0 such terms as the Court inay deem fit): 3)

Darinages or an account of proﬁts 4) Delivery of mfrm,qm,q labels/marks for destruction.
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b) jZel desires to commence legal pr_oc_'ee'dings agéinst-Strauss_ in the USA. Advise. -, .

Answer : Legal proceedings in the U.S.A. would not be entertained. Trade Marks Act. 1999 is a
territorial law having applicability in India. The cause of action has
India are the appropriate forum for adjudication.* =, ~ 1w DU on s BT

¢) Strauss has made a trademark application in India for their mark OZ-1. Advise Zel. .

Answer : The application must be strenuously/carefully followed and if the same is accepted by the

Resistrar. Zel must oppose the application under Section 21 of the Trade Marks Act. 1999. The
onposition must be filed within 3 + 1 months of mark being advertised in the Trade Mark Joumnal. - -
d) Assume Ozone was an unregistered trademark, what option/s would Zel then have ? Pl
 Ansiver : Zel would have a common law relief, viz. 4 suit for passing-off against Strauss.

2) Mir. Desai invents (i) a new kind of a weapon, capable of Iocﬁting"and killing human targéfs

in the dark, and (ii) he uses the same invention fo manufacture a rescue dévice capable of

locating victims trapped underneath structures.

~ 2)Mr.Desai desires to patent both his inventions. Advise. o

- Answer : In view of the fact that the invention can be_clearly used purposes other than killing
hutnanscthe use of the invention is, and can be put to legitimate industrial use. Hence. Mr.-Désai’s
patént 'application as a source device would be a good application: However. the. first application of
the invention would fail under Section 3 of the Patents Act. 1970. C ‘
b) M/s Gunner Corp. is wiling to pay substantial money to Mr. Desai provided theéy are
acknowledged as co-inventors. Mr. Desai likes the idea but wants clarifications. Advise Mr.
Desai. © - :
Answer : Section 6 of the Patents Act, 1970 refers to the “Persons Entitled to Apply” for a patent.
Accordingly, M/s. Gunner Corpn. cannot apply as the co-inventor. because only the true and first
inventor can file for a patent under sub-section 1 (a). However, M/s. Gunner Corpn. may obtain an
as$iéigiﬁéhf- from Desai, and may then apply for a patent under sub-section 1 (b).
¢)- Whiit steps and care must Mr. Desai be advised to take in relation to making of 2 PCT
application ?. . '
Answer : i) Must have filed a Complete Specification in a Convention country: ii} Must file a PCT
application within 12 months of having filed the Complete Specification in a Conventional country.
d) Mr. Desai unfortunately dies before making a patent application. Would his legal
representatives be eligible to make a patent application ? S -
Answer : Yes, under Section 6 (1) (¢) of the Patents Act, 1970.

3) Universal Law Books (ULB) commissions Dr. Sengupta fo write a book on Copyrights. The
~ book is written and published and is available in the market.

a) Who is the Authior of the book thus created ?

Answer : Dr. Sengupta is the Author — Definition Section 2 (d). ' L

b) ULB distorts a few chapters in the book such that they are prejudicial to Dr. Sengupta’s

honour, Which right of Di. Sengupta has been affected ?

Answer : The right under Section 17 and Moral Rights. L i ‘

¢) A student quotes extensively from Dr. Sengupta’s work in his law exams. Would this amount

to infringement ? Give reasons.. e ey

Answer : No. This is a permitted act under Section 52 of the Copyright Act. 1957. » .. ..

d) Mr. Swami wants to translate the book into Tamil. Whose permission. must he obtain ?

Answer : Permission from the owner of the Literary Wotks. i.e. ULB has.to.be obtained.. .

YEENO S
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T Taprl 2007

; : o (Olrdi and Revised Course) T e Bt
) With Solutions
Sk N.B. : -
é 1) Answer Section I on the Question Paper itself; : el
% ¥, 2) Use Answer Sheet and Additional Sheets for Section IL;- '« . IR
& ’:) - 3) Section I shall be collected at the end of the first hour of the examination.
ki .
? - SECTION -1 (40 Marks ) :
Q. I-: Please tick the appropriate option : - BRSP Sy
# H N ‘ . : PR et l
| P means, the making of copies of a work, by photocopying or similar means. -
a) Photography.
b) Cyclostyling.
c) Reprography.
d) Xeroxing.

2. What is the term of copyright in a cinematographic film ?

Answer : In the case of cinematographic film, copyright shall subs1st until sixty: vears from
the begmnmg of the calendar year next following the vear in which the film is nubhshed

3. The right to sue for infringement cannot sub51st unless that mark is reglstered under the Trade
Marks Act, 1999;

- a)True

: b) False.

; 4. A person shall not be qualified for appomtment as the ........ ... of the Intellectual Property
50 -.Appellate Board, unless ........... JETOPTOURRUR '

a) President; he has been a Judge of the Supreme Court.

K b) Vice Chairman; he has been a Judge.

i c) Chairman; he has or has been a Judge of a High Court,

d) Vice Chairman; he is or has been a Judge of a High Courl:

5. What is meant by the term performance’ under"the Copyright Act, 1957 ? (Answer in a
smgle sentence).

T * Answer : “Performance”, in relation to a performer’s right, means any visual or acoustic
prescitlation made live by one or more pPrformers -

6. What is an ‘international application’ under thé Patents Act 1970 ? (A!ster in a smgle
% sentence).
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Answer : An ‘international application’ means. an application_for_patent made in tfg?
~ accordance with the Patent Co-0peration TIeaty. « .. . wow e - . I" i
7. One of the ..veverveneens grounds for refusal of registration is when a mark comprises or contains = °
" gcandalous or obscene matter, o . i tovio T | |
b) absolute. L
¢) relative. ’ A
d) legal.
‘8. PCT is an acronym for— _ ERSRTRE Y '
' a) Public Copyright Treaty. =~ ey
b) Patent Co-operation Treaty. S
¢) Patent Co-operative Treaty.
d) Patent Corporation Treaty.
9. Ifaperson is aggrieved by an order of the Registrar of Trade Marks, then he ‘cari-prefer an appeal to
which fourm ? A ' iy
. a) District Court.
b) High Court. 4l
¢) Intellectual Property Appellate Board. &l
d) Supreme Court.
10. Which of the following would be entitled to trademark protection ? e
a) Inventions. E]
" b) Logos. é’ﬁ(};
¢) Paintings. %X'Ci
d) Hybrid Seeds. i
11. What is the purpose of a certification trade mark ? (Answer in a single sentence). B
Answer : The purpose of a certification trade mark is to show that the goods on which the :1%
mark is used. have been certified by some competent person in respect of certain =
characteristics of the goods, such as. origin, mode of manufacture, quality. etc. ,_ﬁE!
12. Match the following in column ‘A’ with the correct rights from column ‘B’ which are granted ;V:*
under the Copyright Act, 1957. : : : G
CA ‘B’ i “'_
1. Right to make a translation a) Economic Right. e
of any literary work. G
2. Right to stop others b) Moral Right. &
from exploiting the work of the author. . S B>
3. Exploiting the work to ¢) Negative Right. A
bring economic benefit. o , , T
4. Right to prevent alterations d) Statutory Right. L)
that may damage the author’s reputation. : R
Answer:1.—d): 2.—c); 3.—a); 4.—b).. : ey ;%
| )
0
e

s O
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"13. A patentee has the exclusive right to prevent third parties from using the _Apatente'd pfoduct unless

: . such third parties obtain the patentee’s consent. ek el o

b) False. - ‘ o BT PO SRS LT P

. “14.- When the Government is not the first owner of a copyright in a Government work;, then what is the’

; term of copyright in such a work?. SR CIURH LR T R R
2) 60 years. - R e UUE TS SRC
b) 60 years from the beginning of the calendar year next following the year in ‘which the
work is first published. o o eerds o norengid
¢) 60 years from the ending of the calendar, year next following the year in which the work
is first published. - . : R
d) None of the above. | B

15. Which of the following statements is the correct statement ? .
a) Any person claiming to be the registered proprietor of a mark used of to beuised by him,

who is desirous of registering it, shall apply in writing to the: Registrar finsthe. prescribed

manner for the registration of his frade mark. - . '

b) Any person claiming to be the proprietor of a mark.used.or proposed to be used by him, .

3 who is desirous of registering it, shall apply in writing to the Registrar in.the prescribed

manner for the registration of his mark. A

¢) Any person claiming to be the proprietor of a trade mark used or proposed to be

used by him, who is desirous of registering it, shall apply in writing to the Registrar in
the prescribed manner for the registration of his trade mark. -

d) Any petson claiming to be the registered proprietor of & tradé mark used or proposed to
be used by him, who-is desirous of registering. it, shall apply in writing to. the Registrar in
the prescribed manner for the registration of his trade mark, - '

T OO0 0000300 0d0 giod

16. The Trade Marks Act, 1999 has replaced the —
a) The Trade Marks Act, 1940. _
b) The Trade and Merchandise Marks Act, 1958.
c) The Trade Marks Act, 1958. "
d) The Trade Merchandise Marks Act, 1957.

OB CH RS

17. A photo-lithograph is a photograph, however, a lithograph is an engraving.
a) True. . .
b) Faise.

18. If an application for a patent is filed along with a provisional specification, then @ .oeeevvnnnenn
specification is required to. be filed within twelve months from the date of the filing of the
application. ' :

a) final.
b) absolute.-

c) complete.
d) {inal and complete.

19, .ooevoovreensooss.. Means, a trade mark distinguishing the goods or services of members of an
association of persons which is the proprietor of the mark from those of others. - '
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. An, ) Certification TradeMark. 15 i, & T T ety e i
b) Collective Mark. = - . : Con e et R T S THL R
¢) Trade Mark. ' S TR
d) Geographical Indication. ' ' | TS

Ceales 2ope
A

the contrary is in force, be entitled t0 ...........ow. in the patent.
* ) an equal individual share. L
b) a joint shiare.rwolic mior W Flirhay sl ia anianigad el
' ¢) ajoint undivided share.. e D
. d) an equal shares e woit T s T oy

20.."Where a pat'enf- granted fo ;fwo of more pérsons; each of those persons:shall; unless an agreement to !

R A

21. Which of the following remedies can be used to protect an intellectual property-right iri India ?
a} Injunction.
b) Anton Pillar Order. - LRI T
c),AccounthrProﬁt.. SUPRE T N T TOT
dy AlLof the above. Lo

22. The Madrid System is related to-which of the following ?
a) Copyrights. - - Co
b) Trade Marks. ) _ _
c) Patents. - N S R TR ST 8
d) Designs. S Y I L

23. The Vice-Chairman of the Intellectual Property Appellate Board may, by notice: in writing under
his hand, addressed to .............. , resign his office. ) K
a) The Chairman. :
b) The Central Government.
¢) The President of India.
d) The Governer.

24. Define the term ‘person interested’ under the Patents Act; 1970. (Answer in a single
sentence). ' : :
Answer : ‘person interested’ includes a person engaged in. or in promoting, research in the
same field as that to which the invention relates. R o

A
!

25. What is the purpose of a certification trade mark ? (Answer in a single sentence).
Answer : The purpose of certification trade mark is to show that the goods.on which the
mark is used, have been certified by some competent person ‘in. respect of certain

characteristics of the goods. such as. origin, mode of manufacture. quality, etc. © -

26. Cinematographic film as defined under the Copyright Act, 1957, includes video tape’ . .
a) True. _ RRLORITE
b) False. AT

27. There is a special provision which has been recently inserted in the Trade Marks Act, 1999 which
allows an action for infringement of an unregistered trade mark. Lobeanney Y

e e e 0
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O a). True.’

O L bFake | ) . LA

e : Ty ‘ arcgilute e
Q 28 Wh1ch of the followmﬂ wﬂl not be con51dered as a ground for prohibmon of registration of a
) design under the Designs Act, 2000 ? : :

AT L Ut e T

it o ) [tYi5 not new or- ongmal e LTI R LRI
- -b) It has been disclosed to the pubhc '
c)Itismotuseful. = .~ ,
It contams scandalous or obscene matter. . i ;

..lﬁA Lo

29. Usmg the prov131ons of the Patents Act 1970 1dent1fy Whlch of the followmg will/will not be
con51dered as inventions. Mentlon your answer in‘column ‘B’ as ejther Invention/Not an invention.

i GAY S sty

- 1. Presentation of information. Not an Invention. -
2. A device to create rain anytime, ‘ o

- anywhere. : Not an Invention,
3. System of aiding hearmg Invention. '

-4, Dlscovery of scientific- pr1n01ple Not an Invehﬁon

Q 30. A body corporate shalI be deemed to be dom1c11ed in Indta 1f itis —
a) Doing business in India.
b) Incorporated under any law in force i India.
¢) Having its registered office in India.
d) having its pr1nc1pal place of business in India.

31. An application for patentlng an invention may be made by any person claiming to be the .
............. Inventor of the invention.
a) first. ’
b) true and first.
¢) sole.
d) only.

32. One of the main purposes of enacting the “Trade Marks Act, 1999, is to prevent the use of
fraudulent marks. .
a) True.
b) False.

33. Define the term “notify’ under the Trade Marks Act, 1999, (Answef in'a single sentence).
Answer : According to Section 2 (1) (p) of the Trade Marks Act. 1999, noufv’ means. to
not1fv in the Trade Mark journal published by the Reglstrar

34. Define ‘invention’ (Answer in a single sentence).
Answer : According to Section 2 ( 1) ({), of the Patents Act, 1970, “mventlon means. a
new product or process involving an inventive step and capable of industrial anollcatlon

35. Which of the following are the rights conferred by copyright under the Copyright Act, 1957 ?
a) Statutory Right. R
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b) Moral Right. : ‘ -
¢) Negative Right. - _ St
-d)-Multiple Rights. ' ' L
e) All of the above. ... -~ ... ., . o S . | |
36. Every broadcasting organization shall have a Special right to be kllo_xjn as 1§ respect- of its
broadcasts. S I e
a) broadcast marketing right. A T -
b) exclusive marketing right. o
¢) broadcast reproduction richt.
d) exclusive reproduction right,

N T T _
37. It is not necessary that every literary and artjg
should have artistic merit. ‘

a) True.

b) False.

L 'ﬂ;e PU£P053 of copyright protection,
ic work for
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38. Define ‘work of séulpture’ under the Cqﬁyﬁght_ Act. 19577 (};E;‘ﬁ?;;?ka;fﬁ%ﬁs:;?’n flfgiudes
Answer : Under Section 2 (za) of the ¢ » ilt Act: 1225 )

casts and models.

-\

. :‘\‘i«,;_.: T
2

| - ht?
39. Which'of the following is the oldest agreement governing Copyrlght.
. a) Berne Convention. -
b) Paris Cénvention. .

5 ey
i e
ity

Q

¢) TRIPS Agreement. a % {

d) Simla Agreement. _ a

40. State the works in which copyright subsists, ( Answer in 2 5iﬂgle sentence). ‘;%
Answer : Copyright subsists in the followine works — (@)

i) Original literary, dramatic, musical ang . trerie works |

ii} Cinematographic films; and et

iii) Sound recordings. ‘

' 0)
SECTION . iy (Marks 6

Q. T : Each question carries 10 ma%

A) State the term of copyright in various Works.

Answer : _

Section 22 — Subsistence of Copyright : ‘1o . &
» > « g t a

Section 22 of the Copyright Act. 1957, states i g “copyright” shall subsist for how ;‘C.:

Which work t dramatic, musical and artistic
- H T “ . . . - I‘al'v- L ., 1
many years. Accordingly, : “Term copyIght” i lished 111;62111 <ubsist in any literary, dramatic,

works — Except as otherwise hereinafter provideq, copyright 277 in the lifetime of the author until i&
o lc
AN

musical or artistic work (other than a Dhom’g@Lthublished W e vear in which the author dies
p i :

sixty years from the beginning of the calendar ve, next follow 22531 ia the case of a work of jomt &
Explanation — In this Section, the reference 1o the author S pll 107 2

authorship, be construed as a reference to the authg, who dies 125%° . ‘ ?C
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Sectmn 23 — Term of copvright in_anonvmous and 'pseudonvmous works - (other - than '

[Z]lOtOgl’leh! ot ';' S N O R It I B AU ! Conr n':"f'\‘,.l‘ 155 iw_":;:-_-f;,_r K i

In the case of 11terarv dramatic. musrcal or artistic work (other than a. ohotooranh) whlch is
pubhshed anonymously or nscudonvmouslv copyright shall subsist until sixty vears from the
_ heeinning'of the calendar vear next following the vear in which the work is first published, ‘or ~If the

% identity of the author is disclosed before the expiry of the said period, the copyright shall subsist until

SixtV vears from the beeinning of the calendar yéar followm<I the vear in which the author dles
Sectlon 24 = Term of copyright-in posthumous work :

In thé case.of hterarv dramatic. musmal work of an enqravm,q in which copyright subsists .at the

date'-of the ‘déath’ of -the ‘diithor. or— ‘In the ‘case of any such.work .of joint authorship. .at ‘or
immediately before the date of the death of the author who dies last — work or any adaptation lias not
been publishiéd beford that date copyright shall subsist until sixty yéars.from the beginning of the
calendar year next following the year in whichthe work is first published, or — If an ‘adaptation of the

‘work is bublished in:dny earlier vear, the copyright shall subsist unitil sixty years from the bemnmng :

of the calendar: vear'next Following the year in which the work is first published.

Section 25 - Térin:.-of ¢opyriglit in photegraphs : '

In the case of a photogra h copyright shall subsist until 60 ears from the beginning of the calendar

year next- followm,q the*yédr in Wthh the photograph is published.

Section 26 — Term copyright in cineratograph films :

Tn the case of a cinematograph film, copyright shall subsist until 60 years from the beginning of the

calendar year next following the year in which the film is published.

Section 27 — Terni:copyricht in sound recording :

Tn the case of a sound recording, copyright shall subsist until 60 years from the beginning of the
calendar year next following the year in which the sound rec:ordu:l,c,r is published.

Section 28 — Term copyright in Government works :

Tn the case of Government work, where the Government is the first owner of the copyright therein,

copyright shall subsist until 60 years from the beginning of the calendar year next following the year

in which the record is first published '

Section 28A — Term copyriglit in works of public undertakings :

In the case of Government work. where the public undertaking is the first owner of the copyright
therein, copyright shall subsist until 60 years from the beginning of the calendar vear next following

" the vear in which the work is first published.

Section 29 — Teim copyrieht in works of international organizations :

In the case of Government work of any international organization to which the provisions of Section

41 apply. copyright shall subsist until 60 vears from the beginning of the calendar vear next following

the vear in which the work is first published.

B) Define the term ‘invention’ and enumerate the inventions not patentable under the Patents
Act, 1970, ‘

Answer :

Section 2 (1) {j) of the Patents Act, 1970, defines —

“invention” means, a new product or _process mvolvm,cz an inventive step and canable of industrial

application”.

Section 2 (1) (ja) of the Patents Act, 1970, defines —

“inveniive step” means, a feature of an invention that involves technical advance as compared to fhe

existine knowledge or having-economiic significance or both, and that makes the: 1nvent10n not

obvious to a person skilled in the art”. Cooow!
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Section 2 (1) (ac) of the Patents Act, 1970, defines conpp Db e Do el LR T
“capable of industrial application”, in rel_ation to an invention. means that. the invention is capable 6f

s . PR S rhelt R Lm b vt

beirig thade or used in an industry”.

e T LT S Y L NN S T S by HR
Section 3 (a) to (p) of the Patents Act. 1970, gives the list of inventions which are not patentable..
They ate as UNder— .-«¢ &, eoeiee R . .

i) an invention.which is frivolous of which_claims anything

. patural laws; T .
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ii)-an invention. the primary or intended use of Gorimercial exploitation of which could be contrary to &%

public order or morality or which causes serious prejudice to humar. animal.or-pl"'ctfnt life or health.or
to thé environment; ' . ,

any living thing or nop-living substances occurring in nature: S
iv) the mere discovery of a new form of a known substance which does not result in the enhancement

of the known efficacy of that substance, or the mere discovery of any new property or new use fora
known substance or of the mare use of a known process, machine or apparatus unless such known
 process results in a new product or employs at least one newteactant, . T

Fxplanation — For the purposes of this clause, salts. esters. ethers. polymorphs. metabolites. pure

form. particle size, isomers, mixtures of isomers. complexes. combinations and other derivatives of

known substance shall be considered to be the same substance, unless they differ significantly. in

properties with regard to efficacy: _
v) 2 substance obtained by a mere admixture resultine only in the aggregation of the properties of the
components thereof or a process for producing such substance: ' :
vi) the mere arrangement or re-arrangement OF duplication of known devices each functioning
independently of one another in a known way:

omitted by Act 38 of 2002 Section 4 w.e.f. 20-5-2003;

vii).a inethod of agriculture or horticulture;

viii) any process for the medicinal, surgical. curative. prophylactic, diagnostic, therapeutic or other
treatment of human beings or any process for a similar treatment of animals to render them free of
disease or to increase their economic value or that of their products: :

ix) plants and animals in whole or any part thereof other than micro-organisms but including seeds.
varieties and species and essentially biological processes for production or propagation of plants and
animals: '

x) a. mathematical or business method or a computer program per Sectiop OF algorithms:

xi) a literary, dramatic. musical or artistic work or any other aesthetic creation whatsoever including
cinematographic works and television productions;

xii) a mere scheme or rule or method of performing mental act or method of playing game;

xiii) a presentation of information:

xiv) topography of integrated circuits:

xv) an invention which is in effect. in traditional knowledge or which is an agoeregation or duplication
of known properties of traditionally known component ot components. ‘

Section 4 : Inventions relating to atomic energy not patentable —
“No natent shall be granted in respect of an invention relating to atomic energy falling within sub-
sectivn (1) of Section 20 of the Atomic Energy Act. 1962. S

Section 5 . Inventions where only methods or processes of ma'nufaétur.é wmatentable — (Repealed

i

by the Patents (Amendment) Act, 2003 w.e.f. 01 -0]—2005).

iii).the mere discovery of a scientific principle or the formulation of an abstract theory o_r discovery of .
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C) Dlscuss the glounds of 1efusa1 of lCUIStl ation of trade marks. B o ouade o el
Answer § Do P .-'.f-f‘:i’;;Q-_ S1IERE e siln .
~ Section 9 ¢ Abisolute Grounds for Fefusal =\ < WL LR
No distinctive character — -deceive the public or ‘cause confus1on " ¢ause hurt “to- rehmousf
susceptibilities ‘of -any - class or ‘sectioris of Gitizefis” 6f Thdia % ligcandalous “or obscene ma{ter -
prohibited under Emblems and Names (Prevention of Improper Use) Act, 1950‘--'" : o
Séction 117 Rélative Grounds for refiisal of registration =311 10 bany HPH AR
Identity with an earlier trade mark — similarity of goods And Services: covered by’the: frade maik —

0 an ‘earligr trade markand the identity or SlmIIaI'l y-of! qoods Or isr—:r\'nces Eovered_b' the
trade mark. ' Bt

il-.l : .J'.' Lo
Lol A

Q. ITI ; Write Short notes on Any Four of the following: S o =20

a) Fair use,

Answer :

Section 52 of the Copyright Act, 1957 —

Fair dealing with literary. dramatic. musical or arfistic work except computer program:ifor. Dnvate use
inciuding research and criticism or review — Example, reprodiction for the .purpose of 4> ud1c1a1
proceeding or of a report of a judicial proceeding — in any Wwork prepared by the"Secretariat of a
Legislature — reading or recitation in a public of any reasonable extract from a pu‘ollshed hterarv or
dramatic work — educational purpose, etc.

b) Provisional and Complete Specifications.

Answer : : _ : '

Section 9 and 10 of the Patents Act, 1970 — ' ' S

Full description of the invention — Contents — Title — full and particular description — disclosure of the

best method of working the invention — scope of the invention — drawings.

S. 9 : Provisional and Complete Specifications — '

1) “Where an application for a patent is accompanied by a provisional specification. a comiplete
specification shall be filed within 12 months from the date of filing of the application. and if the
complete specification is not so filed, the application shall be deemed to be abandoned”, -

2) “Where two or more applications in the name of the same applicant are accomganied by
provisional specifications in respect of inventions which are cognate or of which one is a
modification of another and the Controller is of opinion that the whole of such inventions are
such as to constitute a single invention and may properly be included in one patent, he may allow
one complete specification to be filed in respect of all such provisional specifications. |
Provided that. the period of time specified under sub-section (1) shall be reckoned from the date
of filing‘of the earliest provisional specification”.

3) “Whete an-application for a patent is accompanied by a speczﬁcatlon purporting to be a complete
specification, the Controller may, if the applicant so reduests at any time within 12 months from
the date of filing the application, direct that such specification shall be treated, for the purposes of
this Act. as a provisional specification and proceed with the application accordingly”.

4) “Where a complete specification has been filed in pursuance of an application for a patent

accompanied by a provisional specification or by a specification treated by virtue of a direction:
under sub-section (3) as a provisional specification. the Controller may. if the aDDIludnt-..SO.
requests at any time before giant of patent. cancel the provisional specification and post—date the
application to the date of filing of the complete specification”. .
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Section 10 gives the contents of the specifications s-. - ;... . - i cir T s
1) “Every specification. whether provisional or complete. shall describe the invention and shall
begin with a title sufficiently indicating the subject-matter to which the invention relates”. -
2) “Every complete specification shall = -~ = .. ... R T
" a) fully and particularly describe the inveniion and its operation or use and'the method by-which
©ifictobeperformeds . L .t renh i e e e

b) disclose the best method of performing t

s invention which is known to the applicant and for

e PSP

which he is.entitled to claim protection; and.. . .. ;

SR IEY

L= — P — e AT S A L AU e ’- .
¢).end with a claim or claims defining the scope of the invention for which .the .protection 1

claimed; : : _ _ - .
d) be accompanied by an abstract to provide technical information on the invention”.

¢) Provisional Specification : :

When inventor is in the process of finalising his “invention”. he may file a specification. {i.e.
details/description for the product. design. material) known as “Provisional Specification” which-is
ot a full and specific description. as it contains only a general description of the invention; ifs field

of application and anticipated results. The Provisional Sneciﬁééﬁbﬁ ﬁééi_ﬁfof contain the claim(s). - "

‘Why Provisional Specification is required to be filed ? S . ‘

A provisional specification is filed in order to fix “priority date”. of the “patent”. The Indian Patent
Law recognizes “first-to-apply” principle. therefore. the inventor who first files the provisional
specification with claim(s). he only can secure his invention against a similar claim for a patent being
applied later by another inventor. - '

Note : Definitions of the following terms given in the Patents Act, 1970 —~

“invention” means. a NEW product drr nrocess involving an “inventive step” and capable of
 “industrial application” — [Section 2 (1) (D ' : ,
“ipventive step” means. a feature of an invention that involves technical advance:as compared to the

existing knowledge or having economic significance or both. and that makes the invention not -

obvious to a person skilled in the art”™ — [Section 2 (1) (ja)):

«capable of industrial application”. in relation fo an inventior, means that, the invention is capable
of being made or used in an industry” — [Section 2 (1) (ac)]:

“priority date” ,

Priority date of a claim is the date on which a provisional specification containing the claim is filed;

“natent” means. a patent for any invention eranted under this Act” — [Section 2 (1) (m)].

d) Rights conferred by registration of trade marks.

Answer :

Exclusive right to use the mark in relation to ‘goods or services — Right to file suit for infringement
and obtain injunction. damages. account of profits — Use of mark beyond the scope of rights granted
by the Registrar is not protected — Registration does not entitle propriefor to file infringement suit
against proprietor of identical or similar registered mark — registered mark can be used by any person
to identify soods or services if use is in accordance with honest practices.

e) Injunction.
Answer ! .

Civil remedy — Judicial process or order restraining a person from continuing a wrongful act — Anton
Pillar Order — Mareva — Interlocutory — Permanent Ad-interim. ' '
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f) Patents Agents. "~~~ : . B A
Answer : ' R R AR I BT
Qualifications — C1tlzen of India, 21 vears of age. degree in_science. technolow: encqm:ermcr from
any recognized university. passed qualifying exam or Advocate or minimum 10 vears: exDenence as
an Examiner or Controller — Rights of Patent Aoents = entltled to Dractlee before Controiler ‘prepare

Y J

all documents, sign all apphcatlons ' ERNRIEIE el R FUNEP R DR

Satyam 'Infoway vls Siffynet Solutlons,AIRZO(}ctS C 3540 S T

Answer : ' ' ‘
Appellant having business under domain narie's sxffv‘com( —1iRéspondéntubeging busmess under
siffynet.com — Domain name considered to ‘hive-chliracteristics ‘ofitrade ‘mark = “Similar ‘domain
names creating confusion — Passing -of action by Siffy arramst Siffynet — Held — visually and
nhonetically: simildr, causing confusion.'no possible reason’ givenby Siffvnet to-use: Siffyiet as -
domain name, therefore. seeking:to cash in'on:the reputanon and goodwﬂlE ef Slffw— Respondent

estramedﬁomusmgthename Slffynetwv_ T o sy e

Q.IV:AttemntAhVTwo: S R e i R U I N |1}

1) Samlr has written a book on Mathematlcs The book has been pubhshed by leading
pubhsher Barber Collins.
a) Who is the author of the work ?
Answer : Samir is the author of the book. :
b) A journalist uses extracts of the book in the review of the book published in the
magazine. Will this amount to infringement ? Why ?
Answer : Not infringement. Private use. including.researchi; Fairuse arid eriticismi or review,
whether of that work or other work. — Section 52 of thé Copyright Actr1957.
¢) A student extensively quotes from this book in his Maths exam. Will this amount to
infringement ? Why ?
Answer : No, this will not amount to infringement. as a student in examination writes with his
own intellicence and words in his own with quotes from the similar book, which does not
amount to infringement under the Copyright Act, 1957.
d) Another person Anand makes 8 photocopies of this book and distributes it among his
friends. Will this amount to infringement ? Why ?
Answer : It will certainly constitute infringement. as making. photocopies and_distributing
among friend is itself an infringement of copyright. Copies made without consent of the author
Samir, the action can be taken by the first owner of the copyright i.e. Samir.

2) Bhosale’s, an ice cream company, manufactured and sold jce creams under the brand
name ‘lce Kreem’ written in bright red colour with a picture of white whipped cream on
top of the letters. The brand was a huge success and was a big hit with the kids. Reddy’s
another rival ice cream company came up with a brand of its own ‘I Scream’ using .
Bhosale’s idea, and here also, the words were written in combination of red and white.
They were similar to the way Jello was written. Even the wrappers on the cones looked
alike. S
a) Can Bhosale’s apply for reglstratlon of the word ‘Ice Kreem’ as a trade mark in 1espect
of its product.?’ : : o
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Answer : Yes, Bhosale can apply for recnstratlon of the word ‘Ice Kreem’ as:a Trade Mark in

respect of its product as it is distinctive and inventive. e ,

' *b) Can Bhosale’s claim protection under, the Trade Marks Act 1999 i :-e

Answer “Yes. Bhosale’s can claim protection under the Txade Marks Act, 1999 £

- .7:¢) Will Reddy’s action amount to passing off 2 - . i o P e

" Answer : Yes, Reddy’s action will amount to passmU off and not mfrmeement ,

~d) Bhosale should approach which Court to seek relief ? '

" Answer : Bhosale s should annroach anv. Court mfeuor to a District Court havme ]l.lI‘ISdlCthﬂ to

. trv a suit. _ : : S .
! .~ ¢) Can Bhosale’ s,make a)crmunal complamt A e B
: Answer Yes Bhosale canfﬁle aorlmmal comnlamt : 9

TR ' IRA T : P

. R T . Il K "

3 T'A‘]lt has been granted a patent by the Indlan Patents Ofﬁce He: ﬁnds that SUJlt has been -

~ copying his patent and creatmg s1m11ar artlcles and selling them in the market. @

a) For how long will Ajit have the patent over his invention:?; . L

Answer : 20 years from the date of filing of the patent- annllcatton over his invention. =

b) If Ajit wants to file a suit for infringement, in which Court has heto file a suit ?. S

Answer : Section 104 of the Patent Act. provides that the suit for i mﬁ‘tngement shall not be - 3]

instituted . A - suit has to be 1nst1tuted in_a -District Court or in aouronnate cases. in the High

Court. i

¢) Can Ajit file an action for infringement if the term of patent has expired but q

infringement took place during the term of patent ? : . d

Answer : Yes. Suit can be filed even atter expiry if mfrmgement occurred durmg the term of

patent. I Q

d) Apart from Ajit who could be the persons enﬁtled to sue for 1nfrmgement ? g

Answer : Apart from the Patentee. his leeal representative or. exclusive: 11censee compulsorv

licensee., Assignee, co-owners of a patent: : O

T

9]

S o ot _ C;)

[November, 2007] . %

_(Old and Revised-Course) | 1.

With Solutions 8

N.B.: ‘ (%*

_ 1) Answer Section I on the Question Paper itself; r‘lﬁ
:‘ 2) Use Answer Sheet and Additional Sheets for Section IT; iz
' 3) Sectlon I shall be collected at the end of the first hour of the exammahon H
SECTION -1 (40 Marks ) :

Q I: Tick the appropriate o;rtton ;3;

1. The date of the oveeeninn.n is the relevant date for setting the priority date of the patent: &

a) Patent grant b
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~b) Examination'r@port--.\'-= e OB U RS RN o) LR (AL DAL
¢) Patent application. SR T d b e
- d) Publication. B e sl LA v

‘2. Match the questions in column “A”'wiﬂI the correct intellectual property right from c_oluinn “B”.
A ‘ . _ «p R R .

1) A process to manufacture a chemical. a) Copyright.

2) Shapg:of amobilephone. ;- i~ itb) Trademark.;
3) AMUL butter. .. -~ - - ¢)-Patent.
4) A Painting.. ' d) Industrial

. o Design.

Answer : L.—c); 2.—d); 3).—b); 4.—a). -

S R fhraesenns may give Notice of Opp_oSitioﬁ to the grant of a patent.
a) Another Patent Holder.
b) The Controller of Patent.

c) Any Person.
d) None of the Above. -

4, A mechanical product patent has not expired at the commencement of the Patents (Amendment)
Act, it shall have a term of .......... Years from the date of filing of the patent application.
a) 20. ' : ' : i
b) 14.
c) 7.
d) 10. -

5. A discovery of any living thing or a non-living substance ocgeurring in nature is not patentable
" under the Patents Act, 1970.
a) True.
b) False.

6. AGMARK -
a) Corporate Trade Mark.
b) Certification Marks.
¢) Geographical indication.
¢) Collective Marks.

7. In India, computer programs can be protected under —
a) Trade Marks Law.
b) Patent Law.
c¢) Copyright Law, -

8. An owner of a registered trade mark must renew the registration of the mark every .. ciuid... yEAL
a) 1. ' S
b) 7.
c) 5.
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-9, For the purposes of registrations under the Trade Marks Act, 1999, goods 4nd services have been
. classified under the— - . -~ o - ' T A TTCR et THREE TN
* a) Global Schedule. .
b) First Schedule. .
.- ~¢)Berne Convention.:
d) Fourth Schedule. -

i’ .
ti. .

- 10, .Copyright in _sdun'd recordings shall subsist until 60 years following the calendar’ year in which
«the sound recording is — B ‘ '
" a) recorded. -
b) published.
c) first sold.

11. If the period of copyriglit assignment i not stated, it shall be deemed to be .......... Years.
a) 10.
b)5.
c) 2.
d) None of the above.

12. A singerhasa........... right.
a) Patent.
b) Design.
¢) Musical.
d) Performers.

13. The Registrar may permit the registration of trade marks which are identical or similar, in respect
of the'same-goods, by more than one proprietor.
a) True,
b) False.

14. A picture/drawing of a cycle is registrable trade mark for use in connection with the cycle
business.
a) True.
b) False.

15. What is meant by the term ‘Performance’ under the Copyright Act, 1957 ? (Single sentence
answer).
Answc?r : Section 2 (q) : ‘performance’. in relation to performer’s right, means any visual or
acoustic presentation made live by one or more performers.

16. To be entitled to remedies under the law, it is mandatory that a trade mark be registered under the
Trade Marks Act, 1999. '
a) True.
b) False.

17. The.......... ..... Convention protects Literary and Artistic Works.
a) Berne. '
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c) Lagos o - o . WY P
) 18 A trade mark proposed to be used is reglstrable under the statute B SRR I |
e a) True - o o 7 : ‘
.'”, _.'I’: ,,;"",, L - . ' .-

_19 VA mere arrangement of known dev1ces each functlonmo mdependently, is ot patentable
a) True, .+ G L Ce
' b) False.

20. A true and first inventor of an invention passes away before making an application fora patent.
The legal representatives of the deceased inventor seek advice in their right to: make an
application. Advice would be — o -

a) Can make the application.
b) Cannot make the application.-

21. Unless otherwise stated, the rights assigned under the Copyright Act, 1957, must be exercised
within ........ year(s). ‘
a) one.
b) two.
c) three.
d) four.

22. Under the Copyright Act, 1957, copyright shall subsist in a Dramatic Work during the life of the
owner plus 60 years following the year in which the owner-dies.

L - " s Ordotd

a) True.

B b) False.

3 23. Which of the following civil remedies can be used in the defence of a copyright in India ?
9] a) Injunctions.

: ;Q b) Damages.

i ¢) Account for profit. A
& O d) All the above. -

1 24, Are the following trade marks registrable under the Trade Marks Act, 1999 ?

: (Assumption : no other supporting material is available except as mentioned in the question).
Trade Mark Goods Evidence of Use Answer

, : (Y/N)

i a) Dustic Adhesives Nil '

i b) Pizza Ready-made Pizza 2 years .

3 ¢) Needle-Tip Shoes Nil

s d) Excellent Shirts 5 years

Answer a) — b) N: c) Y: d)—N.

A
]

[UEL’Q”‘U':"OtaJO'!iO'HQ’O*&"OO"*O Yy

Fonea:

PR et i b
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25. An Artistic Work is used as d trademark which of the followmg Acts would assxst 1ts Gwner in
its protection 7 s ‘ _ . RN
- a) Trade Marks Act. : o ot
b) Copyrights Act. ' o ' :
c) Both the above.

26. What is a Collectlve Mark ? (Answer in brief) . C Coainals
Answer < ‘Section 2 (o) : “collective_mark” means a trade mark dtstm;zul_mg,ﬂle—goim—o :
services of members of an association of persons (not being a partnershm within the meamng of E@
Partnership Act. 1932) which is the proprietor of the mark from those of others. ' :

27. Asa busmess person, you would pr1mar11y adopta trade mark-
-+ g) for tax purposes.
- b) because every business must have a trade mark.
c) it identifies the product and its orlgms and guarantee's qualitv

28 Would China as.a trade mark invite. ob]ec’aons as to its registerability from the Reglstral‘ of trade
marks ?
‘a) Yes,
b) No.

29. A suit for infringement cannot be instituted in any Court inferior to a
a) District, ‘
b) High.
c) Magistrates.
d) Any of the above.

uuuuuuuuuuu

30. Opposmon to the grant of a patent must be filed before the expiry of period of ......... months
from the date of publication of grant of a patent.
a) 24.
b) 18.
c)12.
d) none of the above.

31. A method of treating animals is a patentable subjeet matter under the Patents Act, 1970
a) True.
b) False,

32. Commermal/busmess secrets can be protected under —
a) Trade Marks Act.
b) Patents Act.
c) Official Secrets Act.
d) None of the above.

33. Define the term ‘invention’ as under the Patents Act, 1970.

Answer : Invention means. a new product or a process 1nvolv1ng an mventlve step_.___P—aﬂd capable of
industrial application.
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o 34 An honest concurrent user. of a trade mark may he perrmtted reglstranon of the mark by the
§ .O Reglstrar J‘I ‘
Co 0 RTUTT ay Trué, True. o
0 . b)False. C

R A--.- --— -.,—

- -‘nl . R . J- . . . N K . .-
Sy Ty e -.-1 r-bts:.‘z ¢ m.i‘_. Pl ,;;.ﬂ.--_ ORI T

I

J 1.“"-" ,':-! . _r
35 ‘What are Geographlcal Indlcatmns 7" R A Bt -
;--;Answer : Sectlon 2 (&) of the Geoura'hlcal Ind1cat1cn of Goods Act 1999
_Indication” teans, an 1ndlcatlcn ‘which ‘identifies such "oods as A it:"ﬁltiital'-ﬁ'bcds atural

O,
O
O or manufactured goods or originating. or manufactired i 1n {he territory'of a countrv or'a reglon or .
@)
O

T T ED AN ,.:waxau”
8

locality in that territory; where a_glven quality, reputation or other charactenstlcs of such Eoods
I .1» 3

e essentlallv attributablé to its ec: aphical origin (e. S1h0r_Wheat .M P' .‘]

r{ 36. Under the Copyright Act 1957 an Authcr of a work may rehnqulsh all or any of the rlghts in h1s

works.
a).True,
b) False.
37. Match the questions in column “A” with the correct answer from. cclurnn “B. "
Column “A” . ‘ Column “B”
1) Process Patents. - a) Not Patentable.
2) Mere discovery of a non-living ~
substance. _ ~ b) Patentable.
3) Business Methods. ' c) Not Patentable.
. - 4) Method of Agriculture. d) Not Patentable.
Answer : 1) Patentable. 2) Not Patentable. 3) Not Patentable. 4) Not Patentable,

38. An invention which in effect is a traditional knowledge is patentable.

a) True.
~ b) False,

39. A patent grant gives absolute monopoly which can never be diluted or over-ridden.
a) True.
b) False.

40. AIR (All India Reporter) can claim copyright in the head-notes appearing in their publications.

iy Es. B ‘lr.";"

) True.
Eie " b) False.
g
e ‘
Ll SECTION — II (Marks : 60)

Q. 1L : Answer ‘Any Two : 20.

1) ('f'onlpu'lsc"rfl Licence in work withheld from public.
Answer : ;
Sect1on 31 of the Com/rlszht Act, 1957 : Compulsory Llcence m WOrks w1thheld from public —

P P
B
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<If gt anv tlme durine thie term of CODYI‘tht in any Indxan work “Which’ has ‘been- Dubhshed br -

oerformed in public, a complaint is made to the Copyright Board that the owner of copvn,c_rht in
" the work — EEER

‘ 2) has refused to re-publish or allow the re- oubhcatlon of the work or has refused to ‘allow the
performance’ in public of the work and bv reason of such refusal the work is withheld from the

il iR J_‘..)“’:;‘}’ RS

pubhc, or

- b) has refused to allow commumcatlon to the Dubhc bv broadcast of such work or fn-the? case fof 2 .
sound ‘recording, the work recorded 111 such sound recordmg on terms whmh the oomolamant ,

Ais ST P- !-ial [

considers reasonable, ~ - S RS T S e Sk TR T S

the Copyright Board, after giving the owner of the CODVI‘IEht in the work a reasoﬁable onportumtv of %

being heard and after holding such inquiry as it may deem necessar\,r - faay.-if it is satisfied hat'the
grounds for such refusal are ot reasonable, direct the Relestrar of Convnghts to grant to the.

complainant a licence to re-publish the work, perform thé work in pubhc 6 commutiicate the woik o ke

the public by broadcast. as the case may be, subject to payment to the owner of the copyri tht of such

2

“’3"53

rar
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o

compensation and subject to such other terms and conditioh§‘ds the Copyright Board may determlne, ,'

with the directions of Copyrights Board, on payment of such fee as mav be nrescnbed

Explanation — In this sub-section, the expression “Indian work” includes —

i) an artistic work, the author of which is a citizen of India; and

ii) a cinematograph film or a sound recording made or manufactured in India.

“Where two or more persons have made a complaint under sub-section (1), the licence shall be

granted to the complainant who in the opinion of the Copyright Board would best serve the 1nterests
of the general public”.

It may be noted here that, a question of grant of compulsory licence would arise only when the

artistic work has been withheld from public. Compulsory licence need 1iot be issued to all who apply

and are ready to pay fee — Super Cassette Industries Ltd, v/s. Entertainment Network (India Ltd., AIR

2004 Del. 326. ' o

2) Discuss : a) the rights of a patentee; and b) the defences available to a defendant in a patent
infringement suit under the Patents Act, 1970.

Answer :

Section 48 of the Patents Act, 1970 : Rights of Patentees —

“Subiject to the other provisions contained in this Act. and the conditions specified in Section 47, a

patent granted under this Act, shall confer upon the patentee — _

1. where the subiect matter of the patent is a product. the exclusive right to prevént third parties, who

do not have his consent. from the act of making, using, offering for sale. selling or importing for

those purposes that product in India;

2. where the subject matter of the patent is a process, the exclusive right to prevent third parties. who

do not have his consent. from the act of using that process. and from the act of using. offering for

sale, selling or importing for those purposes the product obtained directly by that process in India,

Defences available to a defendant in a patent-infringement suit — S

In any suit for infringement of a patent, every ground on which it may be revoked _under Section 64.
shall be available as a ground for defence.

In any suit for infringement of a patent by the making. using or importation of a machine, apparatus

or other article or by the using of any process or by importation. use or distribution or any medicine

b i
OO
e e

and thereupon. the Registrar of Copyrights shall grant the hcence to the com lainant in accordance b
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or drug. it shall be a ground for defence that, such making. using. impoitation or distribution is in y:

accordance with any one or more of the conditions specified in Section 47.
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3) Discuss the grounds for refusal of registration of a trade mark under the Trade Marks Act,

| 1999, . - : e S I L S S LA
Answer: . R
Section 9 lays down the absolute grounds for refusal of registrati yn. Thev are as under = .
1) “Thetrademarks— - =~~~ - LT .
2) which are devoid of any distinctive character, that is to say. not'capable of distinguishine the eoods

T el e

T I T T pgte s
L - AP . NI E sy -
KA ,_ri a7 s T e

- or services of one person from those of #rother person; |~ ./

b) which consist exclusively of marks or'indications which may ‘sérve in trade to"designate the Kind,

“¢) which consist exclusively of marks or indicafio

“shiall not be registered *-

. s T i et et oAbl i ot nt g A | b AR SR U IS it P ke s
o reiidering of theé service of othér Characteristies dEthe sbodsorservices ™ - T
‘ S R R T L B ) P LI S A

hs. which have:béchme customary in the current.

quality’ quantity, intended purpose, values, geographical origift ‘or the titne of production of the goods

.- T R P e N R R D PR LA S A e Sl
language or in the bona fide and established praciices of th htr’é'd‘ewf AL P
e R ¥ YR RIS T R T

ey L A s B LT P LI Ty ot
Provided that. a trade mark shall not be réfused registration. if before the date of ‘ap‘nh‘}:‘ ation for

registration. it has acquired a distinctive character ag a result of thié use made of it oris™a weli-known
trade mark. T T e
2) A mark shall not be registered as a trade mark if =
a) it is of such nature as to deceive public or cause confusion; LT

b) it contains or comprisés of ary matter likely fo Hurt the religious susceptibilities of any class or
section of the citizens of India; ' g | -
¢) it comprises or contains scandalous or cbscene matter; .

d) its use is prohibited under the Emblems and names (Prevention of Improper Use) Act. 1950,
3) -A mark shall not be registered as a trade mark if it consists exclug ively of - '

a) the shape of goods whichi results from the nature of the g6ods thertiselves; or

b) the shape of goods which is necessary to obtain a technical result; or

¢) the shape which gives substantial value to the . goods. '

Voo ! o ' ,;,‘::7,"

Explanation — For the purposes of this Section, the nature of goods or services in relation to which
the trade mark is used or proposed to be used, shall not be a ground for refusal or registration”,

Thus, this Section makes it clear that the trade marks which are devoid of any distinctive character or
which consists exclusively of marks or indications which tiiay serve i trade to designate the kind,
quality. quantity, intended purpose, values, geographical origin or the time of production of goods or
renderine of services or other characteristics of the goods or services or which consists exclusively of
marks or indications which have become customary in the current language or in the bona fide and
established practice of the trade, shall not be registered, unless it is shown that the mark has in fact
acquired a distinctive character as a result of use before the date of application. -
Tt also makes it clear that, a mark shall not be registered as a trade mark if i) it deceives the public
or causes confusion, ii) it contains or comprises of any matter likely to hurt the religious
susceptibilities, iii) it contains scandalous or obscene mater, iv) its use is prohibited.

It further makes it clear that if a mark consists exclusively of a) the shape of goods which from the
nature of the eoods themselves, or b) the shape of goods which is necessary to obtain a technical
result, or c) the shape which gives substantial value of the goods,. then it shall not be registered as .

trade mark.

4) “There is no copyright in ideas” — Eluridate.

Answer : ‘ . _ o
Copyright does not subsist in “mere ideas™, but “in the expression of the ideas into the works” as
mentioned in Section 13. - _ . ,
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Sectlon i3 Works in which copvr right Cubstefs 2170 (IR |
CODVI‘Ith shall subsist throushout India in the following classes of Works that 18 to say,—

a) . Original. Literary. Dramahc Mus1ca1 Works L L
b) Artlst1c Works \ et v NEEA o . ,_ : ,-_'."-:‘L'.T.,l_:“,'_-‘. __,_r - .. ‘ \
c) . Cmematocrraoh Films;and - , e >

"5 ) “Sotinid: Recording. —-—*'; CEhe e TR bt = g
Coovneht shail not subsist in any work speclﬁed in sub sectlon ( 1) other than a work to whrch the -
orov151ons of Sectlon 40 anclv unless e s i : i
a) “in the case bf 4 pubhshed work '-the work 1sqﬁ Dub'lrshed i Indta or where the work is ﬁrst

 published outside India; the author 1s at the date"of such ou‘ohcahon or 1na case Where the author

was dead at that date. wa af'the time of his death. s Citizer of ﬁldla AT S
b) in the case of an unpublished work other than work of architecture e author is- at the date of the g

making of the work a c1t1ze11 of Indla or domiciled i 111 India; and N :
'¢) in the case of work of archttecture the work is 1ocate in Indla
Explanation — In'the Casd oF 4 woik of joint’ authorshm, {he COIldlthIlS corififie’ coovrtght sneclﬁed
- in this sub-section. shail be satlsﬁed by-all the authors of the work
Copyright shall not subsist — - ' g ;
a) inany cinematograph ﬁlm 1f 2 substantlal oart of the ﬁlm 1s aff” mfrmgement of the CODVI‘IEht in %

any other work; - '
b) in any sound recording made in respect of a literary. dramahc or musmal work rf in makmg the

sound recording, copyright in such work has been mfrmaed
The copyright in a cmemato,crraoh film or a sound: recordin sha]] ot affect the seoarate

copyright in any work in respect of which or a substantral bart of whlch the ﬁ]m or. as the case

may be, the sound recording is made.
In the case of work of architecture, copvnght shall subslst onlv in the artrstlc character and

design and shall not extend to nrocesses or methods of constructto
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Copyright subsists only in a original work. The word ori j1na1’ does not medn that the work miust be
the expression of original or inventive thoucht. The originality Wthh is -réquired, relates to- the
expression of the thought, but the expression need not be in an origingl or novel form. '
There is no copyright in ideas. however original or brilliant they may be. -

Section 14 of the Copyright Act, 1957, gives the meaning of the Coovrlght ‘Tt means, the exclisive -
right to do or authorize others to do certain acts in relatron to certam clagses of works sr;ectﬁed under

Section 13 as stated above. _ s

5) Provisional and Complete Specifications.
(For answer, refer April, 2007 Question paper given above).

HOBOBOmOROH

6) What is a Patent ? What are riot regarded as inventions under the Patents Act, 1970 ?
Answer :

- Section 2 (1) (m) of the Patents Act. 1970 (Amendment Act of 2005) defines ’ ‘patent” as under —
“patent” means, a patent for any invention granted under this Act”. i
“invention® means, a new product or process mvolvmp_r an “mventwe Sten and capable of %
“industrial application” — [Section 2 (1) (1)1
“inventive step” means. a feature of an invention that involves technical advance as compared to the
existing knowledge or having economic significance or both and that - makes the IIIVCntl{)n not
obvious to a person skilled in the art” — [Section 2 (D Ga)ly
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“capabile of industrial application”, in relation t0 ‘an invention-means that. the invention is capable

of being made or used in an industry”.

.
‘L,JZ.‘ g b

~ Section 3 (a) to (p) of ﬂ_w Patents Act, 1970, gives the list of inventions which are not patentable.

.'.__';,____‘_‘.’.‘_’u | TP PRSP B . L

4

‘They are asunder — _ = x5 ooty dfla B LT

o : [ T TN A
SRS T Y SRR SIS I AR NS UL A WU - :

a) gn invention which is frivolous or:which' claims' anything ‘obviously:contrary to well established
* patural laws; - TRt S S e |

an invention, the primary or ritended use or commetcial exploitation of which could be coritra

.- publit order’or morality-or which causes serious’ prejudice fo himan; animal or plantiife or health

-+ of totheenvironmentsize 1 cwrti il srit o ' o

N CEERETIE

UL

¢) the meré discovery of ‘axcientific: principlé or the formulation of an abstract theory or discovery

.o any living thing or non-living substances-occurringin natures S
d) - the méie discovery of a new form of a known substancé-which does not result in the enhapcement
. bf the known efficacy of that substance, ‘or the mere discovery of any new property or new use for

" 'a kiiown substance or of the mere use of a known process, machine or apparatus unless such

» knownrprocess results in a new product oriémploys-at least-one new reactant: :
Explanation ~+ For-thé ‘purposes:of this clause. ;salts,: esters; sthers, polymorphs, metabolites, pure
formn. -particle,sizé isomers, mixtures. of isomers, complexes, cormbinations and other derivatives of
known substance. shall be. considered to be the same substance; unless they differ significantly in
properties with regard to efficacy: e o
e) a substance ‘obtained by a mere admixture resulting only in.the aggregation of the properties of

the components thereof or:a protess for produging such.substance; -

f) the mere arrangement or re-arrangement or duplication of known devices each functioning
independently ofone another ina known way; = - ¢ 7 _

' g) omittedby dct 38 of 2002 Section 4. w.e.f 20-5-2003;

h) amethod of agriculture or Horticulture; -. L
i) any process for the medicinal, surgical, .curative, prophylactic, diagnostic, therapeutic or other
treatment of human beings or any process for a similar treatment of animals to render them free of
disease or to.increase their economic value or that of their products:

j) plants and animals in whole or any part thereof other than micro-organisms but including seeds,
varieties. and species and essentially biological processes for production or propagation of plants
and animals; . e

k) amathematical or business fnethod or a computer program per Section or algorithms:

1) aliterary, dramatic, musical or artistic work or any other aesthetic creation whatsoever, including
cinematographic works and television productions: - S

m) a mere scheme or rule or method of performing mental act or method of playing game:

n) a presentation of information:

0) topography of inteprated circuits; . s
p) an invention which is in effect, in traditional knowledee or which is an aggregation or duplication

of known properties of traditionally known component or components. -

Section 4 : Inventions relating to atomic energy not patentable — )
“No patent shall be granted in respect of an invention relating to atomis energy falling. within sub-
section (1) of Section 20 of the Atomie Energy Act, 1962. e
. Sectian 5 : Inventions where only metkods or processes of manufacture patentable.- (Repealec
by the Patents (Amendmeni) Act, 2005 w.ef. 01-01-2005) - o
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Q. III  Write: Short Notes (not exceedlng 10 sentences) Anv Fourt ..t . = . ' =20
| SRR SR R .

a) COpyrlght Soc1et1es _ | - .
l —-—-—-Ans“’er o .1 A g "’ig o I "" : I 9 ) AL a

Section 2 (ffd) of the CODVI‘lth Act 1957 ‘defines “copyright sometv as under — |
‘,‘copvnoht soc1etv” means,»a society’ rezlstered under sub- sect10n (3) of Section 33,

Sectmn 33 \Reglstratlon of.: convrlght s0c1etv —

fl) p&iNo: “person not- Iasscc1at1on +of persons shall, after coming . into - force of the Copvm,qht
(Amendment) Act. 1994 commence or. carry on the business of issuing or:granting licences in

- respéct of anyiwork i in‘which-copyricht subsists or in respect of any other rights conferred by this’
Act except under or in accordance with the registration granted under sub-section (3) : Provided

. - that, an owner of: copvnght shall 4in _his individual capacity. continue to have the right:to -grant
Jicences in respeet ofthis cwn  works coiisistent with his obhcatmns as a member of the reglstered

copyright society.: - . i o
Provided further that. a pcrformmg nghts soc1et1 functlomng in accordance with the provisions of
Section:33 on the-date immediately. before the coming info force of the Copyright (Armendment)
Act. 1994. shall be deemed:to be a copyright society for the purposes of this Chapter. and every
such society shall et itself registered within a period of one year from the date of commcncemcnt

of the Copyright (Amendment) Act, 1994”,

2) ZAny. association of persons who fulfils such conditions as may be prescribed, may apply for
permission to do the business specified in sub-section (1) to the RCE,ISH‘&I‘ of Convnchts who shall

. submit the application to the Central Government”. _

3) “The Central Government may. having regard to;the interests of the authors and other owners of
rights under this Act, the interest and convenience of the public and in particular of the groups of
persons who are most likely to seek licences in respect of the applicants. register such association

- of persons-as a copyright:society subject to such conditions as may be prescribed :
Provided. that, the Central Government shall not ordinarily register more than one copyright
society to do business in respect of the saime class of works™.

4) “The Central Government may. if it is satisfied that a copyright society is bcmg managed in a
manner detrimental to the interests of the owners of rights concerned. cancel the registration of |
such society after such inquiry as may -be Drescnbed ?

5) “If the Central Government is of the opinion that in the interest of the owners of rights concerned,
it is necessary so to do. it may, by order suspend the registration of such society pending inquiry
for such period not exceeding one vear as may be_specified in such order under sub-section (4)
and that Government shall appoint an_administrator to dischar,cze the functions of the copyright
society™.

Section 34 ; Administration of rights of owner by copvrlght sometv —

“Subiect to such conditions as may be prescribed. — ,

a) a copyright society may accept from an owner of rights excluswe authorlzatlon to administer any

right in any work by issue of licences or collection of licence fees or both: and

b) an owner of rights shall have the right to withdraw such authorization without prejudice to the

rights of the copvright society under any contract”:

“It shall be competent for a copyright socicty to enter info a,qreement with any forcx,qn society or

organization administering rights corrcspcndmc to rights under this Act. 0 entrust to such foreign .
society or organization the administration in any foreien countrv of rights administered by the said
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«copyright society in India. ot for administering in India the rights in a foreign country by such foreign
) society or organization : R e

" Provided that; no such society or organization shall permit any discrimination in regard to the terms
of licence or the distribution of fees collected between rights in Indian and other works™. |

“Subject to such conditions as may be prescribed. a copyright society may, = '

" }) issue licences under Section 30 in respect of any rights under this Act:

" ii) collect fees-in pursuance of such licences: ..~ Lo ! e

iif) distribute such fees among owners of rights after making deducfions for its own expenses:

jv) perform any other functions consistent with the provisions of Section 357~

R : - paas bt A . L .

b) Concept of;Author and Owner of a Copyright protected work.

Answer : I S -

Section 2 (d) of the Copyright Act, 1957 defines “author” as under —

“author” means, = - S

~ a. jnrelation to a literary or dramatic work. the-author of the work;

b inrelation to a'musical work. the composer:

«...in relation to an.artistic work other than a photograph, the artist:

d. inrelationto a photograph, the person taking the photograph:

e inrelation to a cinematograph film or sound recording. the producer: and

£ in relation to any literary, dramatic. musical ‘or arfistic work which is computer-generated. the -
person who causes the work to be created”

Section 17 ; First owner of copyright— : _

“Subject to the provisions of this Act, the author of the work shall be the first owner of the copyright

therein : ‘ '

provided that —

a) in the case of a literary, dramatic or artistic work made by the author in the course of his
employment by the.proprietor of a newspaper. magazine or similar periodical under a contract of
service or apprenticeship; for the purpose of publication in a newspaper, or similar periodical. the
said proprietor shall, in the absence of any agreement to the contrary. be the first owner of the
copvricht in the work in so far as the copyright relates to the publication of the work in any
newspaper, magazine -or similar periodical, or fo the reproduction of the work for the purpose of
its being so published. but in all other respects the author shall be the first owner of the copyright

in the work;

b) subject to the provisions of clause ( 2). in the case of a photograph taken. or a printing or porirait
drawn, Or an engraving or a cinematograph film made, for valuable consideration af the instance

;'!':’O:- & F';’:i'o;‘f_ ALY

I of any person, such person shall, in the absence of any apreement to the contrary, be the first -
owner of the copyright therein; . - _
15 ¢) in the case of a work made in the course of the author’s employment under a contract of service
i . or apprenticeship. to which clause (a) or clause (b) does not apply. the employer shall. in the
Q absence of any agreement to the contrary, be the first owner of the copyright therein;
5 cc) in the case of any address or speech delivered in public, the person who has delivered such
@) address or speech or if such person has_delivered -such address or speech on behalf of any other
o besson, such other person shall b, the first owner of the copyright therein notwithstanding that the
Q person who delivers such address ot speech, or, as the case may be. the person on whose behalf snch
Q address or speech is delivered, is employed by any other person who arranges such address or specch
% or on whose behalf or premises such address ot speech is delivered:
D

|
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'd) .in the case of a Govemment work. Government shail. in the absence 6f any agreement fo the .

_ : contrary. bethe first owner of the copyright therein: . T e L el A
St ‘ddyin the'case of a work made or first published by or under the direction of control of any public 7
' undertaking. such publi¢ undertaking shall. in the absence of any agreement to"the contrarv be the

first owner ofthe CODVI'IUht therem N R T S TR A P I T

W

. ‘_a

[ i,‘.‘: !

ff"?' Explanatzon — For the purposes of ﬂus clause and Sectlon 28A “Dubllc undertakmg imeans’— ..
”" ' i) an undertaking owned or ¢ontrolled by Government; or == ¢ S o ot :_!- ".i_i
t;f} - ii) a Government Comnpany as defined in Section 617 of: the CornDanles Act 1956 OF v’ iy
& 1ii) a body corporate established by or under any Central. Provincial or State Act: - '
iR e) in the case of a work to which the provisions of Section 41" apply, the internstional orgamzatlon i
E% concerned. shall be the first owner of the CODVI‘IEht therem” o o
by .
i No ownership in case of mere idea’ : : _ co
& Donoghue v/s. Allied Newspaper Ltd, (1937) 3 ChD 503 — -~ . - B S

S

A person may have a brilliant idea for a story, or for a picture. or for a plav. WhICh is hlS orlgznal o

idea: But if he communicates that idea to an author or a playwritér or an srtist, who clothes that idea ()%
in a form of a product — book. a play or a picture, such author, playwriter or artist will have the o
copyright: and the owner of the idea has no rights in such product — book, play. picture, etc. .

¢) Collective Trademarks.

Answer :

Section 2 (1) (g) of the Trade Marks Act, 1999, defines the term * collectlve mark” as under —

“colléctive mark” means., a trade mark distinguishing the goods or services of members of an
association of persons [not being a partnership within the meaning of the Indian Partnership Act,
1932] which is the proprietor of the mark from those of others”.

-Section 2 (1) (zb) of the Trade Marks Act, 1999, defines the term “trade mark™ as under —

“trade mark .fheans, a mark capable of being represented graphically and which is capable of
distinguishing the goods or services of one person from those of others and may include shape of
goods, their packaging and combination of colours”.

Sections 61 to 68 of the Trade Marks Act, 1999, deal with Collective Marks. Thev are as under —

Section 61 : Special provisions for collective marks —

“The provisions of this Act shall apply to collective marks subject to the provisions contamed in this

Chapter”.

“In reldtion to a collective mark, the reference in clause (zb) of sub-section (1) _of Section 2 to
distinguishing the goods or services of members of an association of persons Whlch is the Dronnetor
* of the mark from those of others™.

Section 62 : Collective mark not to be misleading as to character or sicnificance —

“A collective mark shall not be registered if it is likely to deceive or cause confusion on the part of

public in particular if it ig likely to be taken to be something other than. a collective. mark, and in such

case. the Registrar may require that a mark in respect of which apphcauon is’ made for: reg1strat10n

comprises some indication that it is a collective mark™. LA

Section 63 : Application to.be accompanied by regulations governing use of collectwe marks —

1) “An application for registration of a collective mark ‘shall be uecomnamed ‘by:thé regulations
,gnvemmg_the use of such collective mark™. : R
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2) .,“The'fegulat_iqns r'efé;‘red to in sub-section (1) shall'specify the persons authorized t0 ‘use.the
-~ mark! the conditions of the membership of the associdtion. and the conditions of use of the mark,
-~ = including any sancfions against misuse and stich other matters as miay be prescribed”. ~ F

P

‘Section 64_:Accep't'ance '6f-épnlicéfidll and 1-ééu1atioi1's by-Registrar — oo e T
“If it appears to the Registrar that the’ requirements for registration ‘are satisfied. 'he shall accept the

application together with the regulations.’ either unconditionally or “subject to_suCh"'.cO'riditions '
O including amendmets of such regulations, if any. as he ‘may.deem it or fefuse to accept ‘it, and if ﬁ
i -accepted. shall notify the repulations”. -~ - AR R T
() Section65: Regulations to be open to inspection — S L
b “The regulations referred to in sub-section (1) of Section 63 shall be open to public inspection in the
'&O same way as the register as provided in Section 148”. * ~ [
f,o “Section 66.: Amendment of regulations — R ‘ R :
1 “Any amendment of regulations referred to in sub-section (1)-of Section 63-shall ot be' effective
20O uiless the Jmended resulations are filed with the Registrar, and accepted arid‘publislied by ‘Him in
LR accordance with Section 64”. , | o ' S e
§jo Section 67 : Infringement proceedings by registered proprietor-of collective mark —
e “In a suit for infringement instituted by the registered proprietor of a collective miark-as plaintiff, the

Court shall take into account any loss suffered or likely to'be suffered by authorized users and may
-give such directions as it thinks fit as to the extent to which the plaintiff shall hold the proceeds of
any pecuniary remedy on behalf of such authorized users”. : '
Section 68 : Additional grounds for remeval of registration of collective mark —
“The registration of a collective mark may also be removed from the register on the ground —
1. that the manner in which the collective mark has been used by the proprietor or authorized user.
has caused it to become liable to misiead the public as a collective mark; or - - .

2. that the proprietor has failed to observe. or to secure the observance of the regulations governing
the use of the mark. - : .

Explanation : I - For the purpose of this Chapter, nnless the context otherwise requires, “authorized
user” means, a member of an association authorized to use the registered collective mark of the
association. , '

Explanation : II — For the purposes of this Act. use of a collective mark by an anthorized user
referred to in Explanation I shall be deemed to be the use by the registered proprietor thereof”.

'd) Well-Known Trademarks.
_Answer: ' :

Section 2 (1) (zg) of the Trade Marks Act. 1999, defines the term “well-known trade mark” as under
“well-known trade mark”, in relation to any  goods or services. means a mark which has become s0 t0
the substantial segment of the public which uses such goods or receives such services would be likely
to be taken as indicating a connection in the course of a trade or rendering of services between those
ooods or services and a person using the mark in relation to the first mentioned goods or services”.

¢) Geographical Indications.

Answer : :
Section 2 (1) () of the Geographical Indications of Goods Act: 1999. defipes “seographical

indication” as under —
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geographlcal mdrcatlon in relation to goods. means an indication WhICh 1dent1ﬁes such p.oods as
agricultural .coods. natural goods or manufactured goods. as orlcrmatmg or manufactured in the
territory of a country, or a. 1'(30101‘1 or 1oca11tv in that telrrtorv where a gwe-n quahtv reoutatlon or
other characteristic of such goods is essentially attributable:fo'its g€bgraphical ofigin and in case
where such goods are manufactured goods- one. of the- activities of either. the production or of
_processing or D1eoarat10n of goods concemed takes olace i, such temtoryJ fesion’ OF. localrtv as ’fhe .
case may be”. .. . T e Ny T O At gk
‘Explanation = For the ourposes of thls cIause anv Hare whrch d not ‘the namie ofa countrv, I'BEIOII
or locality of that country shall also be con51dered as the | geo eranhlcal rndrcatlon :lf it re"iates t0a
‘specific geographical area and is used upon or m relatron to oartrcular goods or1g1nat1n,q from fhat
country. region or locality. as the case may be. ~ T

A geographical indication is a sign used on goods that have a sp_emﬁc geographrcal ongm and
possesses gualities of a reputation that are due to that place of 0[‘1}2111 In recent years, geograohlcal

indication has emerged as one of the most important instrifinients of rotectm' the qualit re"'utatron

“or other characteristics of goods which dre essentially- attnbutable to thelr Hﬂgraphlcal origin.

Geographical indication has proved to be very valuable s it ideritifiés the source.of the product and is
an indicator of & uali . Most commonly. a €0 a hlcal 1ndlcatron conSISts ,of he name of the ‘lace

f) Passing-off.
Answer :
Passing-off is a tort that protects unre,qrste1 ed trade marks Essentially. a trader must riot sell therr
own_goods under the pretence that they are the goods of another trader. Passing-off is a tort that is of
strict liability i.e. the intention of the person passing itself off as another trader, is Hrelevant
. The law of passing-off is based on common law. The object of this law is to protect the goodwﬂl and
reputation of a business from encroachment by dishonest competitors. Therefore law,_of torts
provides for the remedy for passing-off in an action against a person, who passes off his goods as the
goods of another, for the civil wrong or tort of ‘deceit’. '
Passing-off is the area of law that entitles a business to prevent busmesses from unfairly usm,q its
goodwill. Goodwill is the attractive force that brings in customers and is the essence of what passing
off protects. Otherwise known as the law of unregistered trade marks, it protects against all activities
of a business that may lead the public into believing that they are the goods of actual trader who is
famous in the market.
When a business misleads the prospective buyers into believing that his goods are those .of another
business of reoute and thus, it causes damage to that another business of repute or ifs goodwﬂl The

not matter whether the trader mtended to mislead the customers/public. ‘Thus, “passing off” Drotects
the relationship of a business to its public. Goodwill may exist in a business name, packaging,

branding. in a fictional character’s name, someone’s name [“image rights”].

Though, sub-section (1) of Section 27 of Trade Marks Act, 1999. states that. no action for
infrincement of unregistered trade mark would lie. sub-section (2) of the same Section 27
ateaorlcally states that. “Nothing in this Act shall be deemed to affect the rlghts of an action or

remedies in respect thereof agairst any person for passing off eoods or semces as.the goode or

scrvices of another person”.

Thus. Section 27 provides that no_infringement action will lie in respect of an unregistered hade

mark: but recognizes the common law rights of the trade mark owner fo take action against any
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person/trader for passing off goods as fhie ooods of anothér person ar as services provided by another

person ‘or the remedies thereof, = " - ree ! T
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1) Anil a research -scientist, -discovers -a new’ phenpmenopnn‘-‘physms.‘“Usmg«prmmples

e . : R T T P, R A T U A Jerz Nl e R gy T g St et T
_underlying this new discovery,“Anil ‘and Amit invent a- product’Haviig ~siibstantial
ey | f V. T .,u . P el gt gt It-“ VAL B B ‘-. P T o3 l‘c.’ R I 1T I P '-“-‘_, -F\ ‘,-i' .
commercial potential. Anil and Amithave come 0 you for advice, = TS T mnEn s
a) Would you advise Anil to obtain a patent in respect of his discovery 7:Give "re'ei'sq'ﬁé“eiﬂféf*way.f .

Answer : No. Anil would be adviséd against midking:ar 4 efforf 1o obtain a patefitinifespect:of the

said discovery. Under the Patents Act: 1970, oiily inventions are" capéble of seciiring patéits“and
Qection 3 of the said Act also diseusses “What‘4re not inventions™ — Lo e

. St

Section 3 (c) : What are not inventions — mere‘discovery of a stientific principle fthe formulation'of

of the discovery of any living thing or non-livirig substance occiuring in the nature.

Since Anil’s work clearly falls under Section 3 (c), the same would not be granted a patent. -

b) Would Anil and Amit together, be eligible for a patent 7 If no, who amongst them ‘would have a
better right ? : : ' P T e |

Answer : Yes. Anil and Amit would be eligible for applying for a patent grant in_respect of the
product developed by them. | L

'¢) The inventor(s) would like to file a Complete Specification, but their claims aré not yet ready.- |

What advice would you give thém under the circumstances ?

Answer : The inventors should draft and file the ‘provisional specifications’ in respect of the
patentable invention. They are not required to file their claims at this stage; however, the applicants
must file the complete specifications within one year from the filing of the provisional specifications.
d) Further, the inventor(s) would like to discuss the discovery and the product at-a scientific
conference. What advice would you give them ? .

Answer : Since the discovery is not the subject matfer of the patent, the scientist can discuss the same
at the scientific conference. However, they are advised not to make any mention of the product,
unless they have filed atleast a provisional specification in respect of the invention embodied in.the -

product.

2) Dilip-Aziz, a team of music directors, create a musical work. Lyrics written by Aziz are
blended to create a song. Amazing Video Company acquires rights enabling them to make a
sound recording,

a) List the three classes of works in which copyright subsists.

Answer : i) Musical Works (the pune/melody); ii) Literary Works (the lyrics): i) Sound Recording

(the sound recording itself). _

b) List the Authors in relation to the above three classes of works created.

Answer : 1) Musical Works — Authors : Dilip Aziz; i) Literary Works — Author : Aziz; iii) Sound

Recording — Author : Amazing Video Company.

¢) What must Amazing Video Company have done to acquire rights to make the sound recording ?

Answer : Amazing Video Company would have cither procured a licence or an assignment in the

musical works and the lvrics. It would have enabled them fo produce the sound recording embodying

the two works protected under the Copyright Act, 1957. L

d) If the song is to be later performed in an orchestra, whose permission must be obtained ?
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“Answer : The permrssron of the Authors/Owners in the lyrics (lrterary works) and the tune/melodv

. must be-obtained. The Authors and First Owners being Aziz ‘and Dlhp Aziz. respectwely The Owne

: 3) Zel Pvt Ltd ‘an Indlan company, is lona—standma manufacturer of sports coods under a -’

- b) Strauss USA. is of the opinion that since they are the pr1or users of the’ mark OZ 1 in the USA

could also be AmazmOF Video Companv if an asswument has been affected.”

teolstered tr ademark OZONE, .having; sales in India. Only recently, Strauss ;JUSA has
launched its sports coods in Mumbal under the tradem‘u k OZ-I . .

a) Zel desires to commence legal proceedlngs agalnst Strauss in Indla Advise on opuons avarlable '
and reliefs that may be prayed o) S S R ;

Answer :In an mfrln,qement surt filed before the approprrate Court Zel Pyt Ltd, may pray for 1) an
injunction_against Strauss restrammsr them “from manufaoturm,q any sports goods under the mark
which is either the same or similar or decentrvelv similar to Zel’s fegistered frade mark Ozone; if)
discovery of documents jii) preserving of mfrlngmg goods, documents or other evidence which are

related to the subject matter of the suit: 1v) restraining the defendant from dlSDOSIIlE of or dealing
with his-assets in any manner. |

Zel’s mark should be removed from the register. Advise.
Answer : Unless Strauss can prove that their mark has achieved eross-border renutatron in Indla and O
further that there was no acquiescence on their part: and unless they can show any dlshonestv on the O‘g

part of Zel in use. of the mark Ozone, Strauss would not have much hope of success in view of the 4
fact that the Trade Mark Act, 1999.is a territorial statute. @)
¢) Strauss is desirous of making a trademark application in India for their mark OZ-1. Briefly advise 4
on the steps to adopt and the process involved. : O

Answer : Without addressing the question of registrability. Strauss would have to take the followmg O
steps, statutory and non-statutory, in the making of an apnhcatron of reg_stratlon of trade mark in :
India — . , O
e Carry-out a search in the trade mark office for a conflict check; ' ' )
e Carry-out market search for any conflicting marks;

o Make an application on Form TM-1 along with additional representation;

o Pay a Government fees of Rs. 2,500/-.

d) Assume Ozone was an unregistered trademark, what option/s would Zel then have ?

Answer : Zel would then not be entitled to file an infringement action, but would rather have to file
an action for “Passing-off”.

' [April, 2008]

(Old and R_evisedgc'}urse)d_

. 1) Answer Section I on the Question Paper itself; D

Witﬁ Solutions N
N.B.: ;

2) Use Answer Sheet and Additional Sheets for Section I;
3) Section I shall be col ected at the end of the first hour of the exammatlon
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Q.1: Tick the cOri'éct option/Do as directed :

1. The Trade Marks Act applies — ‘
o 8y ORly 10 goody (e g iy e e T T
b) only.to service. e i P
~ ¢) to_goods and services. B ‘
d) neither to goods nor to services.

2. What does "bootlegging'{he recgiﬂrdings of performan:f:es" as decided in 'Exparte Island (1978) 3

ALL ER 824 (CA) Case —mean ? :
* a). Making and selling unauthorized patent items.
b) Making and selling unauthorized trade mark goods. - ‘
¢) Making and_selling unauthorized -recordings of live performances without the
conisent of the performers. o e | '
d) None of the above. ' E

3, An application for registration of Trademark for MRF4 (MRF Ltd. v/s. Faridabad, 1998 PTC (18)

485 Delhi, was refused on the ground of -
a) Deceptive Similarity.
b) No Distinctiveness.
¢) No Innovative.
d) None of the above.

4, The English case of Erven Warnink v/s. Townend (1980 RPC 31) deals with the essential .
characteristic which must be present in order to create a valid cause of action for 'Passing off", are
misrepresentation and it is made by a person in the course of trade. This case is known as —

a) Lawyer Case. :

b) Advocate Case.

¢) Doctor Case.

d) Professional Case.

5. Moral right relates to -
. a) Patent.
b) Trademark.
c) Design.
d) Copyright.

6. Under Section 120 of the Patents Act, 1970, if any person falsely represents that any article sold by
him is patented in India, then he is punishable with fine which may extend to —

a) Ten Thousand Rupees. : :

b) Fifty Thousand Rupees.

¢) One Lakh Rupees. _ C o

.d) Ten Lakh Rupees. ‘ ‘.

7. Literary work includes —
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© a) drama, | A ' o ’ Ko
- b) dance. : : ; : .
" c)photograph. .~ - : S e IR RS

d) computer proarammes.

8. If a work is made or pubhshed by or under tlie direction or control of any Court Trlbunal or other

f"*u‘i" "~ judicial authority in India, it is known asa~ - :
%{% a) Judicial Work. : S 7 SR
E‘ﬁi "~ b) Tribunal Work. '
dn ' ¢)Government Wm k
2o - d) StatutoryWork.
ff; _ 9. Post-grant opp051t10n means —
] a) opposition after the person applies for patent.
- b) opposition before:the person applies for patent. : _ i
c) opposition after grant of patent, S : , O'—
d) opposition before grant of patent. : _ OE
10. The Anton Piller order is an order so called, because, the practice of its issue was confirmed and Oq'
consolidated in the case of —
2) S.C. Advocate On-Record v/s. U.O.L, AIR 1999 SC 1. o
b) Ex-parte Island case (1978) 3 All ER 824 (CA). O
c¢) Keshavanand Bharati v/s. State of Kerala. :
d) Anton Piller K.G. v/s. Manufacturing Process Ltd. (1976) All ER 779. O
-11. The principles of national treatrnent is based on — O
. a} Geneva Convention. o)
b) Paris Convention.
c) Berne Convention, O
d} Rome Convention. O;
12.'The principle of "musical work is not merely a combination of melody and harmony or either of O
them. It must necessarily also have been printed, reduced to writing or otherwise graphically
produced or reproduced for copyright" was held in — O
a) Anton Pillar K.G. v/s. Manufacturing Process Ltd. (1976) All ER 779. Og

b) Ex-parte Island case (1978) 3 All ER 824 (CA).

c¢) Gramo-phone Co. v/s. Super Cassette Industries. 1996 PTC 252 (Delhi).
d) Govindan v/s. Gopal Krishnan (AI 1955 Mad 39).

Fill in the blank :

13. The v may, by notlficatlon in the Official Gazette, appoint a
person to be known as the Controller General of Patents, Designs and Trade Marks.
a) State Government.

b) Central Government.
¢) Central and Siate Government jointly.
d) President of India.

R e S L Y
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14, Under the Internatlonal Organlzatlons relatmg to mtellectual plopelty nohts, the term

"WIPO' represents ...ocvervrvseenene crrseseniaienes TR
Answer : World Intellectual Property Orgamsatmn EEIRME AR B

15 The performer's right subsists unttl ............. years ﬁ om the beginning of the next calendar year
follewmg the year in which the performance is made - PRGNS IS W we T TR RYL
‘a)20. . '

b)25. . L U TN ERI L B PN PR S P - o
©) 50, . Sk

re

16 .cceenenns . means; the makmg of COplBS of a work, by photocapyiiig of simildr: medns.
a) Photography.’

b) Cyclostyling. -

c) Reprography.

s d) .Xe'mxiﬂé? ot v

17. The treaty on Intellectual Property in respect of Integrated Circuits aims prlmanly at proteetlon of
a) Integrated Circuits and audio-designs (topographs).

b) Integrated Circuits and electronic-designs (topographs).

c) Tiitegrated Circuits and layout-designs (topographs).

d) Integrated Ctreults and eonstruction-designs (topographs).

18 The Report of the Canadlan Royal Commission on Patents, Copyrights, Trademarks and
Industrial Designs, 1957 says "................ " is in effect a right to prevent the appropriation of the
expressed results of the labours of an author by other person —

a) Patents.

b) Copyrights.

¢) Trademarks.

d) Industrial Designs.

19. An application for a patent for an invention may be made by any person claiming to be the
......... tvessennn... inventor of the invention.

a) True and first.

b) Sole.

¢) Original.

d) None of the above.

20. According to Section 2 (n) of the Copyright Act, 1957, "lecture” includes address, speech and
a) talk.
b) oration.
c) sermon. ' ‘
d) announcement. PR

21 s means, any product or process involving an invention steps and: capable. of ifidustrial

x
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c) Trademark. ‘ R IERRRTREEEECE L APRS B Dy a

. d Lettermark..

Sfate;;'het:her"l“rue'dr'FaIsé; S _' .'_—f. - TR R R

22, A permitted user of a trademark can sue for infringement of that trademark.

a) True.
b) False.

23, The TRIPS agreement has been divided into Seven Parts and contains 73 Articles. -I
a) True.
b) False.

24. All unregistered trademarks can be assigned or transmitted with or without the goodw111 of the
business concerned.
-.a) Trye. -
b) False.

25. The Supreme Court "in buyer's ignorance in chances of deception" while dealing the case in S.M.
Dychem Ltd. v/s. Cadbury (India) Ltd., 2000 PTC 397 SC held that though two trademarks, namely,
PIKNIK. and PICNIC appear to be phonetically similar, in view of the difference in their essential
features, the defendants would be restrained from using their trademark PICNIC.

a) True.

b) False.

26. The term patents is 20 years —
a) True.
b) False,

27. Description of invention is called specification and it is an essential part of patent.
a) True.
b) False.

28. Once the Registrar of Trade Marks has accepted an application for registration, then the
acceptance cannot be withdrawn.

a) True.

b) Ealse,

29. If a person is aggrieved by an order of the Controller of Patents, then he can prefer an- appeal to
the High Court. _

a) True.

b) False.

30. Once the whole of a copyright is assigned, the author has no nght to elaim authorship of the
work. :
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Answer in One sentence @

C o R S

Answer ; It means. any mechanical contrivance or device used or intended-t0 be Aised Aor*making
copies of any work.

o T IR SN TR CIRE MR B CRITHUSIER -‘)'.li_jri;",!.if».’:? (2
32. Under Patent law, the term EMRs represents ? ' D04 gk
Answer : EMR refers to Exclusive Marketing Rights. - - PP

R R W TN
. 33. What is the difference between a trademark and property.. R

mark (write any one) ? '
Answer : A mark used for denoting that movable property belongs to. a particular person s called 2
mroperty mark; While, a mark which is capable of distinguishing goods or services o one-person
from another is a trade mark. T D T T

: . S RIS DA
34. Write any one of the differences between Product Patent e

and Process Patent under the Patents Act, 1970. | ' ' .
Answer : A product patent allows exclusive rights relating to the obiect or the end.product. while a
process patent relates to a means to achieving an end product, therefore, the product patent gets p10T€
benefits for the patent owner.

35. Define "Patent Co-operation Treaty' under the Patents Act,

1970. .
Answer : It means, the Patent Co-operation Treaty done at Washington on the 19th day of June.
1970. as amended and modified from time to time. '

36. What is meant by the term 'goods’ under the Copyrights Act, 1957,
Answer : Goods means, anything which is the subject of trade or manufacture.

37. Define the term 'copyright society' under the Copyright
Act, 1957.
Answer : [t means, a society registered under sub-section (3)of Section 33.

38 Define the term 'literary work' under the Copyrights Act,

1957.

Answer : Literary Work includes computer programmes, tables and compilations including computer
databases.

39. Write anyone of the distinction between "Passing Off' and

"Inffingement' under the intellectual property law. _ -
Answer : For an action of passing, the trademark rieed not be registered, however, for an action of
infringement, the trademark is compulsorily reyuired to be registered.

40. What is the Budapest Treaty ?
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" Answer : It mieans, the "Budapest Treaty on the Intematlonal Recoanmon of the Deposit of" Mlcro- ;
Oreanisms for - the Purpose of Patent Procedure done at Budapest on 28th day of April, 1977 as %
amended and modified from time to time. :

SECTION II (Marks 60)

i ,'." FI L "z! " ’ B L L P YO ol ‘li-'\'f.\'

Q.1I: Answer Any Two; .. 7 { i Loy i I.!;_'.:\-':-‘,"'_:‘:-‘-“ it fi‘!ﬁf:-’“___li P =

Lo - . ‘J‘\, v

"’:

a) Explain the procedure for regzstration of trademark and its renewal under the Trademark
Act, 1999, - L LG S T PR
~ Answer: R IR TOR ot
Procedure for Recognition and Rénewal : : : y
Application to be filed by proprietor of fradémark w1th* ‘Registrar of Trademarks in’ Drcscnbed' -
manner; ,
Application to be filed in prescribed form in the Trademar"k ofﬁce w1th1n whose terntonal hmlts”the
principal place of business in India of the applicant is Sitvated:’ .5
Principal place of business in India has to be explained — Where a persori‘carries on business in’ the
goods concerned and where a person is not carrying on a business in the goods concerned and where
a person does not carry on any business in India but is residént i India; -
Every application to contain a recognition of the mark, it is to be filed in India W1th1n 6 months of
filing an application in convention country: - - -
After submission of application. acceptance as it is or acceptance subject to certam condmons or
acceptance but later found to be accepted in error or rejection;
After acceptance application to be advertised in Trade Marks Journal. any person may oppos_e
registration within 3 months of advertisement: _ ' ' :
Registrar to serve copy of opposition on applicant within 2 months of recelot anohcant to send a
counter statement, else application is deemed to be abandoned: :
Hearing of both the parties based on the principles of Natural Justice:
If decision is in favour of applicant, then trademark is registered: If against. then an appllcant can
appeal to the High Court: :

Trademark is registered for initial period of 10 years and renewable for further period of 10 vears.

b) Write an essay on the "Threat of infringement proceedings" under Section 106 — 107 of The =

Patent Act, 1970 with case laws.
Answer : '
Any person aggrleved can file a suit in cases of groundless threats of infringement proceedings for 4
relief that — a declaration fo the effect that the threats are unjustifiable, an injunction against the
continuance of the threats and such damages. if any, as he has sustained thereby — Defendant i insuch =
suit, must prove that the act in respect of which proceedings were threatened, constituted

o infringement, else all or any relief claimed by plaintiff. will be granted by Court: O
i+ Whatis a threat — whether the communication by the other person constitutes a threat: ' L
¥ © T What plaintiff must prove — allegation_that he has committed infringement and that he has been 2
. : threatened with proceedings for that infringement: 6

Persons aggrieved _any pérson who is threatened with an action for 1nfr1n;ae1nent is a person %
aggrieved — Remediec available Injunction. Ex-parte order, Damages.

¢) What are the rights conferred by the Copyrights Act, 1957 ? R

B R R A S S AT T S P S S e o P GO 2 T
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Answer o ‘{{l;' e R 1 4 w al '-"r‘- ",.': SRR '1.;;: TR . .

Rights conferred by CODYI’lEhtS Act Statutory Rlahts = Sectlon 14 L1terarv dramatlc mus1cal not
being computer programme — artistic- work = cmematoaraphlcrﬁlm e sound recordma Neeatwe
nght Multmle Rlohts Economic thrhts Moral chhts e

ATER AR RRE TN T TR Foaperr cnatoalan g e SRTECIE o
Q III erte notes on Anv Four of the followmg = 20.

T I R I -'_'-*;if'f,i’. 1 s
a) Geographleal 1nd1cat10n. h RS ;' N -
Answer : neiae ik B ,ugaﬂ al, !s:,“ltnm v

Geographical Indlcatlon A form of uitellectual oronertv Wthh zdentlﬂes goods as ona@atmg from a
particular territory or region in a country to Whlch a jzwen quahtv reputatlon Oor: other characterlstlcs
of goods is essennallv attrlbutable Examnles i Sw1ss éhocolates basamati nce _hampagne etc

R IIENTTCNR T PR SR NI
b) Speciﬁcation. SR S
Answer :

Specification : Description of a patent; Contents — fitle, full .description.,. claim abstract drawm S,

[T R

7

. b [ EE N .
N il;“ at B T N P

¢) Fair Use.
Answer :
Fair Use : Section 52 of the Copy RlEhtS Act, 1957 exceotion to mfrmgement DermItted for
research, private study, criticism, review, reporting current events m.newsoaner or Denodmal or
broadcast or photograph: it is a question of fact and clrcumstances

P A : Lo Poi

d) Performer's Rights.
Answer :

Performers Rights : definition of performance and performer; exclusive right — to make sound or
visual recording of performance — to reproduce the sound and VJSuaI recordmg of Derfonnance - to
broadcast the performance — to communicate the performance to_the. oubllc otherwme than by

broadcast; performer's right for 50 years.

[

e) Assignment.

Answer :

Assienment : Transfer of ownership in rights to the assignee; legal — equitable — mortgage: terfitorial;

general; may be for full term of natent/trademark/copvnght may be for whole rights or part. r1ghtsl
must be in writing and signed by assignor or authorized agent; description of assmnment mstrument

if period not stated. then deemed to be for 5 years from the date of assipnment, -

f) Mareva Injunction.

Answer :

Mareva Injunction : Tt is an order by which the Court has power o freeze defendant's assets where
there is a possibility of the assets bem,q dissipated or cancelled, so s to make, a 1udgment aﬁamst hnn
worthless and unenforceable.

1l
o]
i

Q Iv: Answer Any Two :

1) Dhoni has been granted a patent by the Indian Patents Office on 318t December, 2007 -
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~ ) For how long will Dhoni have the patent over Ins mventmn 7

S

iPR&f‘-.:=.? L1198, Authors — Prof Pi akashK Mokal & Ady. Ishwarlal Agarwal

Answer:; 20 years upto 30th Decernber; 2027, - Voo ua RO

- b)If Ganguly.wants'to challenge the patent in whlch Court has he to file a sult 7. Sil . e

Answer : District Court and where High Court has original jurisdiction, then in the Hich' Court

c¢) Can Dhoni file an action for infringement acamst manufactm er who is makmg the invention
in'Nepal? Why ? - U chen LU Doen ThL e weed abid s G

Answer -2 ‘No. The patent is not reglstered 1n Nepal If Nepal 1s a conventlon countrv then

infrineement action can be initiated, - . "

-d) Can Dhoni get a patent in Enoland in respect of the same mventmn, if he apphes in 2008 ?

Wi S o |
Anlswer s ¥as, Prowded 10 other SIrnIIar invetitior has already been ,qranted a patent,

¢) If Ditoni*had fnitially hpplied tinder the PCT, then would he have gained any advantage ?
Answer : The advantage would be the crystallizing of the priority date for the same 1nvent10n in
multiple countries 31multaneouslv

2) ’“A" 'Hetectf\'ze agency wants to reglster thé trademark "ISI 81" for its firm. The Controller

‘ GeneraT T8t 'Patents{,“])emgns and ‘Tradémarks has refused t6 grant trademark on the: pled
that it sounds similar to the trademark ICICIL.

a) Is the stand of the Controller correct ?

Answer : Yes. MRF Ltd. v/s. NR Faridabad. Phonetic similarity (MRF/NRF). Court will unhold the

de01510n of Controllet.

b) Can'tliete Be any-other ground of refusal ?

Answer : Yes. Sections 9 and 11. Absolute and Relative grounds of refusal — to be enumerated

¢) What are the remedies available against the refusal ?

Answer Consent of proprietor or honest concurrent use.

3) "Hari has written a'book on Graphology. The book has been published by Penguin.

a) Who'is theé author of‘the worlk ?

Answer ¢ Hari is the‘author,

b) A journalist uses extracts of the book in the review of the bogk published in a magazine, Will
this amount to infringement ? If Yes/No, Why ?

Answer : No. Covered under Section 52 as Fair Use — criticism or review not amounting to
infringement.

QA student extenswely quetes from thls book in his exam. Will this amount to infringement ?
Why ? :

Answer : No. Coveréd under Section 52 _as Fair Use — reproducing for exam purpose not amounting
to infringement. o

d) Hari's friend Suresh makes 20 photocopies of this book and distributes it amongst his
friends. Will this amount to infringement ? Why ?

Answer : Yes. it will cerfainly amount to infringement. Reproduction of whole or part of the
work/book shall not be allowed except for grounds enumerated in Section 52. Making 20 copies and
distributing_among friends Certainly arounts to infringement. Both. Hari and the person making
photocopies are liable for civil, as well as, criminal action. ‘
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1) There are no Sections in the Questi-dn Paper.

~2) Answer Question Nos. 2 and 4 with reference
required. .~ - I

to some illustrations wherever

Q. 1 : Answer in not more than Two sentences :, L

a) What is the purpose of trade mark ?
Answer : The purpose of frade. mark

‘possible purchaser as 0 the manufacture of

is to. give an indication t0 the purchaser or
quality. of goods.

litexary, dramatic, musical and

b) What is the term of a copyright in published

artistic works ? | ,
Answer : The term/period of 2 copyright in published literary. dramatjc, musical
etime of an author until 60 yeats from

and artistic works will subsist within the lifetin ‘
the beginning of the next calendar year next foltowing the year in which the guthor

dies.

¢) When can patent opposition proceedings be initiated underthe Patents Act,

_1970 ? |
: “Apswer : Where an application for the
not bee;n granted, the opposition proce

1970. |

d) State the intellectual property ri
.-+ protection. STV SR

TS 5 600000048088 ,.g
G3O00000000000000008doc0 o

patent has b’e;e_:ﬁ pubhshed but a patent has
odings be initiated under the Patents Act,

ghts which require mandatory statutory

elieieZ eilor olier

P LS 1 SIS T AT 5
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Answer The mtellectual propertv rights which require mandatory statutory

protectmn arei—*industrial Tproperty.: -whlchimcludesﬁmventmns (patents) trade-l

‘marks. 1ndustr1a1 des1,o_fns and geographical indications of § Source.

A T A R R e N I R TN :‘.' i

1
< - - . .
i - A S AT m—— T s 8ok ~-.-p. e e A B - M RN A YR Leed e s Y 4 6 lmes s s B L I T U,

-Deﬁne 'collective trademark’. i
TAnswer.: Collective Trade Mark means a trade mark dlstm;zulshln,q the o00ds or

' “$érvices of mermbers of an assomatlon bof persons (not beln,q a partnership firm

. within the’ meanlnesof“the Idiah ‘Parﬁ1er§h1 LA Ct1.1932) Sich is the proprietor of

the mark, from thoserof.othier proprictors. TAORA ; .
——’*Wr%tme E f faed] | |

B s S-S

If not spec1ﬁcally stated in the agreemerﬁ What 4§ the perlod of assignment and
terrltorlal“‘extent of the ass1gnment of Fights under the Copyrights:Act, 1957 2

Answer s If the period is not specifically stated in the agreement, the period of
assignment will be -of 5 vears ,and the.terriforial extent of the assienment of rights
under the Copyright Act, 1957 ALLBE Prefuined £ extend to.India.

g) What is Section 3 (d) of the Patents Act, 1970 ?

Answer : Sectlon 3 (d) of the Patents Act 1970 states that - The inere d1scoverv of

“anew form of a knoWh substance which does not resilt'in the enhancement of the

known efficacy of that substance or the' mere discovery of any new property or new
use for a known substance or of the mere use of a known process, machine or

apparatus, unless such known proc¢ess results . 4 Hew protust’o eifiploys at least
One new reactant,

L. 1
i g !.n o

li) The actonyms — WIBGO; PCT; TRIPs antl IPRs stand for". 4

Answer : The World Intéllectual Property - Organization; - Patents Co-operation

‘Treaty Trade Related Aspects of Intellectual Property-. nghts; and Intellectual

Property Rights. fere
i) Define the term performance under the Copyrlghts Act, 195’7

Answer : “Performance in rélation to nexformer S n,qhts means anv V1sua1 or

acoustic presentation made live by on€ or more ‘perfortiérs —[Seckion 2" ?q)]
j) Give two examples of mventlons which are not mventlons vglthm the Patents
" Act, 1970. A A

~Answer : 1. An jnvention which is frivolous or 2. wh1ch clanns anything obvxouslv
—‘*-“;contra.rv to well estabhshed natural laws o e J :: Vr ‘ff,' .
Q. 2 : Write short notes on Anv Four : =30.
- 4) Geographical Indications. Dot fatp 7

b) Designs which are prohibited for reg;stra‘aon under the, Desxgns Act
2000.
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) Well-known trade marKue; - oons samersis bt tup w20
s €) -Author's special rights,y .. 0o : |

.. ) Intellectual Property App: llateBoard(IPm :

.......

Q3 Attenipt Any Two with réfisoned answers : */" o/ T En L 2 =120
. . ¢ _— 3 A N ’ :,Nl-

Q) An'2007, J.abilasPharmaceuticals "z';dapts_' and starts nsiﬁg -:f_he _‘wpr\d_s‘, 'SALT

i FREESiiin zorelation } to: salt: substitutes for - blood : pressure ‘patients.

iSubse_queritly,':LabilaV*Phar'maceuti(:als ‘obtains registration:of. a:trade mark -
. label withi the words SALT FREE. The trade mark:label is registered with a
condition that the 'registration of the trade inafk shall give o exclusive right to

the use of the ‘wordsioSALT:, EREE either. individually 0r- to be.cused in
conjiinction’:Xn: 2008;/BR;Protect Incorporation launches its salt substitutes

© advertising its products as BP SALT FREE. o
| ~i)§‘§feithe.eword§ SALT-FREE.distinctive in velation to salt substitutes ? If no,
vAckigieh wordehequitedistidetiveniesy? - - - T 0 T Y

Answer : Yes, the words SALT FREE is distinctive in relation to salt substitutes.
+%3 1)'Cn [iabila Pharmadéuticals file an infringement action against BP Protect
Inc. fot restraining BP Pf&fectiTiic. from using the words SALT FREE ?
2 Kifswer'ts NbFLabils Phimiabsiticals-Saniiot file ah infringenieiit action against
BP Protect Incorporation from using the words SALT FREE,
§ii) What other a¢tiohis ¢an Tiabild Phaxmaceuticals take against BP Protect
* Incorporitiviiifinfringemeiit dction is not possible ? s
¥17 Ati§wer : No othér attiofi'ean be tiken by Labila, as it is not an infringement under
the Trade Marks Act, 1999.

b) A writes a story and assigns the copyright subsisting in the literary work.of
the story to a film:prodycer, named B: B desires to produce cinematographic
* filia based on the said story and employs A to write the dialogues of the
proposed cinematographic film. By.4 deed of assignment of copyright, A
assigns to _B,' all his. copyriglijcs; which will subsist in the literary work of the
 dialogue to be written by him. I
i) Who is the author of the cinematographic film ?
Answer : ‘A’ is the author of the cinematographic film.

ii) Who is the author of the dialogues ? b
Answer : ‘A’ is the author of the.dialogues.in the film. - e e
v, dii) Can ‘A’ assign to B his \,c_qﬁyrights in the dialogues, which are not.alxeady
written ? ‘ ’ ' et
Answer : Yes. ‘A’ can assign to ‘B’ his copyrights in the dialogues which are not

already written. | |
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iv) Can “B? be the owner of the copyrlchts in the dlalogues assumlng ‘A’ and' 5“_"'
B’ do not enter into a separate Deed of Ass1gnment PR BRI B
Answer : No, ‘B’ cannot be thé owner of the copyrights i m the dlalocrues assuming &
‘A’and ‘B’ do not enter into senarate Deed of Ass_gnment :

c)_-‘_Ram, an. employee workmg W1th Corla: Ltd :lnvents -2 novel, 1nvent1ve and

.,-.-. g

useful working device. Ram leaves Corla Ltd and joins Morta Ltd., a -i; ‘

ﬁ"company engaged in a similar business as' Corla- Ltd The Morta Ltd. files an %;
*appllcatlon for patent which gets pubhshed in the Official Gazette under the .ﬁ

- ~A18 moriths publication'. - 3’"
i) tWhat ‘are the rémedies-availablé to Corla Ltd ? o
Answer : Corla Itd. Has a right for opposition under the Patents Act, 1970 E

: 11) CanCorla file a patent application for their invention? -« ' 7
~:Answer ::Yes, Corla Ltd Can file a patent apnhcatlon for the 1nvent10n
Q. 4 : Answer Any Four of the following : C = 48 o
a) State the grounds of revocation of patents under- the Patents Act, )

b) DlSCllSS the relative grounds for refusal of reglstratlon under the
provisions of the Trade Marks Act, 1999. :

c) State and discuss the works in which copyright subsists under the
Copyrlghts Act, 1957.

. v - d) What amounts to an infringement of a trade mark ?

e) What does not amount to an infringement of a copyright ?

f) Explain the process of registration of a patent under the Patents Act,
1970.

sl My S
AN
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_“INTELLECTUAL PROPERTY LAW

[April, 2009]

(Revised Course)

With Solutions

N.B.
1) There are no Sections in the Question Paper. o
2) Answer Question Nos. 2 and 4 with reference fo some 1llustrat10ns Wherever
required.
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: _Q 1 : Answer in not more than Two sentences Co T om0 d

’ C' rt—\ s oh N - - L IR, . . .
e e i Q"! IS IREE N IS U ; TS
} '?-\1 R Y P R LA e .',‘:f'— .
~ USRI S PEPRA Lot

Answer Sectron 2 ( e) of the Trade Marks Act.

-‘Y

o

Pl . Iy SINT L0 s
A :J R S J} -__ ‘\ 1: ;.'n-.;;.:‘.l,.:....: e o TNELL

b) Whlch orders are appealable under the Intellectual Property Appellate

Board" c niw“r SRSl el 4 eesebmé

Answer Sectlon9 (1) of the Trade Marks Act LRt E ORI RN S uﬁ‘

c) State the term of the each of the intellectual property rights. S
Answer Trade Marks — 10 vears Patents — 20 vears CODVLEht 60 vears

e 28 RGBT & “ R

d) State the works in: xwhlch copyrrght subs1sts T -
Answer s Sectlon 13 of the Copvrl,qhts ACt, + ateoe et e o Mg

1 "i, ‘. st v o R S O TELTNF LS TOTU S I T
TR e) Whatrsa]_’atent" L : BRI SR S

Answer : Section 2 (m) of the Patents Act

f) If not spec1fica]ly stated in the agreement, what is the perlod of’ aSSlgnment and
terrxtorlal extent of the assigninent of rights under the Copyrlghts Act 1957 7
Answer } Sect1on 19 (5) of the Copyrights Act (Le. 5 years).

) ‘'What do ~you mean by Design ?
Answer : Section 2 (d) of the Designs Act, 2000.

h): Explain 'adaptation' under the Copyrlghts Act, 1957
Answer : Section 2 (a) of the Copyrights Act.

1) Deﬁne mventwe step'.
" Answer : Section 2 (ja) of the Patents Act.

]) Define 'well-known' trade mark.
Answen Sectlon 2 (zg) of the Trade Marks Act.
- e I .
Q 2 erte short notes on Any Four of the follow1 ng : | =20,

20r

a) Geographlcal Indlcatlons _ o
Answer : Sect10n2 (e) of the Geographical Indlcanons Act.. . o

b) Protectpon pf Computer Software.
Answer : Section 2 (ffc) and Section 14 cf the Copvrlghts Adt.*

S EXRNEEL

.
L ggpeet e B3

¢) Patentofaddltlon._ NS CST b t*.,‘oi ,ue.f--s_"ﬂ”""

Answer : Sections 54, 55 and 56 of the Patents Acta R‘ nui T::b

'faisii" 167
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d) Permltted user. PR et i s
Answer : Answer Section 2 (1) of the T1 ade Marks Act \
. R A S P SR T ST IO EA .
e) CopyHOht Societies. . e "y
Answer Section 2 ( ffd) and Sectlons 33 to 36A of the Copvrlcrhts Act,” _
grerlaga ™ owre ot dnnsatds i osabun alla u:rrm CRTANERR ST A AT N
' f) Broadcast reproductlon rloht e L SpnenE
-Answer : Section 37 of the Copvnght Act LU iy et
Q.3: Attempt Any Two with reasoned ANSWELS 't ©  .veut Fe e ot S .-12.

IR 20 1 LA
a) In 2003 Knlkoff Cameéra Ltd mvents and adopts the trade mark "THADAX"
in relation to cameras and obtains registration;of the:same."!THADAX"tfm a
short while, becomes a well-known tradexmark Kmkoff Camera Titd:reasily
obtains registration of the trade mark "THADAX" consuiermg it is invented
and inherently distinctive. In 2005, Sluurpp Cakes Ltd. lg.ti'ﬁ'dhes thelricakes
" under the trade mark "THADAX". R
i) Can Knikoff Camra Ltd. file an action agamst Sluurpp Cakes Ltd for
restraining Sluurpp Cakes Ltd. from using the trade mark 'THADAX'
considering cameras and cakes are not similar/allied or cognate goods "
Answer : Yes. According to Section 11 (2) of the Trade marks Act, 1999.”
i) Can Knikoff Camera Ltd. succeed in the action. against Sluurpp Cakes
Ltd., if the trade mark "THADAX" is not well-known ? R
Answer Yes, Kniknoff Camera Ltd. can succeed. O
iif) Slurrpp Cakes Ltd. has filed a trade mark apphcatlon for THADAX for - %
cakes. Advise Knikoff Camera ltd.
Answer : Yes, File opposition proceedings under Sectlon 21 and to state the
grounds for refusal of registration to-the Registrar of the Trade Marks under
Section 11 of the Trade Marks Act, 1999,

/ D) Rakha, a snake charmer and magician, earns his leaving by his shows; which
o are performed on streets of Mumbai. Due to Rakha's stealer performances, he
has become known to the public. Owing to his ‘popularity, a tabloid named
Siesta, publishes a cover article o Rakha and his growth on streets of
Mumbai. A film producer records one of Rakha s street shows and uses 1t as a
part of his film without Rakha's consent. - ‘

i) Can Rakha file an action against the film J)roducer for recording. hlS
performance without his consent ? If so, what right, does Rakha have to file
such an action ?

Answer : Yes, Rekha can file an action against the film producer for an E
infringement under Section 38 of the Copyright-Actz 19577 - - e '

p‘
e
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Q.

n) Can Rakha file an action acramst ~film ploducer for recmdlng his

—-pelformance without -his consent 1f :the film- 1s tohe- 0n1y~used for bonaﬁde L

teaching and research ? £\ ﬁwu iy
Answer : No accordir to Sectlon 39 of the. Copvucht Act, 1957 Rekha cannot

file an application for action Tor teachmg Fand research Dumoses ek ek s
iii) Can Rakha file an ‘action aoalnst "the!

{abloid’ Slesta for pubhshlng a cover

article on him ? - S f“m giY ‘_‘.?h%?%‘? '
Answer : Yes, Rekha can ﬁle an act1on a,qamst a Tab101d Slesta for Dubhshmg a
cover on h1m | *,’r Sl ol wi it ¥ i i @os {:

: : CUN e e *.,e=-i-xiwzs D noaane U Weesa

'X' a company has ﬁled a patent apphcatlon for a machme in June, ,2006
which gets published in the Official Gazette under the '18 months'
publication'. 'Y, a competitor is® usmg,substantla]ly siilai machine -sinée
January’ 2005 Y Sk '-Z.:‘~'f!'i TR TERR SVATYETIN PLI S

i) Can X' sue "Y' for 1nfr1ngement of patent 7 S

- Answer : No, ‘X’ cannot; o
ii) What are the remedles available for ‘Y' ‘
Answer : ‘Y’ hasa rlght for Opposmon under Sectior 25 Defendm,ar the su1t

FRER T

oo ! -
. “i

4 Answer Any Four of the followmg_ - - =48

a) State the mventlons which are not patentable under the Patents Act
. 1970.
Answer : Section 3 and 4 of the. Patents Act,’

ot

b) Discuss the absolute grounds for refusal of reglstratlon unde1 -the
provisions of the Trade Marks Act, 1999.
Answer ; Section 9 of the Trade Marks Act.

'. li

¢) What is infringement of a copyright ?
Answer : Section 51 of the Copvrl,qhts Act

d) State the grounds of opposition of patents under the Patents Act 1970
Answer : Sectlon 25 of the Patents Act.

e) Explain the process of, reglstratlon of a trade miark under. the Trade
Marks Act, 1999. A
Answer : Sections 18 t0.23 of the Trade Marks Act. ;v -

f) Explain the concept of ownership under the Copynght Act 1957
Answer : Sectlon 17 of the Copvm,qhts Act.

cek oy --" qgimh T I ¢ S A
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1) There are 1o Sectlons in the Questmn Paper. ot

......

2) Answer Questmn Nos. 2 and'4 with reference to some illustrations wherever

requlred IR S T Pt o (3t SRS T ISR AT
. AN 43 .':'-,"f"""“’f" i o s e
Q. 1 : Answer in not more than.Two sentences Pogtipern o =20

=g
A

a) What are the reliefs availablé i in passmg off actlons 70 ‘ :
Answer : The reliefs available in passing off action are = 1, Tmunctmn n order fo
restrain further use of infringing mark; 2. Damages on accoun‘t of oroﬁt and 3. An
order of delivery of Inﬁ'mgmg labels and marks for destructlon or erasures |

b) Whlch Intellectual Property Rights are protected under the TRIPs Agreement
2

Answer : The Copyright and Related R1,C.r.hts trade Mark Geogranhlcal Indlcatlons
Industrial Designs, Patents, Layout- desigms. topographies of mte,qrated Circuits,
Protection of Undisclosed Information, Control of Antl competltlve Practices in
Contractual Licences, are protected Intelllectial Pron‘ertv“nghts undér the TRIPS

Agreement.

c¢) Define 'Service Mark'. |

Answer : ‘Service’ means service of any description which is riade available to
potential users and includes the provision of services in connection with business of
any industrial or commercial matters; ‘Marks’ means marks or names used by business
rendering various kinds of services. Such marks are called ‘Service marks '

d) What is the term of Copyright in artistic and hterary works ? .

Answer : The term/period of a copyright in published literary, dramatic, musical and
artistic works will subsist within the lifetime of an author until 60 years from the
beginning of the next calendar year next following the vear in which the author dies.

e) Can Geographical Indications be registered as a Trademark ?
Answer : The Geographical Indication itself is registered under the Geooranhlcal
Indications of Goods (Resistration & Protection) Act, 1999.

f) Define the term "Performance’ under the Copyright Act, 1957.
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Answer : ‘Performance’, in relation to performer’s- rights,>means any visual or
- acoustic presentation made live by one of more pErformers. .ye < wes £t

[ PR |
IR TR i o
, " » :

5 Dt ‘Associated Trade Maries. T T

Answer : Associated Trade Marks’ means irade marks deemed to be of required fo be
registeied as aSggEidtg:d'tiz{de'mafké“ﬁ*ﬁ&éi"'t'he“ Tradé Matks Act, 1999. - . oo

h) What is peri¢a S EARHERRIEAEET Copyright 26w i - R
‘Answer : The Firét- Ovirier 0f ‘the copyrighit'ii’ af *éxisting‘ work or the prospective
otner of the copytightan & fufiire swork majiassigitotany person the copyrightwholly
or partially:-andsither penerally ot "si_ibiect:td’liﬁﬁfafiéﬁ‘&‘;_; #rid‘either for the whole term
of copyright or any part thereof, | -

[

i) Who may apply.te. régister a trademark:?: .- " I L

Answer : The proprietor; of;a mark capable of being represented graphically, and
which is. capable -6f distingiishing ‘goods or services-of one -person ‘from: those of
others, can apply to register d-4radeimatk. - A

j) When can Patent opposition proceedings be initiated under the Patents Act,
1970 ? T

Answer : Where an application for a patent has. been published, but-a patent has not

| been eranted. any person may. in writing, represent by way of opposition to the

10  Controller against.the grant of patent.

Q. 2 : Write short notes on Any Four of the following: . - =20.
a) Transmission of Copyright by operation of law.
b) Author's Special Right.
¢) Non-User trademark.
d) Permitted User.
¢) Ptent of Addition.
. ) Surrender of Patents.

Q. 3 : Attempt Any Two with reasoned answers : - =12.

a) Sheetal, who operates a website where writers can automatically publish
articles. to the world without any editorial oversight from: Sheetal..‘Sheetal
will allow writers to submit articles on any topic, but not every article has the
same potential value to:Sheetal. Further, inevitably some writers;will try fo
exploit any deficiencies in the formula to generate earrings without doing the
associated work. To ensure the besi return for its compensation,Sheetalhas

ey S8 s

developed .a unique "explojtation-resistant" formula to,;, automatically

determine how much each arficle should earn, Gurrently, to make
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b)

) ;flx)!Dlscussrthe pros and :cons of domg $O. -~ |
) Answers: If oatented Sheetal s 1nvent1on will be on her name ( L.&. She being the

?\53'208."-'--’"- sAuthors — Prof. Prakash I(’.'Molfal & Adv. Ishwarlal Agarval;

v exploitatio-rll"hardel,: the-exact formila -has not been ‘publicly" disclosed,

although -it has been -used>to~determine compensatlon for ‘writers for ‘a

humber of months. Sheetal is COIlSldElmG applymo for an mtellectual'

prope1 ty protection.

i) Advise whether Sheetal can apply for a patent or copyrlght for 1ts payment;

determmatlon formula Al , S
Answer : Sheetal can apply for Datent for payment determmatlon fonnula

.. First Inventor) by which she: can exolon' it and no other oerson can use. Sheetal S

1nvent10n

CAM Motors Ltd. is a well knowh: ‘Company involved in the manufacture of

+ varjous kinds of Cars: Mr. Charan'Singh was using the trade name CAM for

"Pressure Cookers' which they are manufacturmg in India and even when
their application for registration of this trademark had been rejected by the
reglstrar, they continued using it.

i) Can CAM Motors Ltd. file a suit for mfrlngement against Mr. Charan
Singh ?

Answer : Yes. CAM Motors Ltd. Can file a suit for infringement agalnst M.

- Charan Singh.

ii) Under which grounds can CAM Motors Ltd. succeed in the infringement
suit ?

Answer : Under Section 29 of the Trade Marks Act, 1999, under the ground of
infringement of trade marks.

B Ltd. owned a website through which it made available certain items in
printed form through its newspaper. Y Ltd. also owned a website on which
they published a news reporting service. Y Ltd. at various times, copied
headlines from the B Ltd.'s website and hyperlinked them to the internal
pages of the B Ltd.'s website.

i) Under which law and on what grounds, can B Litd. file a suit against Y Ltd.
9 . |

Answer : Under the Copyright Act, 1957 and Information Technelogy Act, 2000.
ii) Under what grounds, can B Ltd. succeed in the: infringement suit ?
Answer : On the ground of Cyber Crimes — stealing computer time, stealing

software and committing theft of mformatlon and equipment; -+

E N r\";‘“:-
RO M

Q. 4 : Answer Anv Four out of the following : Pleitei et =48,

a) Explain the procedure for graiit of License to produce and publish
translations of literary and draitatic work in any lanigiiage.

‘{D";O.m_u{.o .,:_‘._f ,_';._-.- Lo
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b) Define Broadcastmg Reploductlon Rlchts and its sco'p'e' of
mfnngement LRI SR EIR s

c) Explain the’ process of Reoistl atlon of Trademarks under the Trade

... Marks Act, 1999 o '

d) Explam t_he cu'cumstances inder. wl_uch a Patent 1s deemed to be

b mfrm’géd : ‘.;‘:" AL S .‘-:':‘ AR IS

e) What- ’does not amount to mfrmgement of copyrxght under the
Copyrights Act, 1957 7

f) Explain Copyright and assignment, transmission and relinquishment of

Copyrlght under the Copyrlght Act 1957

4
[April 2010 (28/4/10)]
(Rev1sed Course)

‘Wztﬁ Solutions

N.B.
1) There are no Sectmns in the Questlon Paper.
2) Answer Questioii Nos. 2 and 4 with reference to some illustrations wherever
required.
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Q. 1: Answer in not more than Two sentences : =20,

a) What do you mean by Deceptlve Slmllarlty 2.

Answer : A mark shall not be registered as trademark if it is of such a nature as to
deceive the public or cause confusion. Similarly, a trademark shall not be registered
if because of — 1) its identity with an earlier trademark and similarity of goods or
services covered by the trade, or ii) its similarity to an earlier trademark and the
identity or similafity of the goods or seivices covered by the trademark, there exists
2 likelihood of confusion on the part of the public, which includes the likelihood of
association with the earlier trademark.

It can be seen that likelihood of deception and confusion and similarity and
1dent1ca1 nature of the trademark are the grounds for refusal to register them e1ther
as an absolute ground or relative ground for refusal of re,qlstratlon denend ing on
facts and circumstances of each case.

s.‘;?ﬁf—? 3

b) What o you mean by a Patent Agent?

A e e

>
b
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_ ¢) State the characteristics of Intellectual Property ?
Answer : i) Intellectual Property is property. of intellect. ii) It exists only in law. iii)

IPR e 210 : 'fdtztlgo_i's;:Pf'of Prakash K. -Mokal -‘&-Adv Islzyﬁarlal A&ar'}val

Answer - The patent.: agent - IS -authorized =-to - sign--all applications "and

communications to the controller on behalf of the patentee, who- has dulv authorized =

" him in writing to do 50 (Sections 125 {0 130 ofthe Patents Act) g il a “

c) What is meant by 1 the term 'Pubhcatlon under the Copyrlght Act 1957 2
Answer ‘‘Publication’ meéans, makm,q a work avaﬂable to the pubhc bv 1SSuing
coples or bv commumcatmg the work to the pubhc ( Sectlon 3 of the Conv Right

CAct),

‘d) 1"What constltutes mfrmgement of Trade Mark? o
Answer : Infringement of trademark takes- place when a person- other than the .

‘registered proprietor a) uses the same frademark, or b) uses a deceptively similar
mark, in relation to some goods or services for which the trademark is reg1stered

(Sec‘uon 29 )

Intellectual Property confers rights on intangibles. iv) It is treated as movable
property for the purpose of transfer, assig_nment, stamp duty and taxation. v) The
unique or fragile nature of Intellectual Property make it easily exploitable, etc.

f) What is meant by the adaptation in relation to a dramatic work ?
~ Answer : Adaptation means — Modification in the work to create another work e.g.
adapting a novel to make a motion picture and the modification of the work in a
manner that suits different conditions of exploitation e.g. to make a text book

suitable for students of lower level. where translation and adaptations are made by -

different individuals, the copyright may rest with both.
The one who seeks to adapt translated adaptation, has to obtain permission from
original‘ author , as well as, the author of the franslated work. -

g) Define the term 'Invention' as under the Patent Act.
Answer : 'Tnvention' as defined under Section 2 (i) (i) of the Patent Act, 1970
means, a new product or process involving an inventive step and capable of
industrial application.

h) Which are the Civil remedies available under the Copyrrght Law in India?
Answer : i) To file sult for Imunc’aon ii) To file suit for damages iii) Account of
profit and damages for tort of conversion. etc.

i) The acronyms — WTO, PCT, GATT and WIPO stand for .. -~
Answer : World Trade Organisation; Patent Co-operation lreatv General
Agreement on Tariffs and Trade; World Intellectual Pro ert Or;amsatmn
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i) "'What constltutes a Good Trade Mark ?: NS A f"=<i, it ﬂ,_zt’_--'

- Answer”: *A:'good tlademark Dossesses thetfollom j attnbutes Janart ﬁom
',f,'dlstmctlvencss--"=.- S SRS o b rel g ot

. 1)1t should be easy to pronounce and remember 1f the mark is a-'word's 11) ‘Tn case

- of device mark, the device should be capable of being described by:sifigle Soid:ii)

" Tt should be short. iv) It must be edsy to spell correctly and write lr,qrblv ,v) 11"'

- should not be descriptive but may be suggestive of the gquality of the. ;zoods v1) [

should appeal to the eye, as well as. to the ear, vu) It should sat1sfv the requlrement .

e (O feite) OKOO

1

—t

T

e B0
L, %
- .’;O.i';

Shgary
S

T

ofregrstrahon o i e _:4.:. T s
Q 2 erte short notes on Anv Four of the followmg b R RC 20 |
. ' v _'_:'Er B e
a) Collectlve Trademarks. | Con gff._J-_’
... Answer : : | ' B

: Sect1on 2:(g) : "Collectwe mark" means, a trade ma1k d1st1n,qu1shmg the,;zoods or
3 é__serv1ccs of members of an association of persons which js the proprietor of the
mark from those of others. The association of persons, however, includes
partnership within the meaning of Indian Partnership Act, 1932.
Explanation ...... - Section 2 (1) (g). Section 2 (1) (zb); Sections 61 to 68).

b) Passing Off. -

" Answer :
" Passing Off action is a common law remedy available to the nronnetor of an

- unrepistered Trademark. It means, a person tries to pass off hiis goods or business as
that of the soods or business of another person by whatever -means, so that, the
result may be achieved.

"No man is entitled to represent that his goods are the goods of another man, and no
person is permitted to use a mark whereby without making a drrect false
representation to the purchaser, he thereby, lies to the Customer".

Case Law — Singer v/s. Loog; Warnik v/s. Towned.

¢) Date of Patent and Priority Date.

Answer @
Every patent shall be dated as of the date on which the complete specificdtion was

filed. The date of every Patent shall be entered in the register..No siiit or other
proceeding shall be commenced or prosecuted in respect of an infringement
committed before the date of advertisement of the acceptance of the complete

s:: '| L "E i;ll‘;—'s‘:.

specification (Section 45). e e g SRR LT
Priority Date — There shall be a priority date for each clalm of a complete

soec1frca’c1on wheré a complete specification i§° ﬁled m pgrsuance of a single
- annhcatlon accompanied by a) provisibnal scecnﬁc 68 Or BFaspetification which
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is treated by virtue of a direction under Section 9 ( 3) as-a.provisional specification;
..and the claim is-fairly based on the matter disclosed in the §pecification referred to .
-and the clalm is fairly based on the matter disclosed in the specification réferred-to

_.in clause a) or clause b). the orlontv date of that clalm shall be the date of ﬁhng of _g
ithe relevant soemﬁcatlon T A R IR s fi'j

d) Umversal Copyrlght Conventlon
Answer :
'In ‘1952, UNESCO conducted an 1nternat10na1 conference. seeklng éiworldvvlde o
workable unity in copyright law worldwide. It wanted to unite the sfforts of Berne '
Convention and various inter-American Conventions for the welfare of the authors
worldwide. As a result, the UCC was established at Geneva on 06/9/1952 Th1s
- Convention was signed by 40 members. .

By the UCC, an author's work are protected in other nations to the same degree as
the works of authors native to that country. It is the most characteristic feature of

UCC. It also gives the author the control over the translatlve rights throughout the
world.

4

%\

AT “‘&"\. i P ',_..,,.' ot s a3 et G . S N -_.
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e) World Intellectual Property Organisation (WIPO).

Answer :

The WIPO is a specialized agency of the UNs. It is dedicated to developing a
balanced and accessible international Intellectual Property System, which rewards
creativity, stimulates innovation and coniributes to economic development while
safeguarding the public interest. WIPQO was established by the WIPQ Convention in
July 14, 1967 with mandate from its member states to promote the protection of the
Intellectual Property throughout the world through co-operation among states and
in collaboration with other International Organization. Its headquarters are in

- Geneva, Switzerland, The Director-General is Francis Gurvy.

Obijectives of WIPO:;

Functions of WIPQ.

f) Copyright Societies.
Answer :
Section 2 (ffd) of the Copyright Act, 1957 defines "Copyright Society".

"Copyright Society means. a society registered under sub-section (3) of Section
33",

Q. 3 : Attempt Any Two with reasoned answers : =12.

a). Reebok Pvt. Ltd., an Indian Company, is long-standing manufacturer of
Sports goods under a registered trademark 'RK'; having sales in India. Only
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recently, nike UK has launched 1ts sports 'goods in Delhl, 4nd in the UK under

. the trademark "RK-1",  sith- T Lamnid s g _.J_i:-:*“v

b)

i) Reebok desires to commence Iegal proceedmgs ‘against mke in- Indla
Advise on options available and reliefs that may be prayed for.,” ' '
Answer : Reliefs = Ex-parte Injunction; uImunctlon aDama,qes:or dan" account of
profits, Delivery of infringing 1abels/marks for destructlon SRR LRI 115

if) Reebok desires to commence Iegal proceedmgs agamst mke in U.K: Advise.

Answer : Legal proceedings in the UK would - not sbe enitertairied. Trade Marks

Act. 1999 is a territorial law having. aoohcablhtv in Ind1a The Cause of action has

arisen in India. and therefore courts in Indla are the appropriate forum for
adjudication.

iif) Assume 'RK' was an unreglstered trademark What option would Reebok

then have ?

Answer : Reebok would have a common law ‘reliéf- VIZ g suit for oassmg off

gamst nike U.K.

Sanchit and Sagar filed patent application with. provisional specification on
the same date for the same invention. After that; Sanchit filed a complete
specification much earlier to Sagar, both filed within the allowed period.
Examine the status of the patent applications filed by both: Sanchit and Sagar.
i) If Sanchit adopted the idea from Sagar dishonestly.

Answer If Sanchit adooted the idea from Sagar d1shonest1v, then 1t W111 amount

.....

proﬁts
ii) Both Sanchit and Sagar are honest independent | mventors conducting their

own separate experiments.

Answer : As Sanchit has filed a complete Soec1f10at10n much earlier to Sagar:

Sanchit will have exclusive right to make or use the patented article 'or use of the
patented process. But if Sagar has discovered new process other than Sanchit's

experimental process, Sagar can get patent on his new process; which will be
improvement in Sanchit's patented process, but Sagar have to get consent and
permission from Sanchit, because, Sanchit has filed comolete Spe01f10at10n much
earlier fo Sagar So, Sanchit is the exclusive owner (i.e. Flrst Inventor) of patented

Process.

Sameer-Raja, a team of music directors, create a musical - work. Lyrics
written by Sameer are blended to. create a song. ;—Serles video company
acquires rights enabling them to make a sound recordmg

i) List the various classes of works in which copyright subsists,

Answer : Musical works, Literary works, Sound recordmg etc.

i e
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_.4i) List the Authors in relation to those classes of worksicreated.

Answer : Musical works — Authors : Sameer—RaL ERV SO el Ly st
-Literary works — Authior: Sameer.. ;s 4 am v o SRR '
- Sound recording — Author : T-Serie§ V1deo company G Eag o ne ol
.« - 1if) What must aT~Ser1es v1de0 company have done 10 acqmre Ti ght_s_;to_ make
~ the sound recording Py e rentelodnl Lo o AR e

- Answer ;- T-Series. v1deo comnanvfwould have either brocured a’ 11cene'e or an
. .assignment in the musical-works and ‘the 1vr1_cs It would have. enabled-to produce
. the sound recordm,q embodmn,c_r the tWo Works nrotected under the CODVI‘IUht Act

1957, . o) e ame s e

- - - - ! L

: r‘)
Q. 4 : Answer AnvaFour,.-out.df‘theafollcsWing»:eéf-;-} thoomr s AN r48

a) What is Patent ? Can a patent be granted for Ve Tyiny nt; on ? s])lscuss. i |
Answer : o a -
A patent is a monopoly right granted to a person who has ~
a) invented a new and useful arti¢le, ox* - .'¢.; ST o 2l
b) made the improvement of an existing article or 4 new.process of makmgsan artlcle

A patent is granted for — New product invented; Improvement on-an existing product;
New process for making an article.

[Refer this Book].

cod

b) Discuss the features of copyright. What are the rlghts of an author of a Work ?
What are the Economic Rights available to an owner of a copyright ¥
Answer : -
Copyright shall subsist throught India in the following classes of works —
i) - Original literary, dramatic, musical and artistic works:
ii)  Cinematograph films and |
iii}  Sound recording.
Subject matter of copyright.
- Rights conferred on the Author :
- 1) Right of assignment — mode of assignment.
- i) Right of Author to relinquish copyright.

- i) Right to erant licences.

- iv) Collective nght to control admmlstrauon of owners rights by Copyright
Society.

- Broadcast reproductlon right.

- Special rights of Authors.

- Resale share right in original copies, etc.
- Economic rights —.

R RN
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-t The rights conferred by Section 14 -orl ‘a .copyright owner, are gconomic

s 1" -irighfs, because, the exploitationof the work-by:the ‘Author by exercising
these rights, may bring economic bengfit. The Author ‘may explgit any one
or more of the rights for a consideration’ which may be"in'the form -of
Tovalty. a limp sum payment, #15 wi e 0T it
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¢) Explain the provisions relating to‘ASSngment 'éhd;jTr'ahémiésion? under Trade

Marks ACt. ) . ’ PR . ':.-"‘.' .-1 o ')f_." o
“Answer : S o i,

Copyright subsists only in original work. The word "original" does not mean that the
Work ‘must be thetexpression of drigifial ‘or inventivé hoisht: The originality which is
required, relates to the expression of the thought but"thé expiéssion rieed iot be in
original or novel form but that the mark must be not copied from other work-i.e. it
should originate fromi fhe athor = > = . oo T

No formalities like Tesistration aré:réqiired to acquire copyright. Cobvri'ght is a work

. automatically subsists: as soon as the work comes into existence, provided it is original.

Although there is a provision for registration of copyright work, it does not confer any
special right or privilege on the owner of the copyright. o

The nature of right conferred on the ownet of the copyrieht deperids upon the nature of
the work. but it could be observed that there is one feature which is common to ail
kinds of the work and that is the right to reproduction in 4 material-form:and right to
publication, There is no copyright in live events, as it conférred :special rights on
erformers. No copyrieht is eranted to ‘the. work which is grossly imtnoral. illegal

. defamatory. seditious, deceive to public and contrary:to public policy.

Scope of Assignment or Transmission [Sections 37 to 45].
Assignment of an unregistered Trade Mark [Section 391.
Restrictions on Assignment and Transmission [Sections 40 and 411].
Assienment without goddwill of business.

Resistration of Assignments and Transmissions : [Refer this Book].

d) Distinguish between Trademark and Copyright. What are the advantages of
registering them ? _ L

Answer : ' L

Trade mark : Trade Mark means, a registered trade mark or a mark used. in relation to

s0ods for the purpose of indicating or so as to indicate a connection in. the course of

trade between the goods and some person having the right as. proprietor {0 use-the

m& : S ."_5_}_'1"-' o
Thus, trade mark is a visual symbol in a form of a word. device or a label applied to

articles of commerce with a view to indicate to purchasing publicthat they are the

goods manufactured or otherwise, dealt in by a particular person as-distifiguishied from

similar coods, manufactured or dealt in by other person. A person who sells his goods
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under a particular trade mark, acquires a sort of limited exclusive right to-use of mark
. In. relatlon to these ,czoods Each right acqulred buse 18 recoamzed as a form of
property in trade mark and protected under Common Law, . . .-
Effect of Re,c_r1st1 ation ( Sectxons 27 to 36) ;
~a) Exclusive right to use a trade mark e
b) Right to take action in case of Infringement.

© . c) Prima facig evidence of validity.:” © o L e g
d) Acquiescence, effect of, efc. S
| IRefer this Book] | B
wo €) What is.a Patent ? What is the object of the patent law ? What are the rlghts
& and obligations of a patentee ? o . ST
Answer :

The word 'patent' originated from the Latin word "patente" whlch means "to open" :A
Patent is a legal document issued by the Government to an inventor, his assigns, etc It
defines. an. 1nvent10n and grants the right to prevent others from making, using .or
selling. the invention in the country.

Object of the Patent law —

To encourage research and promote the inventive genius.

To secure for inventors awards for inventing useful inventions.

To give.protection to inventors by conferring them a monopoly in commercially
exploing their inventions.

To. mduce industries to undertake research and development. :

To aid the industrial growth of the country and improve the quahtv of life of the -

people.

Case Law —

M/S Bishwanath Prasad Radhey Shyam v/s. M/S Hindustan Metal Industries.
Rights of Patentee —

Right to exploit.

Right to use the process.

Right to-assign or give on Licence.

Right to surrender.

Right before sealing,

Obligations of Patentee — _
Inventions should not unfairly prejudice the interests of the public.
Patented products are made available at reasonable price.

Furnish periodic statements, etc.

¥,
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f) Explaiﬁ various forms of Intellectual Property and the Legislations in India for
protection thereof.
Answer :
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- Various forms of Intellectual Property — .~ "
- Copyrights, Patents, Trademarks, Industrial deswns Lav-out deSIEIlS of Integrated

.
i

Circuits arid protéction of und1sclosed mformatlon etc Tl

£ Various Legislations — '

) TRIPS -(history),:WTO,-The Patent A, 1970 Commght Act 1957 The Trade and
% Merchandlse Marks Act, 1958; The Des1,c_fns Act, 1911 etc.
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NB.
1) There are no Sections in the Questlon Paper
2) Answer Questlon Nos. 2 and 4 with reference to some ilustrations wherever
required.
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Q. 1 : Answer in not more than Two sentences : | =20,

4) Staté in which*woilis' éopyrighit subsists ? : -
~ Answer : Works .iﬂ"Whicth('invright_‘ subsists is — a) Original literary, dramatic,
musical and artistic work: b) Cinematograph films: and ¢) Sound recording.

"’%O:-”';

b) What amounts to infringement of patent ? ?
Answer : If the infringer takes all the essential features of the invention, it amounts
to mﬁmgement of patent; where the infringer has taken all the essential features
claimed in the patest but has altered one or more unessential feature, or has added
some additional feature which may or may not of itself involves a new inventive
steD, it is called colourable imitation.

¢) Define a 'registered user" under the Trade Marks Act, 1999.
Answer : Registered user means person who is for the time being registered as
such under Section 49 of the Act.- '

d) Who can apply for registration of Design ?
Answer : The proprietor of a new or orl,qmal design can apply for _EIStI'atlul‘l of

Design.
¢) What are not inventions under the Patents Act, 1970 ?
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Answer The followmg are not inventions Wlthm the meamn,q of the Patents Act
1970— Gt h L T LIRS ot (vt yo s} PRSP SICOTI

2) An mventlon wh1ch is ﬁlvolous or Wh]Ch claxms anvthmcr obv10uslv contrarv
to well established natural laws; : RIESTOtE P T
-.b)"An .invéntion;:the primaryor intended use or commercmL exploﬁatwn of
which would bé contrafy to public ordet ¢r morality, or 'which ‘cauges serlous

me]udlce to human, animal or plant life or héalth or to the environment;

¢) The ‘mere dlscovew of a scientific principle or the formulation of or
dlscoverv,of any.living thing or ' non-living substance occurring in nature;

d) The mere discovery:of new form of a known substance which does not result
in the enhancéfieit 6t the known efﬁcacv of that substance or -the mere
discovery of any new proferty. or new use of a known or of the mere use of a
known process, machine or apparatus unless such known process results T a
new Droduct or emnlové ‘Atdeast one-new reactant.

f) What is period of ASSIgnment of Copyrlght ?

Answer : The perlod of a531,qnment of copyright will be the period agreed upon bY
the author and assienee. or if the period of assignment is not stated there in
agreement, it shall be deemed to be 5 vears from the date of assigniment.

g) Define 'Collective Trade Mark'.

Answer : A.collective trade mark means a trade mark distinguishing the ,qoods and
servmes of the members of an association of persons bemg a partnership firm,
WhICh is the proprietor of the mark, from those of others. '

h) What do you understand by the term 'Bio-technology' ?

Answer : Bio-technology is a technology which has produced high-yielding
varieties - of agricultural seeds. creation of plants by tissue culture and micro-
organisms and new products based on them which have been found beneficial in
industry. medicine and food production.

What do 'Geographical Indication' under Section 2 (¢) means ?

Answer : Geographical Indication, in relation to goods, means an indication which
identifies such soods as agricultiiral goods, natiral goods or manufactured goods or
originating, or manufactured in the territory of a country, or a region, or locality in
that territory, where a given quality, reputation or other characteristics of such
goods is essentially atiributable to its geogranhmal origin, and in case where such
goods are manufactured goods one of the activities of either the nroductlon or of
processing or preparation of the goods concerned, takes place in- such- territory,
region, or locality, as the case may be.
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j) . Why, according to you there sho_uld_-be":_prdté,‘(:t.iqn__of Intellectual Property
sieRights 7 Far 0 wieny oo o0 3; RO LT S
. Answer : There should be protection of Intellectual Property Rights so as'to get
.~ benefits to the real. original owner or inventor of the property,-and he should-be -
protected from infringement. and should get damages. L

el w e o Loty e vonll sl i RS TR 1 S o
Q. 2 : Write short notes on Any Four-of the following: .~ . =~ . . = 20. .
o, - a)Process patent., ;... ooy o e i '

'b) Copyright Board,”

¢) Aiiton Pillar Injunction. A N

d) Patent Co-operation Treaty.. e
¢) Author's Special Rights. ‘
- - f). Compulsory Licences.

B

- -

Q.3 : Attempt Any Two with reasoned answers: .. . ¢ ¢ oo =12,

a) A actress named 'Britney', wants to apply for registration of her personal
name "BRITNEY" as a trademark for "Beauty Salon"". |

Will the mark be regarded as distinctive ? Why ? |

Answer : Yes. the Mark will be regarded as distinctive, as ‘BRITNEY” as a trade mark

for ‘Beauty Salon’ is not available, so it will be new, innovative and distinctive. '

b) Aneel applies for a patent in respect of an invention and the same is granted
. by the patent office in India in the Year 2000

i) How long can Aneel have the Exclusive right in respect of the invention ? |
Answer : For the period of 20 years from the date of filing of the application for a
patent. J ' |

ii) Can Aneel take an action for Infringement against a manufacturer who is

_ making the invention in foreign country ? Why ?
~ Answer : No, Aneel cannot file an application for infringement against a manufacturer
" who is making the invention in foreign countries as it is out of jurisdiction of India
- under the Patents Act, 1970. / '

~ iif) Can Aneel get a patent in UK in respect to the same invention, if he applies in

2002 ? Why ? . _

Answer :Ves, if Aneel files convention application or a ‘basic application’ for the
protection of his patent under the 2002 (Amendment) Act; which provides for filing of '
an International Application under the Patents Co-operation: Treaty (PCT).

¢) Dr. Nishant has written a book on Intellectual Property Rights. The Book has
been published by leading Publisher Butterworths. oo |
i) Who is the author of the work ?

S T e e R LT
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Answer : Dr. Nishant is tlie author of the work. - e e -
ii} A student from Law College quoted from thls Book in thelr LL B Exammatlon
Will this amount to infringement ? Why ? -~ " .oo .« o0 ool 20

Answer : No, this will not amount to 1nf11nge1nent asa student for his studv numose

can quote from the book. o : R RN TN
iii) One Mr. Raj made 10 photocoples of thls Book and dlstrlbuted among h1s

.....

friends. - Will this amount to infringement ? Why R

.....

Answer : Yes, this will certainly amount to mﬁm,qement as nhotocomes of the bookis | )

an infringement of a copyright, and he is- hable for both 01V11 and crlmmal action

.under the Conmght Act, 1957,

Q 4 : Answer Any Four out of the following; L =g,

a) What is a trademark ? What are the quahtles of a good trademark 7.

Explain the trade marks which cannot be registered.. .
b) Who can oppose grant of patent & on what grounds ? What is the
- procedure for opposing a patent ?
¢) Distinguish between : :
i) Passing off and Infringement Action of Trademark.
i) Write short note on 'fair use'.

d) Define the term Intellectual Property. Explam the main features of this
property. Whether it is different from other kinds of property ?
Explain.

¢) Describe in detail the acts which do not constitute an 1nfr1ngement of
copyright under the Copyright Act, 1957.

f) Discuss the grounds for refusal of registration of a trademark under the
Trade Marks Act, 1999,

[16]
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_ (Revised Course)

With Solutions
N.B.
1) There are no Sections in the Question Paper.

2) Answer Question Nos. 2 and 4 with reference to some xllustratwns wherever
required.

Q. 1 : Answer in not more than Two sentences : = 20.

a) What is meant by the ‘goods’ under the Copyrights Act, 19572 -

)5
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Answer “Goods” means anvthlnq Wlnch is the subtect of trade or manufactule

- JEI PR R R O B R A SR il"‘ -

b) What is an ‘Internatienal apphcatmn under the Patents Act 1970 ‘7 '
Answer : An “International acphcanon” unde1 the Patents Act 1neans an
aophcatlon for patent made in accordance with the Patent Co- oneratlon Treatv

. 3 . ]
B S

f B '." %

c) Deﬁne Well known Trade Malk T , S T S o 1 s

-.Answer  Section 2.(1) (zg) ofthe trade: marks' :Acti 1999 = Well .known trade
mark”, in relation 1o any goods or services, means. a'mark: Wthh thas-become 80 t0
‘,""5 the substanttal segment - of the :public which uses.such poods: or receives: such
services would be likely to be taken as indicdtin ing a connection in the course of a
7 OB trade or rendering of services bétween those s00ds- or semces and - person using
?ér_o ' the mark in relation to the first mentioned goods or services”. '
;O d) What is meant by ‘publication’ under the Copyrlghts Act 1957 ? _
Z"*O Answer Under_Section 3 of the CODVI‘],‘thS Act, 1957, nubhcatlon fneans
making a work available to the nubhc bv 1ssu1n,q comes or bv commumcatmg the
¢O work to the public.
: E’_O e) Whatisa Patent of Addition ? ? S
O Answer : “Patent of Addition shall be granted for nnmovement ot modlﬁcancn of
EQ natented invention”. Sections 54 to 56 of the Patents Act deal w1th it,
i
o f) What are the various types of Intellectual Property ?
it Answer : i) Patents, ii) Trademarks, iif) Copyrights, iv) Desiphs. ¥) Geographical
i3 Indications, etc.
10
g) What do you mean by Deceptive Slrmlarlty ?
P Answer : Deceptive Similarity means a trade mark shall not be registered i) if 1t
10 identifies with an earlier trade mark, 1i) if there exists a likelihood of confusion on
E?‘Q the part of the public, or it can be seen that likelihood of deception and confusion
il and similarity and identical nature of the trade mark are the grourids for refusal of
: ? registration.
EQ h) State the difference between Product patent and Process patent under the
9 Patents Act, 1970.

Answer : Product patent aﬂows excluswe nghts relating to the object or the end
nrcduct while a Process_patent relatés fo a means to ach1ev1ng an cnd product,
therefore. the Product patent gets more benefits for the natent owiher.”

i) Why is it necessary to protect the intellectual property rlghts ?
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2 Answer Because 1) it is both, just; and appropriate. that the ‘person putting in the ,
work and- effort into ‘or intellectual creation has same beneﬁt as a result of the

~‘endeavour. i) by giving protection 16 intéllectual ] propetty’ fmany ' such endeavours

are encoulaoed and mdusmes based on such wo1k brmg ﬁnanc1al retums e

N n 4. o oy r“pl.'
‘.\ .\ J R : : PR H PR -

j)'_"Who is the ﬁrst owner of a Work ‘7 . '
Answer : According to the prov1310ns of: Sectlon 17 of the Copvrlghts Act, ithe
-author of the. work isthe first owner of the copvn,qht il thezwork fore.g. in musical
work — the corposer,-is - the :author; An :photograph: — the personiwho takes the

photograph, in cmematogxaph film .—4the producer, and so ol sodrinoa L

Q. 2: Write short notes on Anv Foor of ﬁie foﬁowmg | . =20

S

a) Fairuse. . = el e

Answer : '

Section 52 of the Convrlghts Act 1957 - Falr deahng w1th 11terarv, drama‘uc
musmal or artistic work, except compiiter for private’ use, ,1ncludmg research and
criticism or review example, reproduction for the purpose of a 1ud101a1 nroceedlng
or of a report of a judicial proceedings in any work prepared by the secretarial of a
Legislature — Reading or recitation in a public of -any. reasonable extract from a
published literary or dramatic work — Educational purpose, etc.

b) Copyright in case of Literary, Dramatic or Musical Work.
Answer @ |
Section 13 of the Copyrights Act — Works in which. Copvnght sub31sts [Section 13
(1), (2)]: Works in which Copyright shall not subsist [Section 13 (3)].

¢) Passing Off (Trade Mark Act).

Answer :
Passing Off action is a Common Law remedy available to the Proprletor of an -
Unregistered Trade Mark — How Passing Off mav be done (Explanation), Essemtlal

characteristics which must be present to validate cause of action of Passm;ar Off
(Explanation in brief).

d) Copyright Society.
Answer :
“Copyright Society” means, a society registered under Sub-Section 3 of Section 33,
(Ext)lanatlon) i.e. registration of Copyright Society and Section 34 Adnnmstratwn
of rights of owner by Copyrights Society (Explanation in detaﬂ) '

e) Mareva Injunction.
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It is an order by which the Court has power-to freeze defendants assets, when there
 is possibility of the assets beings'dissipated orcancelled: so as to make a judgement
against him worthless and unenforceable.: ¥ - e il e -

ETE P

Coae oo b U0
v LIRS FR o Lt

f) Specification. ' ce e _ IR
 Section 9 and 10 of the Patents Act, -19_70._:—,-.Proﬁ\fisidnal'and‘cémplete specificdtions

_.under Section 9 (state Explanation): Secfion 10 which. states the contents of the

~ specification in brief, ¢ .ohn o el

' o A # ' I R T R TR R o T T T
Q. 3 : Attempt Any-Two with-reasonéd ah§werss - B i & 0t L L =D,

a) Mr: Kharna formis a briiliarit idea about'iow a beautiful girl can madly fall in
love with a ¢razy boy on which a beautiful and thought provoking story can be
written. He communicates it to Mr. J acob. Jacob appreciates the idea given to

fifm by Khanna. Jacob ' clothes" the idea in the’ form of a bock which he
publishes in his own name. Khanha- claims that the original idea belongs to
him. -

i) Can Khanna claim a joint qwnership over a Copyright in the book so to

claim royalty in the book ? If yes/fio why*? o '

Answer : Mr, Khanna cannot Claird joiit ownership over a copyright in book,

because. copyright does not siibsist in “mere ideas” but in the expression of the

ideas into the work. ‘ - o '

ii) State the leading case law related to the above facts.

Answer : Donoghue v/s. Allied Newspapers Ltd, (1937)3 Ch D 508. -

TE RS PANTS ac 3 adery

00000000 0d8dodooo o000

T3y,

T

" b) Yuvaraj has been granted a patent by the Indian Patents Office on 31%
December, 2008 — o _ :
i) For how long will Yuvaraj have patent over his Invention ?
Answer : For 20 vears, i.e. upto 30th December, 2028. |
ii) If Virat wants to challenge the patent, in,which Court he to "f.ile'la suit ?
Answer ¢ District Court and where High Court tas original jurisdiction, then in the
High Court. | FER
iij) Can Yuvaraj get a patent in Ireland in respect of the same invention, if he
applies in 2009 ? Why ? I |

5

B T N PP PRI, NPy S 1. LN, -0
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i "P Answer : Yes, provided no other similar invention has already been granted a
O patent. o B
T? ¢) Toyota cars wants to Register the trade mark “1* for tlfgif‘ﬁieif“ﬁaﬁ}igﬁ_‘ of
’C) cars. The ,qu}_troller General of l?afgqgts,_ Designs and Tradgg;ﬁa{k}s; hasrefused
£ togrant tradémark on the plea that if sounds similar t the frademark of Tata
- Motors ‘8’ 1.e. T, L P
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i) Is the stand of:the Controller correct? -~ - - . e

. Answer : Yes. Court will uphold the decision of the Controller
ii) Can there be any other ground of refusal 2. S .
Answer : Yes. Section 9 and 11 — Absolute and Relative ,qrounds of reﬁlsal to be
enumerated. " '

274ii) What are the remedles avallable agamst the refusal 7 . .

'_-~"Answer - The. relnedv agamst the reﬁlsal is. Consent of the nronrletor for honest

concurrent use

s

0..0..

0..0..0..(

b .‘.a;la.o..x!

@)

Q 4 Answer Anv Four out of the follomng . . =48,

' F{ l‘ :=

a) What is a Patent ? What is the object of the Patent Law ? What are the rights
, and obllgatlons ofa Patentee ? |

Answer: N
Meamn,q of Patent : Patent is'a mononolv r1gmmanted to a pérson who has i) invented
a new and useful article, or if) made the improvement of an existing article or a new
process of making an aiticle,
Object of Patent Law :

i) Encourage and Develop new technolo,qy and Industry.

ii) Induce an inventor fo disclose his discoveries.

i) Reward for the expenses of developing inventions.

iv) Inducement to invest capital.

v). Period of the patent.

vi) What is sealing and what is granting ?

Rights of a Patentee :
i) Right to exploit the Patent.
- ii) Right to assign and licence.
! iii) Right to surrender the Patent.
iv) Right before sealing.
v) Right to apply for Patent of Addltlon
vi) Right in case of infringement, etc.
Obligations of a Patentee :
i) Itis the duty of the Patentee to work the Patent.
i) Patentee should submit periodical statement to the Controller as, to the work of
invention on cornmer01a1 basis in India, etc. '

,:.2..0.0.0 O 0O 0.0 O .0 0 OOOO NONE Oy

b) What does not amount to an infringement of Copyright? -

Answer : s

The protection of copyright given to the owner or the 11censee is not absolute, It is
subject to certain exceptions and restrictions. Section 52 of the Convn,qhts Act gives
an elaborate list of certain acts not constituting infringement of copyright, viz.
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) Fair'dealing.: "L! ot e Lopt e B T s e

i i) Makingof oomes/adaotatmn of oornouter orogrammes for soeo1ﬁc Dumoses

- 1ii) Reportm}z of current events. e S R A PR SR R

i) Reoroductlon in connection W1th mdlcral oroceedlnes -

\ '.‘* g VTReproducnon 61 legislatives ourooses E e T S BT

~vi) Reoroduc’uon to make certified copies. . EEREEE

© vii) Publ1cat1on for use' o:r" e:iuoanonal 1nst1tut10n o A
eurlt his iy CaL

. viilyPerorh ARG ST ATy WOk E i et | B :
ix) Publication of public: lééfﬁr‘e‘;"._-..‘.._:r__;:-;n_- e e adven e
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a.go XY Prodictioh ‘orioubhoaﬁonf‘of franslation’ of: Aots 'of 1ea1s’lature or Rules etc
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o

OB ¢) Explam the process of Reglstratron of Trademarks under the Trademarks Act :
e 1999. : . x .
E Answer :
. ’;4 Stages/Process of Re,cz1strat10n of Trademark ViZ.,

O i) . Application for registration. - ,

B ii)- Acceptancesof Application:or refusal to accept. ' :

rao - jii) Advertisement-of application., ' ... -

i iv) Oooosmon to registration. .

B  [Explanation of all the above pomtsl

¥  d) Who can oppose grant of patent and on what grounds ? What is the procedure
Ff’O for opposing a patent ? R
Answer :
Afly. pérson’ interésted, may give notice to the Controller, statmg his opposition to
orant of patent on any of the following grounds :
1) The applicant Or any person clarrnm,q thro th him has wrongfully obtained
: " thie invention. N
ii)  The invention is published before the date of claim.
jii) = The invention and claim of oomolete soec1ﬁcat10n is publically known and
X oubhoallrr lised‘in‘Tndra béfore the: orrorltv ‘date of that claim.
ivy A smnlar comolete soeolﬁcatlon W’as alreadv cla1med with priority date
earlier than'that of ¢ldim of Applicant. :
'¥)  The invention claimed dods fiot involveé obvious clear mventrve step.
vi)  The subject matter of complete specification and its claim is notf an mvenuon
under the Act or it is not oatentable under the Act,
vii) The complete speo1ﬁcatron ‘oes ‘dot_sufficietitly and clearly descnbe the
invention or methods by Whrol:r ifis 18 Be! oerfOrme‘d o S
* i) Apolroant has failed to dlsclose {lie Controller the*mformatron requlred under
o Seotlon 8 or has furhished false informatron mtentronallv_ |

T AT L
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1x) The application was not made within 12 months from the date of  the first
«rapplication for:the: protection of invention made in conventlon -country’ in
.case of convention apphcatlon - B P O R T 1

.
ey
F
5

1

€) DlSCllSS the various rl,c;rhts Wthh Copyrlght protects Explam the concept of (5
‘ Copyrlght STl e ._--:,;_;_» ‘_l;; e ’

Answer:. S, ’ '
The obtect of the copvn,qht law is to Drotect the author: of the CODVI‘IEht work from
unlawful reproduction or exploitation of his work by others
The right also extends to prevent others from exercnsmg w1th0ut authontv any. other
form of right attached to the copyright.
Examples:initheicase of literary works—

i) - The right of musical, dramatic version,

'ii) Cinematographic version.

iii) Translation.

iv) Adaptation.

v) Copyright is a multiple right consisting of a bundle of different rlghts in the

same work. These rlghts can be assigned or censed, either as a whole or

separately.

Works in which copyright subsists [Section 13] :
. .i) General rights : negative, Multiple, Economic.
'y ii) Moral rights : Publication, Authorship, Integrity.
. fif) Author’s special right : Main rights. ‘
~iv) Section 2 (d), Section 17 with reference : Donoghue v/s. Allied Newspapers Lid.
(1937) 3 Ch. D 503.

.
A

f) Discuss and compare the salient features of Trademarks, Patents, Designs and

!}f Copyright as Intellectual Property.

[*_4! Answer : ’

1 There are many sm:ularmes in the Law relating to different species of Intellectual
i Property in regard to thie Nature of the Property, the Mode of its Acquisition, the
o Nature of Rights conferred. the Commercial Exploitation of those rights, the

Enforcement of these nghts and the Remedies available against infringement of those
rights. : ‘

Patents : ‘

The Patents Act 1970 does not prov1de for comprehensive deﬁmtlon a patent licence
ojven to the invertor to make excluswe use of his invention.

The Patent can be correctly deﬁned as exclusive right to use: or exer01se on an
B invention granted to a person for limited period in conbtderatmn of the dlsclosure of
invention, it is the Drotectton assured bv the State to use the 1nvent10n i} mononolv
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In case of patent, the property consists of exclusive right to use the invention patented:

‘nvention may. relate to a hew product or an‘improvement of an €xisting product-or a
new process of manufacturing new ‘products. ‘The acquisition 'of  this“monopoly, the
coniditions:to be satisfied for acqhiisition; its ‘durdtion; the' licensing ‘of these monopoly
righits ‘or their &ssignments to Others. are strictly ‘governed by the PatentiAct/ 1970,
afterexpiry iof the term of the Patent, which is 14 years for ‘all the'products ‘exdept'in
case of drug and food patents 7 years, thereafter it becomes public propetty;whereby
ariy one can use the patented invention. = - i e b b AT
The commercial exploitation of different kinds of Intellectidl::Propeityisimade in
different ways in case of patent, the patentee may himself have the'patent’or: assighihis
right or licenée to industrialist for lump sum payment or on rovalty basis. - o
Industrial Desigp: =~ LT e
- I ¢ase: of industiial design, the property consists in the: exclusive right-to apply. the
design registered under the Designs Act, 1911, and now replaced by thie Designs Act,
2000./This right in relation to the tlass of goods for which it is:régistered for maximum
petiod of 15 years subject to payment of renewal in fees is préscribed by the:rules. This
right can also be:licenced for use by third parties or assignor to any person on expiry of
the term.of registration. anybody can use the design. e
A registered:.design can be exploited by assigning or licensing -the right to others
capable of exploiting it on royalty or lump sum basis. o
Trade Marks: ,
Wnder Section 2 (zb) of the Trade Marks Act, 1999, the trade mark means. a mark
¢apable of being represented graphically and which is capable of distinguishing the
goods or services of one person from those of others and may include shape of goods,
their packaging'and combination of colours. ' '
A trade mark ‘is a symbol which is applied or attached to goods offered for sale in the
market: so as to distinguishing them from similar goods. The old Act, thé Trade and
Merchandise Marks Act, the use of the trade mark to prevent others from not only - -
using the mark as registered, but also marks which are deceptively similar or the
- yeeistered trade marks, as to likely to cause confusion amongst the customers of the
ooods or services covered by registration. o
The Trade Marks Act, 1999 has got many important changes in the law of trade marks.
The most important chéfige is in case of unregistered trade marks. The right to
orotection of good will continue indefinitely. provided the owner of the goods will use
the mark lawfully and prevent others from infringing . those rights by appropriate
actions in the court of law., R ‘ :
Commercial exploitation of a registered trade mark by licencing others to use it on a
rovalty basis is not permissible, except by registration .of licenee-as;anegistered-user
under conditions prescribed by the statute. '

1 .

to! grant licences to owners to exercibe that right'or to sell that right to third person, the .
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Copleght S e e .
. The Convrlght Law _in Indla orlgmallv passed in: the Vear»1914 thereafternthe

Copyrisht Act,-1957 came into operation,- and subsequently, various amendments to
this Act in the year 1983, 1984, 1994 and 1999 were made.- .. i; »... g !

r-("

C—a =

‘The Copyright (Amendment) Act, 1999, has effected:certain ‘changes in the law The
definition - of . copyright -is given-in ‘Section:14 - of ithe Copyright»Act,«1957.- The &
Copyright means.-the exclusive right to do or authorzze others 10 do certain acts dn " 53
; - relationto—= e i o s G Ve i U e T Lnpnn T
o i) Literary, dramatic. musmal and artistic works; - - L e Ly
i) Cinematograph film, and
iii) Sound recordings. : S : e : .
The nature of the acts varies accordlnsz to sub1ect matters. The copvnght sub81sts m
any original work recordings, the pature of the acts varies accordingoisubject mat_ters
; the copyright subsists in any original works specified iri the Act fro‘m the moment of its
" publication during the time of the author, plus 60 years with certain-exceptions..

computer database. The Act deals with the licensing and assignment of the commghts

in any work, the power of authorities an institutions. the 1999 Act- .- - provides ; - - fo,n
know-how and confidential information can be protected only so lon,q as the owner i
able to keep them secret and takes action against unlawful use of such mformatlon by
others by an action for breach of the confidence or the contract. .
The Law of Patents, Designs, and Trade Marks. are territorial in their operai:lonr
_ whereas the Law of Copyvright deals with copvrights acquired in one country - extends
. to other countries which are the members of the Bene Convention and niversal
Copyright Convention. India is the member of both the Conventions. The Copyiight
can be commercially exploited by assigning or licensing it to another for lump sum
payment or on a royalty basis. The scope of assignment and licensing of Copyright i 18
much more wider having regard-to the variety of rights conferred: on the copyright

OWner.
_ I
[November 2011 (30/11/11)]
) (Revised Course) .
With Solutions
N.B.

1) There are no Sections in the Questlon Paper.
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b). What is méant by “patent”" LT BT 5

COIPR bet 002205 < ‘Autk‘orsiPfhf--Pr"hkd‘:sl'z'Kf"'Moka'l&ﬁidv IshwtirlalAEaﬁDhl.

) Answer Questlon Nos 2 and 4 wrth reference to. sorne 1llustrat10ns wherever

o :requlred (TR S O e 1” ORI AU
Q 1: Answer m not more than Twe ‘sentences: =20,
Vad -rL—J; rﬂ.xu ';'__'._._'3; i { / St L . L

ll.;"

a).; What Is | certrﬁcatlon trade mark’ Toicgibe i T

:Answer Certlﬁed trade., Taark is- a “mark. canable of dlstm,qulshm,q the ,qoods or
-serv1ces 1n connectlon “with whlch 1t ig used 11111:]13 course of trade which are certlﬁed

by the nronnetor of the mark 1n resnect of o11g1n matenal “mode of manufacture of
goods or nerformanee of services: qua'htv >accuracv ot other characterlstrcs from goods
or services riot S0 cert1ﬁed and: regrstrable as-such under: Ghapter IX.in respect of those
ooods or services in- the name, -as nronrletor of*the certlﬁcatlon trade mark. of that
nerson [Trade Marks Act - Section 2 ( e)].

AT T TR I Y S T .

Answer s A Patent isa mononolv rlght ,qranted for:a. hnnted nerrod to a ‘DBISOH (ie.
patentee) for excluding’ others from- makur usine; sellifig: drmportifig the patented
product or process nroducmg that nroduet .When a! natenteelwho has:i)'invented a:new
and useful article, or i) made the nnnrovement ot an ex1st1ng artrcle or iii) a new
process of making an article: . Fa s

e

JH‘ . --*'1‘:;";..: I YA .'f AN CE

43 ‘ ‘ '
c) Define an “inventive step”. S gt

Answer : “Inventive step” means feature of an 1nvent10n that mvolves techmcal
advance as compared to the existing knowledge or having . ecenomle smmﬁcance or

both and that makes the invention not obv1ous to a nerson' s‘hrled the art” [Patents Act

—Section2 (1).(ja)]. .- e el

d) What is the period of ass1gnment of copyrlght ?
Answer : if the period of assignmeht i§ 1ot stated: it- shall«be ‘deeméd to be five Vears

ﬁ'om the date of assmnment [Convnght Act Sectlon 19 ( 5)1

e) Who can apply for the registration-of geographrcat rndlcatron 9.
Answer : Section 2 (e) of the Geographical Indications-:Act defines * geoaranhlcal
indication”. Geographical indications identifies tgoods ad’ originating from particular

territory such as. Swiss chocolates, Basamati Tice}; etc: fAnV “Gitizen: of :the

country/territory can apply -for the registration of the same on behalf ef the

natmnjcountry to which such goods are attnbutable Rt SR S

f) Who isa reglstered user under the Trade Marks Act 1999 ? vy
Answer : Under Section 2 (x) of the Trade Marks Act, 1999; 1_egrstered user; means
a petson who is for the time beln,q revistered as such under, Sectron 49 of the Act:

g) What is meant by a priority date under Section 11 oFthe Patents Act, 1970.

e

e e

ok A T
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Answer : “priority date” has a meahing assigned to it by Section:11 of the Act. Thus,

0 QO Q.

_priority date of claim of a complete specification shall be the date of filing of the

1elevant soeCIﬁcatlon _ Y :
é ’ ch

~h) State the works in which copyrlght subsxsts '
Answer CODmEht subsusts only in ceitain classes of works' < a) Ou,czmal Literary.

ROE O

Dramitic, “Musical - and:-"Arfistic ‘Works." b) Clnemato,graohlc ﬁlms C)_ Sound "

RéCordings:. [CopyrightiAit &/ Section 13 ( D].. R o
AL "‘L""’ f“n‘“u'(! ..14.)“}“ n Vi "“,v"f‘:,;,-ii -."n_ h"_-',-,»'. R M

1) ‘What are the réliefs avallable inpassing off action ? 2
Answer An actiori of oassm,q off 1sia. Common Law remedv A Dlaln’aff can ask for
injuriction and a comperisation for thezdama,qes caused by the defendant, -

-
l

i) “Which deS1gns cannot be reglstered ? _

Answer : A design which — i) is not new or original: or.i) has been disclosed:to the
public prior. to' ithe. . priority daté of the application- for registration; if) is not
.smmﬁcantlv d1st1n,qulshable from: known designs; or iv) comprises or ', contains
scandalous or obscene matter, shall not be remstered [Designs Act, 2000 — Section 4].

Q. 2 : Write short notes on Anv Four of the following : =20,
a) Anton Pillar Order.
b) Patents of Addition.
¢) Collective Mark.
~d) Copyright Societies.
~€) Patent prote¢tion for micro-organisms,
f) Prohibition of registration of certain geographical indications.

Q. 3 : Attempt Any Two with reasoned answers : =12,

a) The Government starts the manufacture of a drug by a process which is not -

the same as the one by which Glaxo, the. patentee, manufactures the same
drug. The drug manufactured by the Government is distributed in Pubhc
Health Centres. Glaxo files a suit against the Government for infringement.

i) What will be the fate of the suit ?

Answer : Glaxo will not succeed in the suit, as the process of manufacture of drug
is different, so there be no effect of the suit. :

i) What provisions of the Patent Act wﬂl the Court rely upon in passmg the
order ?

Answer : The Court will rely upon *he provisioti of Sectioh 99 of the Patents Act,
1970 — “Use of inventions for the purposes of Government” — [S&&tion 99].

iif) Will the result be different if the process of manufacture was the same ?

=350,

O
it Ll
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--Answer :.Yes:in such'a case; the result ‘-w()u‘ld have been different if thé process of
- manufacture was the same, then it would amount to an infringemment of'a patent.

[ 'S
P .
HRA] ,-".?. AN

. . N T P M N
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b)- A proprietor of an unregistered T rade Mark brings a suit for infringement -
- against the-proprietor of registered Trade Mark, who is merely exercising his

T P HEh A PR . LT . PR

o ..yightto-usesthe mark, » -7 o
& . - j)Isthe suit maintainable ? £+ RPN R R S :
¢~ Answer : No; under Section 27 of ‘the Act. no action for infringement of

W
FERLICS B

N N T T A T LT S TN S R
a --'u-gun:(f;g_lsteredjfraglef-;markns=ma1nta1nable:=‘- B : ‘
ii) Can the proprietor of a registered trade.mark be guilty of infringement
. i l RPNt 2N SRR R ‘
when using his own mark ? '

~ Answer : No, he cannot be said to be guilty of infringement. |
jii) What remedy is available to the proprietor of the unregistered Trade mark

e
Gl

PN T (NN TULL Ron PRI LI 3¢ &

Answer : The remedy for infringement will be available to him when he gets the
Trade Mark registered under the Trade Marks Act, 1999. ‘

©) «X* is the author of a play in which the copyright subsists. The drama club of

O ‘Ideal High School stage-i_;he'play in the school gathering. No fee is charged for
%«O atteniding the same. “X? filés 2 suit against the school.

3’ i) Will “X” succeeds? - o o T |

g0 - Answer : ¥X7 willnot succeed.

}Q i) What:is the:defence:available:to the:school ?

5 - Answer : The defence ayailableito the School is. as the students can stage a play for
& ' the information: relating-to knowledge of education. and they can quote from the
0 book or play/drama, Therefore, there is no infringement of a copyright. There act is
fO a permitted act. ,

jii) Which provision of the Copyright Act is applicable to this case ?

f"‘_O Answer : The provision:of. Fair use under Section 52 of the Copyright Act, 1957.
O Q. 4 : Answer Any Four of the following : = 48,

a) Discuss the procedure;fontle registration of Trade Marks. What are

the effects of registration Y AR _ :
b) Who can file a suit for the infringement of a Trade Mark ? What are
the defences available to the defendant ? What reliefs can the cqurt

pass in suit for infringement ?

") Discuss the grounds for a pre-grant and post-grant opposition to the

grant of patent.’” "
d) What is anticipation ? Discuss thie various ways in which a patent may
" be anticipated:-- ' S : .




IPR.. 232 g

Auﬂzors Prof Pr akaslz K. Mokal & Adv. Ishwarlal Agar wal - Oﬁ
e) When 1s a copyrlght mfrmged State -and dlSCHSS the exceptlons o;f

fthel‘et09 s VY A T oo s"r,';'::'.\_"
i) stcuss the rlghts of broadcastmor orgamzatmn and performers
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N.B.
~ 1)'There are no Sections in the Questlon Paper. IR S
) 2) Answer Questlon Nos 2 and 4 with reference to some 1llustrat10ns Wherever
S requlred A

‘;(

| Q. 1: Answer in not more than Two sentences : =20

- a) What is-a certification trade mark ?

Answer : Certification trade mark means, a mark capable of dlStIIl,‘ZLlIShlIlQ the
goods or services in connection with which it is used in the course of trade which
are certified by the proprietor of the mark in respect of origin, material, mode of
manufacture of goods or performance of services, quality, accuracy or other
characteristios' from goods or services not so certified and registrable-as such under

‘Chapter IX in respect of those goods or services in the hame, ag Dronrletor of the
certification trade mark, of that person.

. I e cda
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b) Define “invention”.

Answer : Invention means. a new product or process involving an inventive step
and capable of mdustrlal application.

c) Who is the person interested under the Patents Act, 1970 ?

Answer : Person interested includes a person engaged.in, or in promoting, research
in the same field as that to which the invention relates.

d) What is a well-known trade mark ? e ' 3
Answer : Well-known trade mark in relation to any goods or servmes means a Oﬂ
mark which has become so to the substantial segment of the public Whlch uses such O
goods or receives. such services that the use of siuch mark in relauon torother goods %

~ N
or services would be likely to be taken as indicating a connectlon in the course of Q
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_ trade o 1ende11n,q of services between those' goods orssewrces and a pérson using
~ the mark in relation to the first mentioned goods or servrces [Sectron 2(zg)].

TR 35{ "'5'- 4l i‘

' e) Who is a register ed pr oprretor in 1espect of a geographrcal 1nd1cat10n ?

Answel A Registered Proprietor in 1e1at10n t0.a geoamphlcal 1ndtcatlon means |
- any association of persons or” Droducers or anV' or,qanrzatron“ oF the it bema -
entered in the reg1ster as nroprretor of the geo,granhrcal 1nd1cat10n RO BENEERTNY SIS

.

RO I AT

f) What 1s a prlorlty date u/s 11 of the Patents Act 1970 " P -
“Answer : There shall be priority date for each clarrn of a cornnlete snecrﬂeatron

rg) What is the distinction between a suit for passrng off and a St for

n

mfungement" AT
Answer': Fot an action of. passing off, the trade mark need ‘not” be regrstered
~‘hotwever, for an action of mfrlngement the trade mark 1s eomnulsorrlv reqmred to
be realstered :

| h) W hat are various types of Intellectual Property Rights ?

Answer : The various types of intellectual property are — i) Copyright: ii) Patents
m) Trade Marks: iv) Desrans v) Geoaranhmal Indrcatlons gtc.

i) What is the period of assignment of copyright.?

. Answer : The period of assignment of copyright will be the-period agreed upon bv

the Author and Assignee, or if the period of Assisnment is not stated in the
Agreement, then it shall be deemed to be 5 years from the date of Assionment.
[The owner of the copyright in an existing work or the. prospective owner- of the
copyright in a future work may assien to any person the copyright wholly or
partially, and either generally or subject to limitations, and either for the whole term
of copyright or any part thereof]. ‘

j) ‘What are the qualifications for becoming a patent agent ?

; Answer _Patent agent means, a person for the time being registered under the Act
as a patent agent. A person who is a citizen of India; completed the age of 21 years;
has obtained a degree of science, engineering or technology. for any estabhshed
under law: has passed qualifying exam as prescribed; has for a total period of not
less than 10 vears functioned either as an examiner or drseharaed the, ﬁmctrons of

~ Controller under Sectron 73 or both; has paid prescribed fees. .

Q.2: erte short notes of Anv Four of the followlng i adp e = 20,
-a) Collective Mark., T T
b) Copyrlght Board.
¢) Anton Pillar Order.
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Lod) Patents of Addition. .~ . D e
é) Spec1ficat10n. e s bl e e
i) Geographlcal Indlcatlon ' '

' Q 3 Attempt Anv Two with reasoned answer. Pl '="'1?-“-"'f'.'.

I i . . 5 X Ve
1 - .‘ . .'” . - [/ ...'

not reglstered T. Rex. & Co., subsequently, reglsters the mark FIX,ON in, 1ts ﬁo
name and starts to use it Doctor & Co. files ‘a sul‘c for mfrlngement of thelrié? 2
~trade mark. o o %
i) Is the suit maintajinable ? . . s e Ry
Answer : No, the suit is not maintainable. ) - o
ii) Can a registered proprietor of trade mark, be guilty of mfrlngement )
Answer : Yes, the registered proprietor is guiity of mfring ement in the evesnof law
iif) What remedy is available to Doctor & Co.? '~ P :—I
Answer : The remedy is to register Trade Mark according to the Trade Marks Act

by which the Doctor & Co. is an official owner and cén sue onamﬁmgementw i

S% . J' ‘t -

b) “X”, who is employed in Newton & Co., in the research and deverpmeﬁ‘
department. “X*, while working in the laboratory of the Company, mvents

‘\".'f

new machine. Newton & Co. apply-for the patent. : o o
1) Is the application maintainable ? o :_.EL____
Answer : No, tlie application is not maintainable. SR

e jf) Can “X” oppose the application ?
| — Answer : No. X cannot oppose the application.
iii) What would be the defence of Newton & Co. ? 7y
. Answer : The defence will be that, Mr. X is employed in their Comnanv in resear
i and development department, and it is a part of employment job. S PRITS

—

¢) Mr. “P” writes a play, “Hum Hindustani”, about national mtegrahon“" “@
film producer takes the basic theme of the play and makes a movne' biﬁ“?_
“P» files a suit for infringement of copyright. TR A
i) Will “P” succeed ? . SR
Answer : Yes. P will succeed. ’ . '.
i) What is the principle on which the court will rely ? I
Answer : The Court will rely on the principle of Original, Literary, Dramahc—-an'
in relation to a literary or dramatic work, the author of the work has cor)Vrl ht T

iif) State the leading case on which this problem is based. v AR
 Answer ; The leading case is based Chldambar v/s. Renga AJR 1966 SC 193
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Q.4 : Answer: Anv Four of the following s dgnaput e om0 =48

-a) What is the procedure for-the: regrstratwn Yof: trademarks and *what is
the effect of reglstratlon ? T .
b) DiSCllSS the powers of the’ Controller 111 grantmg’compulsory hcenses.

VoL VR Ll ot T et (LR 2 Foasy

+ I NWhat <are -the” terms;and *cond{rftmns}{or‘g “which” such'*hcense -may be_
g:vo } (“, ) : ".A b By e u;;n ‘l 1_‘;;E of ffj (‘\._r ;s- [
granted"l it Qmw e R

i roert i
c) What is a conventlon —‘—appllcaglo?‘ ‘?w\’}’&hét ’are “the“'$pécial And
Birddeabhin byl ay

supplemeutary prov1smns relatmg3 {0 conventmn %pphcatlons,underzth,e

vl it?mn.. CpLo ey S ETTEI
Patents Act, 1970 ? A q,)p T R e

d) Explam the concept of copynght z%m%rjs"cafe vahiiﬁ?flghts Whlch are
comprised in copyrrghts.

¢) Discuss the provisions of the, rCoperght Act; 1957 qn- relatmn to
copyright societies. - .- o e G

f) What is meant by the term “Intellectualeroperty nghtsi’ ? Wha’ms the
Justlficatlon for the protectlon of Intellectual Property rnghts y a5

[19 Coa ;‘

[December, 2012 (10/12/12)]

I (Revised Course) ]
With Solutions . . -
N.B: , ' e
1) There are no Sections in the Question Paper. e

2) Answer Question Nos. 2 and 4 with reference to some 111ustrat10ns Wherever
required. e ‘ :

Q. 1 : Answer in not more than Two sentences : =20,

a) Define “dramatic work”.
Answer : Dramatic work includes any piece of recitation, choreogranhm work or
entertainment in dumb show, the scenic arrangement of acting, form of which is
fixed in writing or otherWise, but does not include a cinematograph film.

b) Define “certification mark®- . - - :
‘Answer : Certification trade iark means, a mark canable of ‘distinguishing: the
goods ‘or services in conrection with which it is used iri-the course of tiade which
are certified by the proprietor of the mark in respect ofi:drigin, ‘material mode of
manufacture of ‘goods or performance of services. quality. aceuracy or other
-characteristics from godds or services not so certified and registerabledasisueh under
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Chapter IX in respect of those goods or.services in: the riame, as the oroorletor of
the certrﬁcatron trade mark of that. person. : Ny o

FER L \_i fh N k;_

c), What is a conventron country under the Patents Act 1970 ‘
Answer Conventron countrv means a countw ora countw whlch 1s member of a

LA CRANT

' ,qrouo '0f countries or a union “of couniries or an —-Inter-,qovernmental Orgamzahon '
referred toasa Conventron Countrv in Sectlon 133

J’;,.. dx‘a_. [RSE "-_3' 4.

d) Deﬁne “pubhésasﬁrw,,wu &&aﬁ;«‘;vcoi’;?ri!gﬁ\tvs ‘AC 1957, ;"':.':E %e'.'n;""Jr:'_;- ;‘:-‘:
Answer Pubhcatlon work means makmsz a work avallable to the oubllc by issue
" of copies or by comrrmmcatmg he otk To'the oubhc PR

[PY R

1-'3' :

e) Whatis:meant'by. Geographrcalxlndlcatlon o T

Answer : Geographical Indication, in relation to ,qoods ‘means’ auqndloatron which
1dent1ﬁes such goods-as agnculturalgoods naturﬂoods ormanufdctured goods or
orl,qmatmg, -of manufactured:in therterritory of" a-countiy:iora TEgioN, L. locality in
that territory. where a given quahtv reoutatron or other characterrsucs of such
ooods is essentially atiributable to itd eobraphical origin, and it case where such
goods are manufactured goods one of the activities of either the production or of .
processmar or preparation of the agods concertied,:takes: place in such terrltorvi
region, or locality. as the case may be oL g

f) Define “broadcast” under the Copyrlghts Act, 1957.
Answer : Broadcast means, communiéation to the public — ) by any means of
wireless deffusion, whether in any one or more of the forms of suzns sounds or
visual images; or ii) by wire, and mcludes a. broadcast

g) What is WOI‘k of joint authorship ?
Answer : The work of joint authorshm is_help the author in his work t111

completion.

h) What is a patent addition ? o Sy
Answer : Patent in addition shall be granted for 1morovement or. modlﬁcatlon of
patented invention. Section 54, 55, 56 of the Patent Act deals with it.

i) What is meant by adaptation under the Copyrights Act, 1957 ?
Answer : Adaptation means — i) in relation to a dramatic work, the conversion of
the worl: into a non-dramatic work; ii) in relation to a literary werk, :am .artistic
work, the conversion of the work into a dramatic work by way of performance in
oubhc or otherwise; iif) in relation to a 11terav OF; dramatrc work any abrrdgernent of
the work or any version of the work in which the story or act1on is conveyed wholly

or mainly bV means of pictures in a form su1table for reoroductlon inabook.orina
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- ewWspaper, magazing orsimilar nerlodtcals -1v) in relatlon ‘to.amusical : Work,ﬁl}[
-arrangement or transcrmtlon of the work: and'v) in relatlon to anv Work_ anxuse of
such work’ mvolvma 1ts re- arranoement or alférafion: - § E s A N =

4 ,"'r' ,;_:'-.:,:-.

;1‘ Lo .'-"‘_. 4T e te _._-:_i-g'{}z' .ﬂ‘; PP "i'f%.-": i 5 Er WEF L.

8 ) ‘Whois a reglstered propr,letor under the: Geographleal Indxcatmns Act? ‘7 _
& nAnswer A Reglstered sProm'letor-m relatlon.to a geo,qranhlcal indicatiofi Liriéans,

anv assomatmn of Dersons or of producertor any organization-for ithe fime bel_g
entered in the register as pronnetor ofzthezgeographwahndlcatlon Ha s oy

Lo *_if_.‘; NPT |
Q 2 : Write short notes on Any Four of the follomngii‘st’i ST = 20.
" d). Pirdcy. ofa; regls‘tered deS1gn AT bl e BT .
b) Transfer of pateiit.. "
. ¢) Copyright society. o _
: d) Performer’s right, , EIPETE TR
e) Well:’known: tradewmark USRS TR I SES L
1) Revocation ofpatents : T R
. TR .- e .:_l' V- :
Q.3: Answer Anv Two Wlth,reasoned ANSWers - N . =12,

~a) BROSNAN Pharmaceutlcal Company clalms to have mvented 4 hedigine for

hedache, wlhich glves 1nstant reliéf id 2 mmutes Thie tablet “Xfast’ is a
- combination of their previous two cold tablets Wlthout any new mventlon, But
“Xfast’ produces quicker relief, '
i) State whether “Xfast’ tablet will be entltled for patent i
Answer : No, ‘Xfast’ tablet will not be entitled for natent
-if) What are the main ingredients required to quallfy for patent 3 _
Answer : The main ingredients requlred to qualify for a patent are — 1) by any
person claiming fo be true.and first dfvehtor of the 1mte11t10n 2) by any person
being the assignee of the person: clalmmg tovbe thetrue and first inventor in regpect
of the right to make such an apphcatmn 3) bv the legal representative of any
deceased person who immediatély’ before hls death was. entltled fo. make such an

application. _ S e g

b) ‘Fun and Frolic Entertamment’ announced a film based on life and tlmes Of
King Akbar. Divine Fllms Limited filed a suit prohlbltmg ‘Fun and Frohc
Entertainment’ from proceedlng with the shoot of the ﬁlm, on the groqn(‘iﬁthat
their own serial based on King Akbar was already bemg §hown in a. ‘X’ ‘
private channel.

1) Whether Divine Films Limitéd claims are valid ?
Answer : No, the claim of Divine Films Limited are not valid.

- - . - . -.-‘;_J.i-_’,':',yg’;‘.-f‘.' ey .'1.
ii) Can anyone have.a copyright over historical and Tegendary characters ?

fe K
> als




IPR:. - 0238 . Authors = Prof, Prakash K:Mokal & Adv. Ishivirlal Agarwal.

Answer No, one can have a copyriaht over hlstoncal and Ie,qendw characters

i Yope niens Tiigg Tt . fr. R e,
s nr.'- N "a’*’ "'{"' ! : ! it ':'.'r. Ty

c) ABC Pharmaceutlcal Company wanted to 1ntroduce a couoh syrup
‘CREMONE’ in the market, and apphed for’ trademark under the name
‘CREMONE’. XYZ Comipany,-which already had. a registered Trade Mark

r‘huCREMLON, coughusyrup, ralsed ob]ectlon ion. the- grounds of trademark

AL 'bemgtdeceptwely similarye. v TRIT T
i) State whethertXY Z,Company Wlll sutceed 1 2
Afswer ¢ Yesi XYZ Company w111 succeed.

: _n)_lWhat is deceptlve mmﬁg&ty; iy it

Answer : A ‘mark shall be-desmed t to. be deceotlvelv similar tp another mark if it so
nearly resembles that other mark as to be likely to deceive or cause confusion.

.Q. 4 : Answer Any Four out of the follomng : =48.
a) What is meant by intellectual property’ ?, and dlscuss the various kinds
~ of intellectual properties.

b) Explain in detail, the term ‘Industrlal Desrgn . Enumerate the
procedure of Registration of Industrial Design.

c) Drscuss the law relating to infringement of copyrights.

d) Define mventlon, and state what are not mventlons under the Patents
_Act, 1970

| e) ‘What do you mean by the term ‘copyright’. What are the rights

conferred by virtue of copyright ?

f) What is mfrmgement of a trademark ? What are the remedies available

for 1nfr1ngement ?
,[29]

[May, 2013 (02/5/13)]
(Rewsed Course)
With Solutions

N.B. .
1) There are no separate Sections in the Question Paper.

2) Answer Question Numbers 2 and 4 with reference to some 1llustrat10ns
“wherever required.

LR

.
i

Q.1: Answer the following in not more than Two sentences: . =20.

2) What is an ‘inventive step’ ?
¢ -
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-Answer ‘1 Inventive- step means a feature of ian ‘invention that involves-technical

O I advarice as compared to the existing knowledge or- havm,q economic significance or

o both And that makes the 1nvent1on not obv1ous to a Derson skilled in the art
A0y g LI SO SRS SRS EE AR
\ Cb).ﬂl}_gt_(_igjou m_ean by ougmahty of_ des_lgn ‘? - R R I

Q . Answer : Original in relatlon to a desien, means oggmatmg from the author of such
des1gn and. meludes the cases Wthh though old m themselves yet, are new the1r

O h apghcatlon IRRTANCES Eo !1. r 1'-‘,-_‘*.;,{1 : :“ ;

— e s

O
Oc) Define pubhcatlon under the Copyrlght Act 1957

O . copiesorby .commumcatlmzthe work to thepublic.

d) Whio is a registered user ?

O Answer Registered: user: means, a person who is for the time being registered as.

O ++guch under Section 49.0f the Trade marks Act, 1999.

Oe) What is a patent of addition,? . .
Answer : Where application is made for a patent in respect of any improvement in
or:modification of an invention described:or disclosed in the complete specification
filed therefor and .the applicant also applies or has applied for a patent for that
invention or is the patentee, the Controller may, if the applicant requests, grant the
patent for the improvement or modification as a Patent of Add1t10n

) Define ‘dramatic work’.
Answer : Dramatic Work includes any piece or recitation , chore _graphie work or
enterfainment in dumb show, the scenic arrangement or acting, form of which is
fixed in writing or otherwise, but does not include a cinematograph film.

g) What is meant by ‘Geographical:Indication’ ? :
- Answer :.Geographical indication, in reldtion:to goods, means an indication which

" originating or manufactured in the territory of a country; or a region.or locality in
that territory, where given quality, reputation or other characteristics of such goods
is essentially attributable to its geographical origin, and in case where such goods
‘are manufactured goods one of the aet1v1t1es of: either the production or of
processing or preparation of the goods ‘concemned, takes nlace in_such territory.
region or locality, as the case: mav, be ' ‘-

h) What is meant by ‘adaptation’ u;tder the COpyt‘ig_ht Act?

O
O
O
O
O
Q
O
Q
O .
¢  identifies such goods as agricultural goods, natural goods or manufactured goods
O
O
O
O
O
O
o
O
O

e S e SR ARG e =2

Answer : Publication means, making a work available to the Dubhc by issue of -
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‘ -Answer : Adaptdtion mean's-,.—"i) in relation to a dramatic work,‘:the"conversion of IO
+;the work irito-a non-dramatic work; ii) in relation to a literary work-an artistic-work, -
the conversion ‘of thie work into a dramatic work by way of performance’in public or

- otherwise; iii) in relation to a literary or dramatic work. any abrideement of the work oy

or anv version of the work in which the story or action is conveved Whollv or ma-unlwi {" )

. lebvemeans iof: mctures in'a form sititablefor reprotuction in: a book! Or.in %" news -
- iispdperiimagazine or simiilar periodicals;-iv) ‘in- relation to a’musical Work, any ‘38
arfangement Or transcription of the work; and v) in relation to any work, any use'of “S(2
such 'work mvolvmGr its rearrangement or alteratlon 5

i) --=-What is'work of joint authorshlp ?: P
Answer : The work of joint authorshm is to help the author in hlS Work t111

omp_letlon

i) Who'is;aregistered proprletor under the Geographical Indlcatlons ‘Act 2+
Answer : A registered proprietor in relation to _a geographical indication meanstany

. association of persons or of producer or any organization for the time beln,q entered Y
in the re,qrster as propnetor of the geographical indication. ;

f

Q: 2 erte short: fotes on Anv Four of the followmg ' -=20.
' - a) Sirrender of Patents.
b) Assighment of Copyright. -
¢) Piracy of 4 registered design.
d) Functions of trade Mark.
e) Transfer of Patent.
f) Well-known Trade Mark.

Q. 3 : Answer_Any Two with reasoned answers : | = 12.

a) Professor X published a book on the subject of Environmental Law and it was
made available for sale. Professor Y bought the book and used the same for
delivering lectures and also giving notes from the book. Professor X sued Y for
violating his copyright.-

i) Whether Professor Y has violated the copyright and state reasons ?

Answer : No, Professor Y has not violated the copyright. For study purpose
professors or students can quote from the book under Section. 52 of the! Convrlgm
Act, 1957. :

ii) State whether a professor can have a copyrlght on his lecture ?

Answer : No, the lecture is given by Professor Y by purchasing the book and
delivering lecture from it will not have copyright. '
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'b) TYK:Company ‘applied* f01 leclstratlon of trademark for it newly launched
oil product named’ ‘ALLEPAY KERALA ‘OIL’ for’ heahng arthutls, although
=the 0il ‘was ‘'manufactuted in Vasal Maharashtra The Regrstral refused to

HEAORO OO0 O O O

1egister the said trademark. . . S R N

i) Whether the Registrar’s dec1s1cn was right? -~ . - -~

Answer : Yes, the Registrar’s decision was rl,qht '

. “ii) Whether geographleal nameshe used a8 trademark ? :

Answer : Geoaranhlcal indicatiof & or name'* 1s used 1n trade mark i 1n 1elat10n to .
O goods, means an indication which 1dent1ﬁes such' goods as_agricultural ,qoods :
”f) natural goods or manufactured goods as’ ‘originating: “or. mamifactured i ‘the .
13 territory of country, or a region or locality in that territory, where a given quality.

(@ reputation or other characteristic of suchgoods is essentially attributable to its
Q geographical origin and in case where such goods are manufactured goods one of
‘ia the activities of either the productlon or of processing or Dreparatlon of the aoods :
f ‘Q . concemed takes place in such territory. region or locahtv as the ¢ case mav be

Z ¢ Kingston Pharmaceutical Company claims to have invented a medicifie for

Q ‘headache which gives instant relief in minutes. The tablet ‘Super Relief® is a
| o) 'combmatmn of their previous two cold tablets without any new mventlon. But

o “‘Super Relief* produces quicker relief,

;Q i) State whether “Super Relief” tablet will be entitled for the patent ?

Answer No. ‘Super Relief” tablet will niot be entitled for Patent. For the purnose
Q of patent invention means, a new product or Process 1nvolvm,~:,r an inventive step
i afid capable of industrial application.

Q 11) What are the main ingredients required to qualify for the patent ?

Q _Answer The main ingredients required to qualify for patent are an apphcanon by
- —1) any person claiming to be true and first inventor of the invention: 2) any persoxn
Q " béing the assignee of the person claiming to be the true and first mventor 1n respect’
'Q of the right to make such an application: 3) the legal representative of any deceased

person who immediately before his death was entitled to make such an application.

i

For BN
i Q: }‘:_:,:-_

Q. 4: Answer Any Four out of the following : = 48
- a) What is meant by ‘intellectual property’ ‘?and discuss the various kinds
“of intelléctual properties.
b) Explain in detail the term ‘Industrial Design’. Enumerate the procedure
of Registration of Industrial Design. :
¢) Discuss the law relating to infringement of copyrlghts B
" d) Discuss the provisions of the Fatents Act w1th respect to provrsmnal and
complete specifications. : ‘
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e) What js a trade mark ; Discuss- the various, grounds of refusal .of
regrstratlon of trade marks v 5380 g bt By o

i) What is .the meanmg of the word copyrlcht’ ‘DISCHSS ghe works in
which copyrlght subSISts. ‘ ‘ L
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(ReVIsed Course) . @

WztﬁS"[”twm .

N.B. . S
1) There are no separate Sections in the Questlon Paper. .

2) Answer Question Numbers 2. and 4 with reference fo somie- illustrations
wherever required.

Q. 1: Answer the following in 2-3 sentences each : ' _ =20 ;
"'5:.'.-:»,"5

a) Explam “distinctiveness”. : i
Answer : An essential element of device claimed to be a trade mark 1s that it :;
identifies the goods of a particular merchant, and distinguish them from the ,qoods of Q
others. A word, svmbol shape or colour serving this purpose 1s sald to be f”‘ :

distinctive,

User for one year prior to apphcatlon is not sufficient to acquire Dlstmctlveness
under Section 9. to qualify for registration the -mark should have acquired
“distinctiveness by long user [Sarda Plywood Industries Ltd. v/s. Deputy Registrar
Trade Marks, 2007 (34) _PTC 352 (IPAB) ie. Intellectual- Property Appellate'
Board].

b) Define “inventive step
Answer : Inventive step means, a feature of an invention that involves technical:
advance as compared to the existing knowledge or having economic sienificance or -
both, and that makes the invention not obvious to a person skilled in the art.

c) Who is performer ?
Answer. : Performer includes an actor singer. musmlan dancer. acrobat, 1u,q,,czler

conjurer, snake charmer, a person delivering a 1ecture or any other person who
" makes a performance.

d) Explain the term “Design”.
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Answer : Design means, only:the: feature::of * shape; : confuguaration;: Pattérn,
ornament or composition of lines or colours applied to any»article, whether.in two
dimensional or three dimensional .or in both forms; by any industrial process or
means, whether manual, mechamcal or chemical. separate of combined. which is in

the finished .article appealing to and are ju judged solely by.ihereyes: -but does not

include any mode or principle of construct1on or anything which is in substance a
mere meo’hamcal device, and does not melude auvﬁtrade ‘mark-as.defined in clause
(v) of sub-section (1) of Section2- of the Trade MarktMerchandrse Marks Act; 1958
or.property mark as defined h'Séction 479 :of the Tadisn Pénail Code 11860 6rlany
artIStlc Work as deﬁned in clause ( C). of Section 2- of the Couvrlaht Act 1957 |

TeeTE eIyt S

Explam “government Work” S o : :
Answer : Government work means, aswork *Wthh 18 made or 'Dubhshed by or under
the direction or control . .of — 1) -thei GoVernment or_any_department of- the
Government; ii) any Le,q1slature in Indla if)- anv‘Courtl‘EI‘ r1buna1 or: o"ther’ Jidicial
Authority in India. IR SRR I - B

Who is the Reglstered user ander the Trade Marks Act 1999 ? -

Answer : Subject to the provision of the registered user, a person other than the
registered proprietor of a trade mark may be registered-asa - régistered user thereof in_
respect of any or all of the goods or services in respect of whleh thé trade mark is

reglstered

g) State the works in which copyright subsists.

Answer : The work in which copyright subsists. are —. ). Orlglnal Literary,
Dramatic, Musical and Artistic Work; b) Cmemato,qraoh Fllms and iii) Sound

Recording.

h) Define goods.

Answer : Goods means. anvthing which is the sub]eet of trade or manufacture

What is a Collective Trade mark ?

Answer : A Collective Trade Mark means, a trade mark dlstmgrushm,cr the goods
and services of the members of an association of persons not being a partnership
firm, which is the proprietor of the mark, from those of ofhers. :

What are “Indications” ?

Answer : Indicatioiis include any name, geographical or figurative representation ot
any combination of them conveying or suggestmg: the ,qeographlcal origin of goods
to which 1t applies.:
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Q 2 :Write short notes on Anv Four ofthe fo!lomng R -=-20_. '
“:ia) Copyright Societies.” 2 ) Flail _iiz"i_-"ﬁ-'.fi’-"a_-}- 15 2
. z2b) ‘Objectives of Trade mark law Sl s e

OHOBOEOROC

+.¢) Right of Perfor mers

< d) Speclﬁcatlons [ERIEERORA DT : : 6%

3) 'Producer. _..I i "’-“- EARRIER RIS : i SEEE ;‘-‘ﬁ%

f) Commumcatlon tothe pubhc. RN ; . 3 %%

'-1 g JJ" I"Jﬂf}f’“ ﬂxla.tu _,,,__, } 5 R L S . ;‘ ’

'Q 3 Sltuatlonal ProblemSanveAanwo ofsthe followmg e =12, g
Dauria” Ly Z

a) Actor John wants to apply for registratlon of hIS personal name “John” as a
"~ Trademark for John Studios. - . Sy e
i) Will John get registration of his.name as a Trademark ? Explam.
" Answer : Yes, the John williget-the registration in his name: .. - -
ii) Name the Section for making the application: and~name the Authorlty
Answer : Section 18 of the Trade Marks Act, 1999, where the:; prov1310n of
apphcatmn for registration is provided the name of authorltv is Reglstrar of the trade
- Marks Reglstrv |

HiO
i) N

b) Mr. X has invented a new method of germination of Brinjal seeds; which grow
very fast. Mr. X: applies for Registration as patent for his new invented method.
i) Will Mr. X succeed to get registration ? :
Answer : No, Mr. X will not sueceed to get registration as it comes under Sectlon 3
‘where inventions are not patentable, are described. 3 SRR
ii) Explain the feature of patentable invention. ' | '
Answer : An invention of a new product or process irivolving an mventwe sten and
capable of industrial application is patentable invention.

¢) Songs composed by Mr. Y, the composer, are sung by the stidents of an
educational institution during the Annual Day. Mr. X, one of the students’

parent complains to Mr. Y, the composer, who desires to file a crlmlnal
complaint. -

i) Is Mr. Y’s complaint maintainable ?
Answer : No. Mr. Y’s complaint is not maintainable.
ii) State and explain the provision of law.

Answer : Section 52 of the Copyright Act, 1957 is applicable to this case, where it
18 provided that certain acts does not amount to an infringement of CODV ht

Q4 :Answer Any Four of the following : =48,
a) Discuss the doctrine of “Deceptive Similarity”,
b) “All inventions are not patentable”. - Discuss.
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¢)  State the effects of Reglstratmn of Geographlcal Indlcatlons 7
s20d) What'is passing off 2:Staté: the  Tiodes of- passmg off i~y IR
e): “C0pyr1ght is‘a bundle of rights” = Explam e e

f) What is Intellectual Property ? Explam the types of Intellectual Property
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| . ‘Wztﬁ Soﬁttzons
1) All questlons are Compulsory
2) Cite Case-lawswherever neceéssary, '
3) Flgures »to the rlght 1nd1cate full marks

Q 1: Answer in Two sentences each . . - | =20,

a) What isa Trade-mark ?

Answer : Trade Mark means a mark capable-of bein represented graphically, and
whicli is capable of’ dlstlngulshlna the goods or services of one- -person from those of
others, and may mclude shape of goods thelr Dacka,c_mg and combination of
colours.

Trade Mark is an indication to the Durchaser or 00531b1e pﬁrchaser as to the
manufacture of quality: of poods. T :

b) What is meant by Patent of. addltmn ? Lo
Answer : Where application is made for a Datent in respect of any improvement in.
or modification of an invention described or disclosed in the complete specification
filed therefor, and the applicant also applies or has-applied: for:& patent for that
invention or is the patentee, the Controller thay, -if:thié applicant #€guests grant of
the patent for improvement or modification ad’a Patentiof Addition. ©

_ ) Define an inventive step.

~ Answer : Inventwe Step means a feature of an invention that mvolves technical
. advance as compared to the ex1st1ng knowledge, or havmg economm s1gn1ﬁcaace
or both, and that makes the mwgentron not obv1ous toa nerson skllled m the art

d)- What is the term of copyrlght fora mus1cal work’ ? o
Answer @ Musical work means a work consisting of inusic;: rand mcludes any
oraphical notation of such work, but does not include any words or any action
intended to be sung, spoken or performed with the music.
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5 e) Who is a composer Vvt L ,;.-;-iﬁg, 2af 16 i SR

1"1 . Answer : Composer in’ relatlon to a muswal work means the oerson WhO comnoses

51 - the musm regardless of whether he records 1t in any form of graphmal notatlon
"

. : IR, W1 . A P 4 -
',1 - ” i I T A '-:—,' .“'f ’

I) Explamtheterm ‘DeSIgn Cnher oL i
Answer : Dequn means - only the:features of " shat)e configuration, pattern,
.. ommament.or composition of lines or. colours applied to any article whether in.two
4 .":‘ . d1rnens1onal or three d1men310na1 or ‘i both forms bV any industrial process or
i -means: —Whether manual mechamcal Gf chemicdl; §eparate. or combine, which in
the finished article anoeahn,c_{ to the &ye and solely 1udfzed by the eve.

g) Explain the term ‘Work?, *

Answer : Work means any of: the followm,cz Works namelv — 1) Literary, Dramanc
. Musical or Artistic work: ii) Cmemato,qraoh film: m) Sound recording.

h) Who is the Registered User under the Trade: Mark Act, 1999 ?

- Answer : Under Section 48 of the Trade marks’Act. 1999. a person other than the
reglstered proprietor of a trade mark may be remstered as a registered user thereof
inany or all of the goods or services in fespect of which the trade mark is

registered.

i) ‘State the works in which copyriglit subsists.
Answer : The work in which copyright subsists dre — a) Original literary, Dramatic,
Musical and Artistic work; B) Cinematoeraph Films: and ¢) Sound recording,

j) What are ‘goods’ ? - ,
Answer : Goods means anything which is the sublect of trade or manufacture.

Q. 2: Write short notes on Any Four of the following : =20,
a) Geographical Indications. :
b) Fair Dealing.
¢) Copyright Societies.
d) Comimunication to the Public. -
e) Compulsory Licensing in Patents.
f) Requirements of Registration of De51gns

Q. 3 : Attempt Any Two of the followmg_ltuatlonal Droblems _ =12,

a) An Acrobat enchants the audience with his performance Mr B makes a visual

recording of the performance, and without the consent of the Acrobat exhibits
the same to his friends on payment of charges.

i) State the technical term whlch could define the Acrobat
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.Answer : The. technical Herin is performer -which dncludes an" actor, singer,
musicidn. idaricer. actobat juggler. ‘conjurer, snake . charmier,'d nerson delivering a
lecture or any other persoii who ‘makes a performance — [Séction 2 (gq)]. and he is
also an ‘author’ in relation to an artistic work other than a nhot _,qraoh the artlst’
Sec’non 2.(d) ( jif) of the CODVI’lEht Act, 1957.: UL S

S

4

=070 00 O O

ol 11) Has' Mr B’commltted any offence under the Copynght Acf 1957 ? If yes,
‘% i5taEE the penalty, ifany. " A=

u Answer : Yes, Mr. B has connnrtted an offence of Infringement-of Coovrl,qht He
X shall be punished with imprisonment for a term which shall not be less than 6
’6 months, but which may extend to 3 years. and Wlth ﬁne Wthh shall not be less than
| <b Rs. 50 000/””bﬁ’f Whith'may extend fo'Rs. 2 Lakhs. . * _

? b) Mr. jack: wants to use the name Ramesh who died recently, as his trade mark
-ﬁo and applies for reglstratmn of the mark “Ramesh” to the Regrstrar of Trade
%Q Marks. -

O - ) State the procedure for Mr. Jack as per Section 14 of the Trade Mark Act,
e 1999.

w"’O Answer : Section 14 of the Act nrov1des for use of names and representations of
?O living persons. or persons recently dead — Where an application is made for the

registration of a trade mark which falsely suggests a connection with any living
person, or a person whose death took place within 20 years prior fo the date of an
application for registration of a trade mark. the registrar may. before he proceeds
with the application, require the ar)nhcant to furnish him with the consent in writing
of such living person, or as the case may be, of the legal representative of the
deceased person to the connection appearing on the trade mark, and may refuse to
proceed with the application unless the applicant furnishes to the Registrar with
such consent. '

u) State and explain the qualltles of a good mark.

Answer : 1) It should be easy to pronounce and remember, if the mark is a word: 2)
In case of device mark, the device should be capable of being described by single
word: 3) It should be short NIt rnust be easy to spell correctly and write legibly: 5)
It shiould not be descriptive, but may Be sugeestive of the quality of the goods; 6) It |
should appeal to the eyes. as well as, to the ear; 7) It should satisfy the
requlrements of Re,q1stratron

c) Mr. P 1nvents and discovers a new method of cultivating pulses and desires to
apply for a patent for the invention.

i) Will Mr. P succeed to get a patent in the above case ?
Answer : No, Mr. P will not succeed to get a patent as it comes under Section 3 of

the Patents Act, 1970 where mventrons ot patentable are describéd.
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. Answer : An invention of a new. product or mocess 1nv01vin,<z an 1nvent1ve sten, .
- and capable of 1ndustr1a1 apphcatlon is Datentable 1nvent10n IR TR T

11) What the qualitles of an mventmn to cret a patent . IR

Q 4 Answer Anv Four of the followmp_r R T S =48
;-a) Explain the term Intellectual Property and explaln lts features.. =
b) Explam ‘the defences available to the Defendant in. the su1t for
i ... infringement of trade mark. . = - ey
':.",':fll;c) ‘Discuss Revocatlon of a Patent. D o e
“d) State the law on Registration of Designs. N o
e¢) What is Passing Off ? Distinguish between an action of mfrmgement of
trade mark and Passing Off. o
- f) Which-are the works i in which copyright subsists ?

” .ﬁf\tovember, 2014 (25/11/14)]
(Revised Course) |

With Solutions
N.B,
- 1) All questions are Compulsory.
2) Cite Case-law wherever necessary.
-3) Figures to the right indicate full marks.

Q. 1: Answer in Two sentences each : . =20,

a) Explain the term ‘Computer’.
Answer : Computer means any electronic, magnetic, optical or other high speed
data procéssing device ot system which performs logical, arithmetic. and memory
furictions by mampulatlons of electronic, magnetic or optical ‘impulses, and
includes all input, output processing, storage, computer software, or commumcatmn
facilities which are connected Qr related to the comnuter in a computer system or
computer network. -

b) What is the perlod of assignment of copyright ?
Answer : The period of assignment of copyright will be the penod agzeed upon by
the Author and Assignee. or if the period of Assionment is hot stated in the
Agreement, then it shall be deemed to be 5 years from the datc of Assignment,
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_¢) -Who can apply for a reglstratxon of a Des1gn ? f
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[The owher of the cot)ynoht in an ex1st1ng w01k or: the prospectlve owner of ther

'conmght in a future work maV _assign -to_any . person .the copyright whollv or

partially, and either generally or subject to lmntatlons and elther for the whole term .

of convncrht or.any part thereoﬂ

; i L e

el ot
)

" Answer : The proprietor of a new OF . orl,czmal desuzn can aDDlV for reglstratlon of
his Design, :

d) Define “Inventive Step’.
Answer . Inventive Step means a feature of an inventionithat- invglves.technical
advance as compared to the existing knowledge. or having econcrhic Imgg;ﬁcance,_
or both, and that makes the invention not obvious to a person skilled in thesart. :

e g

e¢) What is Patent of Addition ? : .
| Answer Where annhcatlon 1S made for a natent in respect of any 1mnrovement in

filed therefor and the applicant also amahes or has-applied for a patent for that
invention or is the patentee, the Controller may. if the applicant requests, grant the
' Datent for the improvement or modification as a Patent of Addition.

f) Explaln the term Indication,
Answer : Indications include any name, geographical or figurative representation
or:-any combination of them conveying or sugeesting the seosraphical ong_n of
goods to which it applies.

g) Explain the term ‘article’.
Answer : Article means any article of manufacture and any substance, artificial, or
. partly artificial and partly natural; and includes any part of an article. capable of
being made and sold separately.

h) Who is a composer ? |
Answer ;: Composer in relation to a musical work, means the person who COmposes
the mu51c regardless of whether he records it in any form of granhlcal notatlo;n

i) What is an Indian work ?

"~ Aniswer : Indian work means a literary, dramatic or musical work — 1) the author of
which is a citizen of India; or 2) which is first published in India; of 3)'the author of
which, in the case of an unpublished work is, at the tlme of the. makmg of the work,
a Citizén of India.

3
oo

i Explam the term goods
Answer : “Goods” means. anything which is the sub]ect of frade b rhmifacture.
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Q 2 : Write short niotes on ‘Any Four of the fo]lowmgf-‘l‘- M vl =20,
“:a) Right’ ‘Mariagerient Informatlon '.".. S R

3 ""b) Rights and Liabilities of Copy1 lght Soc1et1es i et

¢) Mareva Injunction. : - BRI

“d) Specification. |

S I T I S RSPt BT PR T ER ST IT N B
ST U T : °

¢) Priority Date. e S
) Qualities'of a Good Trade fiark. LA T
Q. 3 :Solve Any Two of the following problems . ) =20.4

a) Mr X applies for regnstratlon of a Des1gn of Rectangle to. be applled to goods.

i) Will Mr. X succeed to get the Des1gn of- Rectangle reglstered under the
Designs Act, 2000 ?
Answer : No, Mr. X will not succeed because there i8 nroh1b1t1on of registration
of ceriain designs, which is not new or cngma] or 1s not smmﬁcantlv
distinguishable from known designs. -
ii) Explain the prov151on of law apphcable '

- Answer : The provision of law applicable in this case is Secuon 4 of the Designg
Act, 2000. :

b) The author Mr. X bequeaths his unpublished poem “The Rays” to his son Y by
virtue of a Will, ' |
i) Is the bequeath valid in law ?
Answer : Yes. the bequeath is valid under Section 20 of the Copyright Act 1957
ji) Is the son entitled for copyright on the poem “The Rays” ?
" Answer : Yes, the son of the author Mr. X is entitled for copyright.

¢) ‘A’ prepares an admixture of two chemicals, which react and produce a new
chemical which is only an aggregation of the properties of the two mixed
chemicals. Mr. ‘A’ desires to apply for a Patent.
i) Will Mr. ‘A’ succeed to get a2 Patent ?
Answer : No, Mr. A will not succeed to get Patent.
ii) State and explam the pr0v1s1on of law.
Answer : The provision of law in the Patents Act, 1970 is provided under Secuon 3
which states that — a substance obtained by a mere admixture resulting only in the
aseregation of the properties of the components thereof or a process for nroducmg

such substance.

Q. 4 : Answer Any Four of the following : _ ___=48

2) Explain the nature aiid scope of Intellectual Property nghts
b) Discuss the grounds of refusal of reglstratlon of a Trade Mark under the
Trade Mark Act, 1999.
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i--¢) Explain Revdcation of a Patentoc. . o0 fropo ot mepe oy L
- d) Explain the effects of Regxstratlon of Geographlcal Indlcatmn IRY

e) Which are the acts which do not amount to mfrmgement of copyrlght ?
f) Discuss the law of Passmg Off w1th relevant casellaw. v -2 qi
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 With So[utzons -
N.B.
1) All questions are Compulsory
2) Cite Case-law whitrevet'§ necessary :
3) Figures to the right indicate full marks.. L

Q. 1: Answer in Two/Three sentences each : | =20,
St
a) Explam the term ‘patent’. '

Answer : Patent means a patent for any invention g,ranted uﬁder the Patents Act,
1970.

'b) What is a musical work ?
- Answer : Musical work means a work consisting of music and includes any
. graphical notation of such work, but does not include any Words Or any action
intended to be sung, spoken or performed with the music.

¢) Who can apply for a registration of a design ?
Answer : Any person claiming to be the proprietor of any new orlggnal design not
previously published in any country and which is not contrary to nubhc order or
morality, may apply for registration of the designs under the Designs Act 2000

d) Define ‘invention’.
Answer: [nvention means a new product or process 1nvolv1n,q an 1nvent1ve step and

capable of industrial apphcatlon

€) What is a ‘Patent of Addition’ ? | L :
Answer : Where apohcatlon is made for a patent in resneet of any 1m1)r0¥ ciment in
or modification of an invention deséribed or disclosed in the complete snecmcatlon
filed therefore and the applicant also applies or has applied for a patent for that
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invention ,qrant the catent for the 1mnrovement or IllOdlficathIl as ia“patent of

AddlthIl wisifagiiand hS.;.-t."-'.'.f;-’,'fE...\-: P j;?},% YR TR AT I S T AT i
© gf“‘ui, ey L prplnieue R '*_;; wWovs o bt ';’.* :5 ar et .?t;.-;'; Tgeo e A FT e
1) Explain the term mdlcatlon RERME R T R TP Y

Answer : Indication includes any name, - peo ographical or figurative representation -

or_any -combination of them convevmg or su,qgestmg the ,qeographlcal origin of
£00ds to which it aj hes A S _

il

c\u ar.,

_im’-
‘_ NI N

. . 5
_ g) Explain’ the terin artlcle SR -

Answer : Article means any vartlc e:of manufacture and any- substance artificial, or
partly artificial and partly natural: and mcludes any part of an article capable of
being made and sold separately. = 1 7 C

h) Who is a performer ? e
- Answer : Performer 1ncludes an actor, sm,qer musmlan dancer acrobat Juggler,

Conjurer, snake chariner, a person delivering a lecture os. any other. person who

.makes a performauce.

i) Whatis reprography’ ?
- Answer : Reprography means the makj of copies of a Work by nhotoconvm,c_r, or
by similar means.

j) Explain the term ‘mark’.

Answer : Mark includes a device, brand, heading. Iabel ‘ticket. naine, Signature,

word. letter, numeral, shape or goods, packaging or combmatton of celours or anv
combination thereof,

Q. 2 : Write short notes on Any Four : | ' _ _=20.

a) Commercial rental.

Answer : The Copyright (Amendment) Act, 2012 proposes to replace the' Word
‘hire’ with ‘commercial rental’ in Section 14 (d) (i) — . “to sell or'givé on
commercial rental or offer for sale or for such rental, any copy of the film”; Sectlon
14 (e) (i) — “to sell or give on commercial rental or offer for sale or foi such rental
arly copy of the sound recording; and Section 37 (3)(e) — “to sell or give on
commercial rental or offer for sell or for such rental, any such sotnd recording or
visual recording referred to in clause (c) and clause (d).

Now, the Amendment proposes to replace ‘hire’ with ‘commercial rental’ The

Amendment also. inserts the definition for commercial rental. The deﬁmtlon iS as
follows:

e
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i ‘Section 2 (fa) HE ‘Cornrnerc1a1 rental’ doés not 1nclude the,rental léaseor lending of
a lawfully acqu1red copy ‘of a- computer ‘programime, - sound- recording, svisual
recording or cinematograph : ﬁlm done non-proﬁt purpose-by-a non—proﬁt hbrary or
non-profit education 1nst1tut1on PR TR IR N LAt 1 Lo PIREL RS S |
Erplanatzon — For the purposes of thls clause g mon—proﬁt llbrary :orsnon-proﬁt
{reeducational sinstitution’iméansi ar’hbrary -or- édiicationial: institutiot: which ‘recéives
grants from the Government or exempted fromlpayment of. tax “under ‘the Income
Tax Act, 1961 (43 of1961)'”?rfz‘en}nfr s bty w0 et e
The definition is mhore dlike: an*sexcepnon to copyrlght 1nfr1ngement Instead of
ascertaining the ambit, of C Connnercml rental[ntztexcludes giving -on rent, landing or
Ieaslng gof the. work by nonproﬁt 11braryvand inonpro‘ﬁ’c educatlon: mstltunon for
nonprorﬁi[purpose VRN A NS SO0 R TR LSRR 11T
Commercial rental accordmg to deﬁnluo‘n"‘ﬁmeans g1v1ng ofi rent or lending or
leasing of a 1awfu11y acqunred copy of the Woﬂq It 1s unhkely that it- would
 encompass more and Would not perrmt such orgamza’non from dlstnbutlng in such :
Cays: e T '
The exclusion of gmng copies of Copynght work. on rent, landlng or lasing by non-
profit liberties and education institutions.is a step forwards encouraging research
and scholarship. s - : -

. b) Copyright societies. i
¢) Fair dealing. S
d) Provisional speclficatlon
e) Object of patent law. -

f) Qualities of a good trade mark.

race b
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Q. 3 : Solve Any Two of the situational problems : , L =12

a) Mr. X applies for registration of a design “Hexagon” to be applied to goods.
1) Will Mr. X succeed to get the deSIgn “Hexagon” registered under the
Designs Act,2000? =~ DRI
Answer : No, Mr. X will not succeed because there is
prohibition of Registration of certain desighs. which is not néw
or original or is not significantly distineuishable from known
designs.
ii) Explain the prOVISIOIl of law apphcable L

" Answer : The provision of law applicable here is. Sectlon 4 of

the DBSIgI_] Act, 2000- Proh1b1t1on of registration of certam
demggs

i’b ~ O b O
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b) The author. Mr X: rellnqulshes all h1s copyl 1ght in.the poem. “The Moon” to. -

sudhe Registrar of Copyrights. o wuiitsic. L0 vges benn

w0 d) Is thé relinquishment valid ? Explam thh provxsmn of law
Answer : Yes, this relinquishment will be vahd under Sectlon , ? S

;21 of the Copyrighf; Act: 1957, i e iy Gt v
. /1i) *What will :beithe effect :of the- relmqulshment on. the rlghts in: the werk
sub51st1ngr1n favor- of! any:person?. s ‘ L
~ Answer : The effect of the relmqulshment on the r1,qhts in the

o fworksTsubsistingrin favorof.any person; the author’ right will
-cease o BXISt fromi the dafé-6fithe cnotlee :

' e lqj;fx’),n‘xlu‘tg - - v
¢) Mr. 'y mvents a radioactive substance and apphes for a patent for the same.

i) Will Mr. A succeed to get a patent pe

Answer : Yes, Mr. Awﬂl succeed in ,qettmg the natent

i) State and explam the prowsmn of laW apphcable

Answer : Mr. A is a true and ﬁrst inventor of the invention [Sectlon 6 of the
Patents Act, 19701

Q 4 Answer Anv Four of the following : ' =48,

a) Discuss the main forms of Intellectual property rights.

b) Discuss “marks” which cannot be registered. - :

¢) Discuss the characteristics which an invention must have to be entitled
for a patent.

d) Explain the prohibition on reglstratlon of certain indications as
geographical indication.

¢) Copyright is a bundle of rights — Explain.

f) What is passing off ? Discuss with case law.

129]
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___(Rev1s.ed (;e}trs_e)

With Solutions
N.B.
1) All questions are Compulsory.
2) Cite Case-law wherever necessary.
3) Figures to the right indicate full marks.

Q. 1: Answer in One/Two sentences each : = 20.

a) Explain the term ‘engravings’.

5O
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. -Answer..: Enoravm,qs mclude etchtngs hthooraphs wood cuts.: prmts and other
smnlarworks -not bemor Dhoto,qranhs 23 LT e e e

b) What is the mode, of asmgnment of copyrwht SIS I
)LAnsw(_eri_ ‘The mode of assignment of coovrlcht is — It is: in wrltmg, 31gned bV the -
;,‘asmgnor.;or thlS dulv authonzed agent L R NI R R

vige N 7 R

| cﬁ lam the'term des1gn

Answer Des1,cm ineans, only the features of shape conﬁguratlon pattern ornament
- or composition lof lines or colours applied to any article Whether -in two dimensional
..or:three-dimernisional-or in both forms. by any.industrial process-or:means, whether
marnual, riechanical or chemical. separate or combined, which i in the ﬁmshed article
‘appeal to ‘and aré judsed solely by the eve: but does not include any mode or
principle- of construction or anything which is in_substance a mere mechanical
device, and does not include any trade mark as defined in clause |(v) of sub-section
(1) of Section 2 of the Trade and Merchand1se Marks Act, 1958 (43 of 1958) or
* property mark as defined in Section 479 of the Indian Penal Code (45 of 1860) or
any artistic work as defined in clause (c) of Section 2 of the Copyright Act, 1957 (14
of 1957).

d) Define ‘inventive step’.
Answer : Inventive step means a feature of an invention that involves technical
advance as. compared to-the existing knowledge or having economic sienificance or
. both and that makes the 1nvent10n not obvious to a person skilled in the art.

e) What is a Patent of Addition ?
Answer : Whefe application is made for a patent in respect of any improvement in
or modification of an invention describéd or disclosed in the complete specification
filed therefore and the applicant also applies or-has applied for a patent for that

invention srant the patent for the 1mnrovement or modification as a patent of
Addition.

) Explam the term. goods

Answer : “Goods” means. anvthm,&r Whlch 1s the subject of trade or manufacture.

g) Explain ‘collective mark’..
Answer :
Answer : A Collective Trade Mark means, a trade mark dlstm,czulshmg the goods
and services of the members of an association of persons not being a partnership
firm, which is the proprietor of the mark. from those of others.

h) Who is a composer ?
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~Answer : Composer in relation fo a musical' work, means the:person ivho'composes
the music regardless of whether he records it in any form of ,qraohlcal notatlon

1) What is aGovernment ka" Coie gt ey e o St
. Answer Government work means, a work: Wthh 1S made or published by of under -
the direction_or control of — i) the Governmient ‘or any. r’deoartrnent'Dof__the.
Government ii) any Legislature in India; jii) any Court Trxbunal or other Judlclal
Authorltv in Indla T

T T S U AR IR S T T ‘_"_1it,’.\.‘..
]) -Explaln the term ‘llterary work’ e SR A :
=/Answer : Literary work’ mcludes computer orogramme tables and commlatmn
111c1ud1n,&r database : S S iy A
Q II Write short notes on Any Four of the following : , =20.
4) Communication to the public. '
b) Rights and liabilities of Copyright Societies.
| 'c) Mazrve Injuxiction.
d) Specification. . B
¢e) Priorify Date. S

6
il
L 5

-f) Doctrine of Honest Concurrent Use. Qé’
i Q. I : Solve Any Two of the following: : =12. G
,f a) Mr. X ﬁpp‘]ie‘s‘ for registraﬁon of the term ‘Oxygen’ as a Trade Mark for his Cﬂ

goods.

i) Will Mr. X succeed to get the mark registered as Trade Mark ?

Answer : No, Mr. X will not succeed in getting his mark registered as a trade mark.
i) Explain the provision of law applicable.

: _ Answer_: The trade mark is well known under Section 9. Absolute grounds for
refusal of registration proviso (b) — which consists exclusively of marks or
‘indications which may serve in trade or designate the kind., guality, quantity,
P intended purpose, values, geographical origin or the time of production of the goods
or reridering of thé Service or other characteristics of the goods or service.

b) Mr. X, a singer sings the song ‘Beauty’ before an audlence in an audltonum
Mr. Y records the said song.
i) Which are: the technlcal terms which could define Mr X--and hIS song
‘Beaiity’ ? :
Answer : The term w111 be author of musmal works.
i) Has Mr. Y committed any offence ? Explain. .
Answer: Yes, Mr. Y has committed an offence of mfrm;zement of Coought

BN A AT B PR N TS S R X e R A 2 Y L B AP 5 e L
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c) On a V1$1t to'the Sahara’ Desert, Mr. X discovers that the Camel of Saharacan
wr ntravel for'nearly a month W1th0ut Water ‘Mr: X dec1des to apply for patent for
i1 this’ dlscovery Sk AR g - : !
- 1). Will Mr. X succeed to get Patent 2 e
‘Answer : No, Mr. X will not succeed to pet Patent.
ii)State and explaln the provmon of law apphcable -
Answer : The provision of law.in the Patents Act.’ 1970'is made under Sectlon 3
- ‘which stated in proviso (c) and (7). Proviso (c) — themere discovery of a scientific -
~principle or a formulation of an abstract: theorv' ‘or'diséovery of any living thing on
“non-living substances occurring in nature! Proviso.(j¥ = nlants and animalg in ‘whole
or any ipart thereof other than micro-organism but!including seeds, vatiéties and
species and essentially biological processes for production or propagation of plants
- and animals. ' -

AL
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Q. IV : Answer Any Four of the following (in bijefy:- = =~ -~ - =48,
a) Explain the nature and types of Intellectual Property Rights.
b) Discuss the grounds of refusal for registration of a ‘Trade Mark’ under

the Trade Mark Act, 1990.

¢) Explain the limitations on the Rights of a Patentee.
d) Explain the procedure of registration of Geographical Indications.
€) Which are the acts which do not amount to Infringement of Copyrlght ?
f) Discuss the modes of ‘Passmg Off°.

[May, 2016 (18/5/16)]
(Revised Course)

M T e 4 K -

With Solutions .
N B."
1) All questions are Compulsory
- 2)Cite Casé-law wherever necessary.
‘3) Figures to the right indicate full marks.

Q. 1: Answer in 2-3 sentences each : - ' = 20,

a) What is a “well known trade mark’ ?
Answer : Well-Known trade mark in ielation to any goods oI services, means a mark
which has become so to the substantial se;zment of the public which uses suc:h goods

Prr=rn
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or receives such services that the use of such markrin relation .to. other -goods or -

. services would be hkelv to be taken as mdlcatmg A connectlon in the course of trade
or rendering of services between those goods or semces and a person using - the
mark in relation to the first mentloneigoods or services. [Sectlon 2 ( 1) (zg) of the
'Tlade Ma1ks Act, 19991. P ' S

b) What is meant by ‘patent’ ? - IR T TP S E O L u
Answer : A Patent is a monopoly nght ,qranted for a 11m1ted Uerlod to)a nerson ( i.e.
patentee) for excluding others from making, using selhng, importing- the patented
product or process Droducm,q that product when a patentee Who has. 1) mvented a
new and useful article, or ii) made the 1mprovement of ah ex1st1ng artlcle or 111) a
new process of making an article.

c¢) Define ‘invention’. 0
Answer : Invention means, a new product or process. involving: an. inventive step: @)
and capable of industrial application. C”:ﬁ

d) What is the term of ‘copyright of a sound -recording’ ? Q

s
G

Answer : The author and owner of a.sound recording . is the Droducer “Sound
recording means a recording of sounds from which such sounds may. be re-produced
regardless of the medium on which such recording is made or method bv which the
sounds are produced” [Section 2 (xx)]. — Examples : Audio cassettes, Compact
discs, Records, etc.

e) Explain the term ‘performance’.
Answer : Section 2 (q) of the Copyright Act, 1957 defines the term “performance” —
“performance, in relation to performer’s right, means any v1sua1 or_acoustic
presentation made live by one or more performers”.

&
T,

i

f) Explain the term ‘design’. '

" Answer : The term design is deﬁned under Section 2 (d) of the Designs Act 2000 —
“Desien means only the features of shape: configuration, pattern, ornament or
composition of lines or colours applied to any article whether in two dimensional or
three dimensional or in both forms by any industrial process or means, whether
manual, mechanical or chemical, separate or combined, which in the finished article
appeal to and are judged solely by the eye”.

g) Explain ‘Indian work’.
Answer : “Indian work” means a literarv. dramatic or musical work. — ( i) the author Y
of which is the cmzen of Ind1a or (ii) which is- ﬁrst pubhshed in 111d1a or (111) the

i o
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< author of which, in the case ‘of an: ‘unpubhshed work is; at the-time of the makmc of

the work 2 citizen of Indla”-— [Section 2 ( 1) of the CODVI ight Act, 1957].

~ h) Who is reglstered user’ under the Trade MalkAct 1999 ?
- Answer : Under Section 2 (1).(x) of the Trade Marks Act, 1999, “mmtered user”

means a person Who is for the tlme belnq reglstered es such under Sectlon 49 of rthe

ot

State the works in Whlch copyrlght sub51sts . ‘ :
Answer : Copyr rright subsists only in certain classes of Works a,) Orl,qlnal L1terarv_
Dramatic, Musical and Artistic Woﬂ{s b) Clnematogranhm films. C) Sound

.Recordlng_[Convrlght Act — Section 13: (1)

Lov AR
Explain the term ‘goods’ in the Trade Marks Aict,.1999..

Answer : Under. Section 2 (13.() of the.Trade: Marks Act,. 1999 oods” means
anything. wh1ch is-the subject of trade or manufacture

(. 2: Write short notes on Any Four of the foﬂomng_ =20,

a) Functions of a Trade Mark.

b) Reasonable requirements of the public.

¢) Good Trade Mark. '

d) Joint Authorship.

¢) Compulsory Licensing in Patents .

f) . Prohlbltlon of Reglstratmn of certain Desxgn

Q.3 : Solve Anv two of the followi isﬂuatwnal problems : - =12,

a) The famous trade mark TATA is a surname.

i) Which provision of the Trade Mark Act enables the surname to be used as

trade mark, despite the express provision that surpames per.se are .

unregistrable ?

Answer : According to Section 9 of the Trade marks Act, 1999. one of the absolute

oround for registration of the trade mark is that it is devoid of any distinctive
character. But under Section 133 of the Act. the preliminary advice may be given by
the Registrar as t0. dlstmetlveness And a surname if it has acquired distinctiveness,
may be registered as a trade- mark. For example, the sumame Bajaj, Godrej, Tata,
Mahindra are registered as trade marks as they have acquired distinctiveness with

respect to the goods with which they are associated before an application for their

registration is made.
ii) Name the authority involved in Registration of Marks.
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Answer The authority: for the ourooses of reolstratlon 1s the Reglstrar of trad
marks. - 1. el Tl s UL S 1; . _

AT RINIRITEt L LY PP S, L )

: b) Mr. X a pamter of an advertlsement poster clalms copynoht for the pamtma ;
on:the poster. . -2' . L ad o ,
1) Will Mr. X succeed to get copyrlght for the pamtmg 2. : |

" Answer : Yes. Mr. X would succeed in getting a COpYTI Tight for the DM&

if) Explain the legal provision apphcable pobe
Answer : Under Séction 2 (c)- the “artistic- wor . includes a Damting. and the

copvr _Hht subsists for the oamtmg also ..... o oo

¢) An Adwam in a remote ]ungle not exposed 1o c1v1hzat10n 1nvents an are made of
sharpened stone fixed to a stick to kill prey. The Adlvas1, when he Strayed mto
a city, is advised to apply for his invenition. - = .. ‘
i) In the above case, will the Adivasi succeed to-get a'patent for his i mventmn ? |
Answer : No, this Adivasdi cannot seek & patent for his invention.
ii) Explain the legal provision applicable.
Answer : Under Section 2 (1) () of the Patents Aet, 1970, a patent 1may be granted -
to an invention of product or process which is “new” and “useful”. “Novelty” is the
test of “invention” under this Section. The creation of an arc is neither. novelty nor
invention. According to Section 3 (b) of the Act, it is not an mventlon

Q. 4 : Answer Any Four of the followin,q - e . =48
_ () Whatis Deceptive Similarity. ? o '
(i) Explain the nature and forms of Intellectual Property nghts
(iii) 'What are the rights and duties of a patentee in respect of the patent
"~ granted to him ?
(iv) Define the terms “Broadecast” and “Performer”. Discuss the rlghts of
the Broadcasting Organization and of Performers.
(v) “Copyright is a bundle of rights” — Explain.
(vi) Explain the grounds of refusal for reglstratlon of Trade Marks

[27]

[November, 2016 (16/11/16)]
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1) All questlons are Compulsory. - h A L \ T

_2)Cite Case-la% wherever fiecessary. . R A

3) Flgures to the rlght mdlcate full marks S
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: Q Il: Answer the follomnfz 1n"2 3 sentences each W st =20, '

. . . - . A L o " e
S .:-:‘. )”_: "" e ‘\ = " S 1 ! Y " g ~.gu.“=7--‘.5,v' Iy

a) What is a “collectlve mark” ? 5 - |
Section 2 ( 1) ( )’ Of the Trade Marks Act 1999 deﬁnes the term collectlve mark”
asunder—, \
- colletive rnark” means 4, t_rade mark d1st1ngu1s'h1ng .the . goods or services of
merbérs 6f an assoeiation of perSons [nof being ap :

béin
the Indian Partnershm Act 1932] whleh is the Droprletor of the mark from those of
others™, : R .

b) What is. meant by “patentsa 9
Answer : Section 2 (1) (m) of the Amendment Act. 2005 defines Patent. “Patent”

means a patent for anv invention granted under the Patent Act, 1970, Patent means -

‘exclusive right’ conferr_ed upon the ‘na_t'ehtee’ with respect to an ‘invention’.

c¢) Define a “invéntive step”.
Answer : “Inventive step” means feature of an 1nvent10n that mvolves technical
advance as compated to the existing knowledge or having economic significance or

both and that makes the invertion not obvious- to a. Dersen ‘skilled the art”. [Patents

Act— Section 2 ( 1) Ga)l.

d) What is the term of “copyright of an Artistic Work” ?

Answer ¢ The term “artistic work” is defined under Secuon 2 (c) of the Copyright
Act, 1957. Artistic work means, — (i) a‘painting, a s&lptidre, 4 drawing (including a
diagram, map, chart or plan), an engraving or a photograph, whether or not any such
work possesses artistic quality; (ii) a work of archltecture and (i) &y other work
of artistic craftsmanship”. The copyright of an artistic' work ‘subsists during the
lifetime of the author of such work and for 60 years follewmg the vear of the death
of the author. :

e) Who isa “performer” ?

Answer : The term is defined under Sectlon 2 (aq) of the Convn,qht Act, 1957 as —

. “performer” includes an actor, singer, musician, dancer.” acrobat, jugglér. conjurer,
snake charmer, a person delivering a lecture or any other ‘person: swho makes 3

performance”.

a, artnershl w1th1n the meaning of
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Explain the term “design”. Loy ke
Arniswer : The term design is deﬁned under Sectlon 2( d) of the Desmns Act 2000 —

" “Design means only the features of shape: configuration,: pattern, ornament or
* composition of lines or colours applied to any article whether in two dimensional or -

' three dimensional 01 in both forms bv any. industrial process ‘or_means, whether

manual, mechamcal oL chemlcal, separate or combmed WhICh 1n ‘the finished artlcle
‘ amjeal to and are 1qued solelV bv the eve : :

L

| g)Jl Explam “Reglstered’Propne‘for

Answer : “Re,c_rlstered nropnetor 1n relatlon to a trade mark, means the person for.

" thé timé being “eiitered in the r_egister a§ proprietor of the trade mark” — Sectlon 2 ( 1)

¥

“(¥) of the Trade marks Act 1999

 h) Who is reglstered user’ under the Trade Mark Act, 1999 ?

)

Answer : Under Section 2 (1) (x) of the Trade Marks Act, 1999, “registered user”
means a person who is for the time being registered as such under Section 49 of the

Ast.

State the works in which copyright subsists.

Answer : Copvright subsists only in certain classes of works : a) Original Literary,
Dramatic, Musical and Artistic Works. b) Cmematogranhlc films. C) Sound
Recordings. [Copyright Act — Section 13 (1)1.

Explain the term “Indication”.

Answer : “Indication includes any name, seographical or figurative representation
or any combination of them conveying or suggesting the geographical origin of
ooods to which it applies” — Section (2) (1) (g) of the Geographical Indications of
Goods Act, 1999,

Q. 2: Write short notes on Any Four of the followmg =20,

a) Berne Convention.

b) Reasonable requirement of the publlc.

¢) Well Known Trade Mark.

d) Infringing Copy.

e) Compulsory Licencing in Patents.

f) Prohibition of Registration of certain names of chemlcal elements or
international non-proprietary names.’

Q. 3: Solve Any two of the following situational problems :', =12,

a) Three photographers take photog aphs of the .Ta] Mahal from dlfferent
corners.
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.. i) Can the:; three . photographers:: claim copyright :for - their respective
ziiphetographs s o rmran o5 i e s vy i Lo
Answer ' Yes: the three photoeraphers can claim copyright for their respective
photographs. - . —
ii) Explain the legal provision applicable. .. .1y /170

~ s Answer i3It s -the -individual -labour and -skill ‘eniployed -by these:three different
photographers in taking_separate photos of -the three different corners.of the Taj
- MahalBach of theni-tan‘bé ‘considered to be separately-the ‘author” of their work.
" Within the meaning of Section 2 (d) of the Copyright Act, 1957 .‘the .person taking

" the photograph, in relation to a photograph is considered an ‘author’.

Under Section7:of:the Act: author'is the first owner of the copyright of the work.

PR P

b) “Y” applied for registration of the word “Ustickon” in respect of rubber soles
- for shoes. The Registrar of Trade Marks refused to register the word as Trade
Mark. : : - '
- i) Is the Registrar of Trade Marks justified in rejecting the registration ?
" i) Answer : Yes. the Registrar can be justified in rejecting the registration. The
* Registrar refusing to grant/register trademark is correct. Under Section 9 (d) of the
Act. there is the ‘absolite’ ground for refusal, that is, if the trademark is of such
nature as to deceive the public or cause confusion, then the trademark shall not be
registered. -
if) Explain the legal provision:applicable.
~ Answer : Yes. under Section 11 of the Act, if the trademark is ‘relative’ in nature
(ie. ‘relative’ grotnds for refusal. It means — (a) if there is likelihood of confusion
caused to the public including the likelihood of association with an earlier trademark
by virtue of its identity with the earlier trademark (eg. ‘ESCON’, "AF SCON’, etc.)
though the product of the later (i.e. “Usticon’) is different from the earlier well-
known trade mark, (b) if the earlier trademark i§ well-known trademark in India and
the later mark would take unfair advantage of the earlier mark or would be
detrimental fo the distinctive character or'repute of the earlier trademark.

¢) Mr. B declares that he has invented a ball which instead of falling to the ground
rises up in the air, defying the principleof gravity. |
i) Can Mr. B seek a patent for the invention ?
Answer : No, B cannot seek a patent for his invention.
ii) Explain the legal‘provision-applicable.
Answer : Under Section 2 ( 1) (i) of the Patents Act, 1970, a patent may be granted
to an_invention of product or "D{‘r'oc_ess ywhich is “new” and “useful”. “Novelty” is the
test of “invention” under ihis Section. The ball filled with a gas will certainly hot fall
on the pround. Thete i rieither novelty nor invention. Under Section 3 (a) of the

|
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* Act, an invention which is fr1volous or which claims: anvthm,c_r obVIOuSIV contrary to

?v‘-“

- 1 Who can defy it bgmvenhon without using the substance like a 0as. etc 2

Q 4 Answer Any Four of the following : A R A T R —48
s ;_(1) . Discuss the’ absolute grounds for refusal of reglstratlon of Trade'
g - "+ . Marks. . .. SR D S
I N (1) Explam suit for 1nfrmgement of Trade Mark What defences are
= . i .- available for the defendant 7 S LT
. © (iii) Discuss — “All inventions are not: patentable” B T

~(iv) Explain the need for protection of Intellectual Property nghts

‘(v) - What is Passing Off ? Distingnish between an action of mfrmgement

. and passing off.
~(vi) . Comment on ownership of Copyright.

28]

well established natural laws are not inventions. The natural law is the law of gravity.

" [May, 2017]

(Revised Course)

With Solutions

Please check whether-you have got the right question paper.
N.B. .

1) All questlons are Compulsory..
2) Cite relevant Case-laws wherever necessary.
-3) Flgures to the right indicate full marks.

Q. 1: Answer in Two to Three sentences each: =20,

a) What is a ‘Collective mark® ?
Answer : [Nov. 16: Nov. 15: Dec. 13: Nov. 10: Nov, 08; Nov. 07]

b) What is a patent of addition ? ' |
Answer : [Nov. 15; May, 15; May. 14: Mav. 13 Dec. 12: Nov. 111

¢} Whoisa person interested ?
Answer : Apr. 17: May, 12]
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' e) Explam the term packaoe

IPR{ : '--*=265; g Authors . Prof. PrakashK Mokal&Adv Islzwmlaleaiwal o

d) ‘What is the term of copy rlght of a therary Work 9w i e
;Answer ¢ [Nov. 081 S et afbe *'”;;"3":_; SIS NS

_ Answer packafze 1ncludes anv'Case box contamer covermg, folder receptacle
' Yessel.: casket, bottle. wrapper. label <band, ticket: reel.’ frame capsule

(PR3 WY

- stopper.and cork. [Section 2 (q) — The Trade Marks Act, 19991 and [} Sec’uon‘z ( i) ‘of
“The Geo,qraphwal Indlcatlons of Goods (RG,QEISl‘l‘afIOI‘l and’ Protectmn) Act 1999”]

'-"‘\.I‘?K LY

f) Explain the term ¢ engravmg - RPN ‘-'f;' L e
Answer ::“engravings” include etching, lithographs;: wood-cuts, prinfs and bthe_r
similar'works, not being photographs. [Sect10112 (i)~ The Copyright Actf 1957] .

'. 7.:\7 --

g) What is reprography
- Answer & reprographv means the making of copies of a work, bV photocopvmg off -
similar means. [Section 2 (x) — Copyrighit Act, 19571, - -+ %= SRR

h) Who is the registered proprietor ?
Answer : [Nov. 16; May, 13; Dec. 12; May. 12]

i) Explain the term “transmission’ under the Trade Mark Act, 1999.

Answer : “transmission” means transmission by operation of law, devolition on the
personal representative of a- deceased person and -any other mode of transfer. not

bem,cz assignment. [Section 2 (zc) — Trade Marks Act, 19991.

1} What is the meaning of ‘patented article’ and patented process’ ?
Answer - “patented article” and “patented process” means respectively an artlcle or
process in respect of which a patent is in force. [Section 2 (o) — Patents Act, 1970]. °

Q. 2 : Write short notes JAny Four] : ' - =20,
- a) Certification Trade Mark. '
b) Rights and obligations of a Patentee.
.¢)- Ghost Marks.
d) Copyright Societies.
e) Complete Specification.
f)_Anticipation.

Q.3: Solve AnV Two situational Problems with reasons: . ';. -. _ =12

A) A dancer enchants the audience with dance movéments. Mr. X makes a visual
"}'ecordmc bf i€ dance movements with the permission of the dancer and
exhibits the same to his friends on payment of charges. '

i) State the technical terms Whlch would deﬁne the dancer and the dance
movements.
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. /-./ The _technical ‘term -- which ‘would : definé -‘ddnce’..and .the .‘dance
. ents is ‘performer’ which includes an actor,- singer;! musician. dancer,
Sat, 4t. juesler, conjurer, snake charmer, a person dehvermg a Iecture or any other -

SR OB O

. cSon who makes. a performance — [Section 2 (qq)] ‘and he'is also ‘an “author’ in (3
relatron to-an attistic work other than a Dhoto_,qraph the artlst’ Seetlon 2 ( d) ( 111) of H
the CovvrghtAct 1957 B Mt Bt et L G
| 11) Has Mr. X commltted any offente under the Copyrlght Act *1957 1f yes, sf“ate : ?gé:i)
the penalty. =~ * : - 0
Answer : Yes, Mr. X has commrtted an offence of Infrm,qement of Copvn,qht He L’%S

- shall be punished with 1mprlsonment for a term which’ shaﬂ not- be-less. than 6
months, but which may extend 10 3 vears and w1th ﬁne Whlch shall not.be.less-than
Rs. 50.000/-, but which may extend to Rs. 2 Lakhs.

B) Mr. Ram wants to.use the mark “Bata” as his trade mark for his soaps and

applies for registration of the mark “Bata”- to the Reglstrar* of Trade Mark,
i) Will Mr. Ram succeed to get the mark reglstered ?
Answer : No, Mr. Ram cannot get the Mark registered as “Bata Because it is
devoid of distinctive character (i.e. Bata is already a famous registered trade miark).
and therefore, it is an absolute ground for refusal for registration.

ii) State and explain the Doctrine involved.

. Answer : Dotrine of Absolute Prohibition.

0500020220 QOB

)
G

C) On a visit to the African Tropical Forests, Mr. Z discovered that the Negeri
Tribe hunts with very effective spears. Mr. Z imitates the spear and applies for-
a patent. -
- i) Will Mr. Z succeed to get a patent ?

) Answer : No, Mr. Z cannot get a patent for the spear.
. ii) State and explain the provision of law involved.
: Answer : Under Section 2 (1) (j) of the Patents Act, 1970, a patent may be granted to
3 an invention of product or process which is “new” and “useful”, “Novelty”.is the test
& . of “invention” under this Section. The imitation of the spear is neither novelty not
invention. According to Section 3 (b) of the Act, it is not an invention. '

ey errEem vl Yands] =

0 Q. 4 : Answer Any Four of the following : : — =48,
a) Discuss the classification of intellectual property. '
b) Discuss Revocation of Patents.

¢) “All inventions are not eligible for grant of patents™. Explaln

; d) Discuss the grounds of Refusal of Registration under the Trade Marks
£ Act, 1999. :

e) Explain the law of passmg off

f) Copyright is a bundle-of rights - Elaborate.
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Please check whether you have got the r{gll}t questmn paper v

N.B.
1) All questlons are Compulsory
2) Cite relevant Case-laws wherever. necessary

3) Figures to the rlght indicate full marks

,-" [ T _.-_'-
e dL :

Q. 1: Answer | in Two to Three sentences eaeh

a) What is a ‘tra_de-mark’ ?
Answer : [May, 2014]

b) Whoisa pate'ntee’ ? .
Answer : “patentee” means the person for the time being entered on the register as

the grantee or proprietor of the patent. [Sectlon 2 (D) of the Patents Act, 1970}

c) What is an 1nvent1ve step’ ? _ '
Answer : [Nov. 16; Nov. 15: Nov. 14: Mav 14: Dec. 13 Mav, 13:N0v. 11: April,

09]

d) What is the term of copyrlght of a Musical Work ?
Answer : [May, 15, May,14; April, 07] :

e¢) Who is a performer ?
Answer : [Nov. 16; May, 15: Dec. 13}

f) Explain Government work.
Answer : [Nov. 15; Dec. 131

g) Explain the term ‘package’ under the Trade Mark Act 1999
Answer : [May, 20171

h) State the works in ‘which copyright subsists.
Answer : [Nov. 16 May. 16; May, 14; Dec. 13: Nov. 11; Nov. 10; April. 09; May,

2014}

i) Who is the author in relatmn to sound recording ?
Answer In case of seund recording the author is the nroducer
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]) What is an-associated tlade mal_‘k T ?1 R 3
Answer : [Nov, 2009] - * R T T | i
Q 2 : Write short notes [Anv Four] R I R =20.
,_.a) Class1ﬁcat10n of patents h :;'.i"_' _ i '

b) The Berne Convention, :

¢) Collectlve Marks. R L Wy ;
d) Cop),frlgdtili:”= ,B e
e) Cdxﬁiauls'crgr ti’céhmﬁg‘ i’vat(ents. LT

f) Functions.of a .Trade Mark.

. PRIy . o
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Q.3: Solve Any Two situationial problems w1th reasons :* _ _ _' =12,
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A) Mr. Ravi wants to use the name Nltrogen as h1s trade mark for clothes and
applies for registration of the. mark to the:Registrar-of Tride Marks.. :
i) Will Mr. Ravi succeed to register the name “Nltrogen” as, trade mark for his
goods ?

"Answer -+ No, Mr. Ravi will not succeed in getting hlS Mark regstered as a Trade

Mark.

if) State and explam the prov1s10ns of law involved.
Answer : The trade mark is well known under Sectlon 9. Absolute grounds for
refusal of registration proviso (b) — which consists cxcluswelv of marks “or
indications which may serve in trade or designate the. kmd quahtv quantity,
intended purpose, values, geographical origin or the time of production of the goods
or rendering of the service or other charactenstlcs of the o00ds or service.

"

b

B) Mr. Vishnu, the farmer discovers a new method of . sowmg seeds which ensures
their quick germination and applies for a patent of the discovery.
1) Will Mr. Vishnu get a patent for the method ?
Answer : Yes, Mr. Vishnu will succeed to get registration.
ii) When can an invention get a patent ? _‘
Answer : An invention of a “new” “useful” product or process involving an

“inventive step” and capable of industrial anphcatlon can get a patent. “Noveltv” 18
- the test of invention.

000000 ‘o_o O OO0 o_o,_._O O00OO00000O0 o_.~o O

C) A dancer enchants the audience with her dance movements. -
i) State the technical term which could deﬁne the dancer and her dance i
movement, O
Answer : The technical term which would define ‘dance and thc ‘dance O
movements’ is ‘performer’ which includes an actor, singer. musician, dancer,

acrobat, juggler, conjurei, snake charmer, a person delivering a lecture or any other
person who makes a performance — [Seétion. 2 (gq)]. and he is alse an ‘author’ in

&
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relatlon to an artistic: work other that’a nhoto;zranh ‘the artist’ — Sect1on 2 { d) ( 111) of
the Copyright Act,1957.6xa «f 3.+ 861 "guinze. ovne 5 o ;;.r::;as;i,,": USRS &
i) Explain any two'6f the Dancer: nghts L R !

* Answer : Dancer s a “performer”. Being a performer the danee1 has a I'Ith 1) to
' ‘Tmakersound recordm,q Or, V1sua1arecord1n,q of the-performanee; -2) -to -reproduce <a

- sound” recording or visual recordm,c_f of the Derformance 3) to. broadcast the
Derformanee 4) to cornmumcate the nerformance to the Dubhc othewvlse than the

broadcast. A %%‘E;gi‘i?.f{,h’””\' | N _
Q.4: Answer Anv Four of ‘the following [Essay Typel ; : =48,
.a) Explain the term property. Analyze mtellectual property as a form of
7. property.::

b) Discuss the mventlons Whlch are not patentable
¢) Whatarethe grounds for-opposition:to grant.of a patent ?

d) Whatis Passmg Off ? Dlstmgmsh between Infrmgement and Passing
{Offy: - -

e) Critically analyze Sectlon 52 of theCopyrlght Act; 1957

f) What aie the various forms of Trade Marks ? What are the qualities of
a good Trade Mark ? :

s
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Guidelines for the ALL-I ndia Bar Qixammatwn
“The ﬁl[l‘ TIndia Bar Fxamination”

After passing L L. B. Examination from any University in India, these who
intend to practice as an Advocate, will have to pass “All India Bar Examination”
held by the Bar Council of India. The Exammatmn Question Paper is common to
all the students of Law in India.

It will mainly consist of Objective Questions, such as mul;iple choice/Fill in
the Blanks/True or False/Single Sentence Answér, Situidtion bases problems, etc.

In view of the saine, the Old pattern of Question Papers is also retamed in this Book.

~Syllabus for the “All India Bar Examination” covers all the subjects of LL. B.

course.

Students can make use of the all Law Books written by the Autho'r”fbr Five
Years IITrd, IVth anf Vth Year/Three Years Ist, Ilnd and ITIrd Year.
It is, therefore advzsed thar students should keep with them all the law books written
by the Author, as the samé can be useful for ihe All India Bor Examiniion.
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. “Practical Paper—I” 3= “Practical Paper-II? 4; ”“Pra'ctlcalx Pa.p'er-III

: [“Draftmg, Pleading and Conveyancmg” D.P.C] is aIso made: avallable for the

students of V year Course Fifth Year; and III Year Course Thll‘d Year

. "Iﬁe Um{ertal{;mg 'wﬁu:ﬁ is regmrecf ‘o 6e gwen by tﬁe stucfents Eejbre pmctzcmg i tﬁe

CourtsmInd’m - A
Undermklng e
L s/o/d/o - Rl
Bearing Enrolment No. _ - - have been Enrolled in
the State Bar Council ' in the year . I have
obtained law degree during the academic year - .Thaveto app‘ly to the
‘next All India Bar Examination to be held on __ .- - Dec: 2012.In term of

Resolution No. 82/2011 passed by the Bar Council of India at its meeting held on
4™ September, 2011, I undertake that I will practice as an advocate provisionally

till I qualify the All India -Bar Examination to be held in Decembery 2011. I

further undertake that in case I do not qualify the All India Bar Examination, I

will not practice as an advocate before any court in India until the time I qualify
" in succeeding/subsequent examination. - \ )

Date : 20/9/2011. : Signature :

Place : Mumbai. | Name :
Enrelment No.
Address :

This is for your information and necessary action.

Y;ours Sincerely,
(J. R. Sharma)
Officiating Secretary.
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;;' _ A]l Books are avallable at- the f0110W1 ing Mam DIStI‘lbllthll Centres
ﬁ With Discount :
1) “Law Literature ‘Book Centre” (L.L.B. Centre) - .
“Bisilla Buildirnig”, 2" Floor-front, Office Nos. 29 & 30, Opp.Suvidha Family Shop,

Ranade Road, Opp. Dadar Rly Stn. (W).
Mondav to Saturday — Time : 10.30am fo 7.30pm.
~ Contact : ~ 0833547259; 9323462811.
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1 With Discount :

: (2) Thane Law Book Centre —

' “Paradlse Tower”, Office Nos. 304 & 305, 3™ Flr. Gokhale Road, Opp Alok Hotel, next
to McDonald Hotel — Near Thane Rly. Stn. [W].

Monday to Saturday — Time : 10.30 am to 7.30pm.
Contact 9324546968 9323462811 022-%5420140
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E . Books of the Author are also available at all leading Law Book Stores
=D———————————————L'_-—‘—‘_ . —————
e o o |
'

.0

0

o

‘3

@)

O

O

'5

;



-

T EE RN

-

LU B B ]
L B A ]

*

.

272, - Authors — Prof. Prakash 'K.-'Mokal & Adv. Ishw‘s'irfal Agai'iﬁdli o ]

-

Notes R o

19

5
H
]

Pl

P s 2
i e+ WA

- i .
iyt N . ¥ L
E¥B et Nt R

H
oD

o

2t

ile}
o
o
3.0
e
‘o
O
@
Q

0+050-0-0 0,0 O 0 O O




®*®® 0000000002006 >0




1

_'r "y uk
LS DURES: ]

A

fot?

PRRIER
AT

 1ifBEEREDOAD

ROERSDBDE,

[ Yy

ST

gl

r e

e

T

Pt
d(d('n

oG

L L

;
Hﬁ

NI

A

o

-

G

i
)

vised:Sylla

R

q_'

b




